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THE ARBITRATION OF CELEBRITY DOMAIN NAME DISPUTES
BY
THE HONOURABLE NEIL BROWN QCl
The Problem

You would think that celebrities, being what theg,avould be keen to
register their names as domain names, set updvairnvebsites and use the
websites to promote themselves.

Some do, but others seem to have been slow ofh#rk, only to find that
someone else has got up earlier and in effectrstbkgr name, registered it
as a domain name and used the domain name to aetwpauthorized
website.

Of course, it can be worse than that: the domamenia sometimes linked
directly to a pornography website or used as atbaittract internet users
who are then switched to a website selling anytfangn Viagra to Pacific

cruise$. This, of course, can give the celebrity a badeameven a worse
name than he or she had previously.

Or he or she could just be made a figure of fua:feeinstance the
unfortunate events recountedDavid Pecker v. Mr. FerrisWIPO Case
No. D2006-1514. Mr. David Pecker, apart from havamgnteresting
surname, i€£hairman and CEO of American Media, Inc (AMI) thigblisher of
several prominent lifestyle magazines. One canilseadderstand Mr.
Pecker’s concern about not only having his namd aselomain name
without his permission, but more particularly abisitbeing linked to a
pornography site and hence linked in the publicdwiith pornography
itself. It actually became worse in Mr. Pecker'se¢han for other

! The Hon Neil Brown QC FCIArb is an internationabedomestic arbitrator and
mediator who practices in Australia and London.igden several panels for the
arbitration of domain name disputes in EuropeiBe Asia and Australia, has arbitrated
many disputes and has written and lectured orstibgect. For more details visit
www.neilbrowngc.com.

2 See, as a recent example of this practitiek Cannon v. Nikolay ZuyewIPO
Case No. D2007-0870.
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celebrities, for he attracted a lot of media atemtvhen he brought the
claim to retrieve the name, but lost the case.

There are other problems that arise in the caselebrity domain names
and they vary from case to case, depending ondlebrity, how the
celebrity’s name came to used in a domain nameajsbd¢o which the
domain name is being put and the various defencesanses used by the
party who registered the name to try to hold ohtortame and defeat the
celebrity’s claim.

Let me give a few examples of the categories dblera that arise before
we look in more detail at the issues that ariseteowl they have been
resolved.

Madonna, The Rolling Stones and Pele

One of the early cases wieldonna’s CaseMadonna Ciccone, p/k/a
Madonna v. Dan Parisi and "Madonna.coth WIPO Case No. D2000-
0847, where <madonna.cofiwas registered by a cybersquatter and linked
initially to a pornographic site, although it wasdr used to advance the
Respondent, Mr. Parisi’s, dispute with MadonnasTitian early illustration
of the problems facing celebrities and the unauigkdruse of their names in
domain names and websites: the celebrity doesawa &ccess to the
domain name or the opportunity to use the domamenas he or she wants
and, moreover, if the domain name is then linkea pornography site, it
undoubtedly disparages the celebrity’s name, evegrey inMadonna’s
Caseitself, the respondent argued that Madonna dichawé much of a
name to disparage. However, Madonna was successiuthad the domain
name transferred to her.

In Mick Jagger’s CaseMick Jagger v. Denny HammertorNAF Case No:
FA0007000095261 the domain name <mickjagger.com> was also linked
to a pornography site, enabling the paniétisfind in Mr. Jagger’s favour
and say:

% In this article, domain names are identified iis flashion as that is the way they are set
out in decisions given by arbitrators or panelistder the Uniform Domain Name
Dispute Resolution Policy (UDRP).

* The arbitrators under the UDRP are known as pstsedis they are drawn from a panel
or list of arbitrators maintained by each of thevpders of dispute resolution services
under the UDRP.



“...By typing in Complainant’s mark with the ".comtfix, Internet
users are taken to a pornographic site, which moiway associated
with Complainant. Se¥outv, Inc. v. AlemdaFA 94243 (Nat. Arb.
Forum Apr. 25, 2000) (finding bad faith where Rewgent attracted
users to his website for commercial gain and linkisdvebsite to
pornographic websites).”

In other cases, it is not only the linking of th@main name to a
pornography site that concerns the celebrity, hatact that the domain
name is being used for commercial purposes, gutd bluntly, to make
money on which the celebrity is missing out.

In a recent example of tRjghe Brazilian footballePele had had three
domain names registered that incorporated his ngitheut his permission.
One of them, <peletv.com>, went to a website tipghed up to a series of
websites offering goods and services on footbalyp@ernalia, treatment of
football injuries, games, clothing and suchliket \Wwhich then went on to
promote Music Downloads, Insurance, Credit Carddin® Dating and then
onto some far more salacious offerings. Pele’s @mpas well as being
affronted by these indiscretions, was of coursesimgsout on the click-
thorough revenue being earned by the site wheraawane perused it and
successfully brought a claim to have the domainenaansferred.

These three examples are just that, examples akevehprominent name has
been taken without authority, used as a domain riamewebsite
associating the celebrity’s name with an activityiah reflects adversely on
the celebrity, namely pornography, or purely momaking through
advertising goods and services with the impresthiahthe celebrity is
endorsing them. The latter activity is particulgwirnicious, as it is not just
making the money that is at issue, but the fadtttieacelebrity is not

making it.

Sometimes, unauthorized celebrity domain namesrdeed to websites to
which the celebrity simply objects because of thietent of the
unauthorized website, for example a particulangent form of animal
welfare or conservation.

> Glory Establishment v. Futbolmasters LtiWIPO Case D2007-0439.



As celebrities generally do not like their namemeised in any of these
ways and associated with goods, services or cdlnaethey do not approve
of, or being used at all in a way that the celgloé@nnot control, the
following questions arise, which go to the substamicthe issue with which
we are concerned.

Do celebrities have a right to protection of theeim name? What can they
do to retrieve a domain name if they find it hasrbtaken? Can they sue? Is
there any other sort of claim they can bring? Wiwathey have to prove?
Will they win?

The same questions arise with respect to otherthoazed websites that are
simply offensive and expose less salubrious aspétke celebrities that
they would rather remained secret; other websresuat clingingly and
embarrassingly sycopharftic

Then again, although some websites may be syctiphtre celebrity,
despite the disclaimer on the website, is cleaalypy to be promoted in the
way he or she is presented on the website andrakmg to stop it. For
example, you would have to be very naive to belibagwww.algore.org
which generously extols the virtues of the formaeé/resident Gore, was
anything other than an official site designed tonpote him as a Presidential
candidate. Presumably he agrees with it all, agdasipromotions are
contained on his official websitaiww.algore.comalthough one wonders
what he thinks of the low interest loans being prted orwww.algore.net

Other celebrity websites are fairly straightforwdikie the English soccer
player Wayne Rooney’s site @tvw.waynerooneyonline.comvhich is
laudatory without being sycophantic. Likewise, t& giut up by one of David
Beckham’s fans atww.davidbeckham.wsseems to be tolerated, despite
the alarming headline that was on it at one stagenely: “Posh and Becks
Pregnant /Get news & pics of the pregnancy firshwur Free Gossip
Toolbar'www.Starware.com/Gossip.”

® See, as one on many examples, the eulogy in iéicial website of the actor Gary
Raymond atvww.garyraymond.condescribing him as “divinely gifted”.

" WS’ is the internet country code for Western Saraad is said to be valuable because
some viewers think the letters stand for Web Site.
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Sooner or later, however, money rears its ugly lzmblone comes across
yet another case where a celebrity’s name hasumsghto make money by
pushing one blandishment or another. Thusjangan Freeman v. Mighty
LLC, WIPO Case No. D2005-0263, Morgan Freeman’s naageused in a
domain name and linked to an entertainment sitgarmtly not
pornographic, but which sold viagra and a few otiféarings.

Still other celebrity domain names and the webgdeashich they lead, are
what you might call normal deception, where the dionmame
incorporating the celebrity’s name diverts interaggrs to a straight out
commercial website in the same area of interetiteaselebrity whose name
has been used, particularly music. For exampliheiRolling Stones Case
the domain name <rollingstones.com> was linkedrrauaic retailing
website. The domain name was transferred to thegament of the Rolling
Stones as a result of the proceedings, but | ntiete<rollingstones.info> is
still rolling along gathering no moss and offerihating services and other
blandishments.

This illustrates another problem, of course, whschow many domain
names do you have to register and pay for, or iggko stop the
unauthorized use of your name? Celebrities finttthay retrieve one
domain name and close down the corresponding veebsly to find that
another has sprung up with a slightly differentlisugg

But all of these problem cases have the same rdaject, which is that
their contents cannot be controlled by the celgpeither that, or they are
dormant or unused domain names, buried like unegoldoombs, with the
person who has registered them, sometimes a pifessybersquatter, just
waiting for some potential new owner to come aland buy the name and
start using the site to sell soap powder or angthise.

So the essential question arises again: can tkebragldo anything about
this and, if the website is up and running andftiienorror of its contents

have been released on the public, can the celekatly do anything about
it?

The solutions

® Musidor B.V. v. Jung HochuNAF, Claim Number: FA0112000103053



Get in first

One way for celebrities to avoid these problents iegister their own
names and all conceivable variations of them fivefpre anyone else gets in
on the act and steals them. So, as with otheccespéthe internet, the best
advice is to get in first.

The problem with putting this advice into practisehat budding celebrities
do not know that they are celebrities until thelmubr the media decree it
and anoint them into the hall of fame and by thmetthe camp followers,
eccentrics, fanatics and cybersquatters who hdlevied the careers of
their incipient heroes have already registeredasradl of the domain names
available in the celebrities’ names. This is happgmore frequently and
faster as the time period in the public eye thakeisessary to qualify as a
celebrity becomes shorter and shorter: a mometaineé is now certainly
less than Andy Warhol’s suggested 15 minutes.

Some celebrities are a wake-up to the necessiggister domain name
early and at least they try to beat the cybersqrsét their own game. Thus,
when the actors Angelina Jolie and Brad Pitt weleditihe arrival of their
daughter Shiloh Nouvel Jolie-Pitt (as if her naiself were not enough of a
burden with which to start her life), instead of/lmg her a Bunnykin mug

or another more regular gift, sent their lawyersaua foraging expedition
to snap up 24 domain names with various versiotiseo€hild's name.

It is, | suppose, the inevitable cyber age egenadf enrolling your child
some years in advance in an exclusive school tx. élowever, even
registering so many domain names did not protecpdrents or the child in
the Pitt case and <shilohnouveljolipitt.com>, altgb not now an active
website, was set up with a slight spelling discnegan the domain name,
which the astute reader will detect, as an unaigbomebsite devoted to
baby wear and photographs.

But despite this commendable example set by the-Bats, some
celebrities are still too slow off the mark as wsasn when Britney Spears
and Kevin Federline had their baby. A gossip colisiriet it be known that
the baby had been named Sutton Pierce Federlinthamxt day, only a
week after the child was born, someone registéredldomain name
<suttonpiercefederline.com> and several other utgia he unfortunate
thing is that the owners of the domain name haea lsarning income from
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their asset by linking it to a site that carriegsextisements, depending on
what the computer reads as being associated wgkragric to the domain
name. Consequently, <suttonpiercefederline.com>skased the ‘pierce’
part of the name and the website carries adveréagsrand links for body
piercing. The irony was that the name used by yhersquatter for the
domain name turned out not to be the name givehdjond parents to
their child.

Tom Cruise and Katie Holmes are in a similar positas they allowed
through delay a domain name to be registered ima&nee of their daughter,
Suri: <suricruise.com>.

The problem with this approach, registering the dionmame ahead of the
cybersquatter, is that the really determined arsthievous cybersquatter,
instead of registering, for instance, <madonna.comitkregister
<madonnatours.com>, <madonnafashions.com> or Madwith one ‘n’ or
two ‘d’s or in the case of Nicole Kidman, <nicoldklannude.com> or some
similar variation.

There is literally no end to the possible comboreg and permutations, as
companies like Yahoo have found to their annoyamzecost, for they are
now forced to have great stables of domain namesghioch they pay the
annual registration fees, but never use, but aigeabto hold, just in case
some inventive cybersquatter in Brazil concoctswa way of spelling
‘Yahoo' in Portugese and succeeds in diverting Yéhpotential customers
to the cybersquatter’'s own unauthorised website.

For others celebrities, however, who have not Iseequick off the mark,
the only solution, if they find their name has beegistered as a domain
name, is to try to remedy the situation by takiome sort of action to try to
have the domain name transferred to the celebrity.

Get a consent order

Sometimes domain name holders will consent tortmester of the domain
name to the celebrity, either to avoid a fightirothe realisation that they
would lose the fight, or because on reflection themlise they have no claim
to the domain name. An example of thi€&nival Plc v. Dave JacksqrNAF
Case No: FA099791@here the domain name at issue was <queen-elizabeth
2.com>. The Complainant was a cruise ship complaaiyhad registered
trademarks over the name Queen Elizabeth 2 inoel&d various goods



and services. The domain name was transferredtoabnsent, because the

registrant had lost interest in keeping the nanteprabably just did not

want to put up a fight. Two other examples whenmsent orders were
made were the 2006 decisiondNargren, Inc. v. Norgren, Inc. c/o
Domain Administrator,NAF Case No.: FAO603000670051 abohersClub
International Ltd. v. Nokta Internet Technologie$JAF Case:
FA0605000720824. A further and more recent examplere a consent
order was made iBom Stoppard, Tom Stoppard Limited v. Texas
International Property AssociatedVIPO Case No. D2007-1404. So, it is
sometimes worthwhile trying to have the domain namaesferred by
consent.

Buy the domain name

Obviously, the first method that some celebritiesk of, like some
companies who find that their trademark or busimesse has been abused
by some unauthorised person registering it as aadoname, is to try to buy
the name from the registrant. This sometimes wdrkthe problem with
this approach is that once they show interest yirguthe domain name, the
price goes up and they might end up having to haydbmain name for an
exorbitant pricé

They might also find that they are, in effect, lgeiveld to ransom by a group
or person who wants more than money to hand oeeretistration of the
domain name.

This was the experience faced by Paul McCartnéyhefBeatles, who tried
to retrieve a domain name in his own name, onlyet¢old by the
Respondent who had registered it, that all he babbtto have it transferred
to him was to read and adopt a letter that promatgdrticularly extreme
environmental political line of the Respondent. Md@ey refused to do
this, called the cybersquatter’s bluff and tookarcto get the domain name
back, proceedings in which he succeeded. The shéelL
Communications, Limited and MPL Communications, Ing
LOVEARTH.net, NAF Case: FA01097086. In that case, a good genera

% At the time of writing, the domain name <dannielghirkhead.com>,
reflecting the name of Anna Nicole Smith’s chilglfor sale on eBay for
$1m, an asking price of course, but bids for itigveo $600,000.
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statement was made by an experienced panellisedir Michaelson on
what celebrities should do when faced with thigadibn. He said:

“No obligation is imposed on a trademark owneraady act, support
any activity or endorse or affirm any cause for eegpondent in order to
retrieve a domain name from that respondent thaildhrightfully belong
to that owner. To require otherwise would permigspondent to
effectively extort action of some nature from tleéebrity -- a result
clearly in conflict with the Policy. While the celebrity, in his (her) sole
discretion, may decide, for whatever reason (d)ds to acquiesce to or
reach a negotiated settlement with a respondesmtahange for transfer of
a corresponding domain name, the decision to desasolely with the
celebrity. That respondent has absolutely no pom@ardoes the Policy
permit any, to compel the celebrity to do any acegardless of how
trivial that act might appear to be -- to obtaiattdomain name.

As well as this having been Paul McCartney’s exgare, it has also been
the experience of other celebrities, who find that not the money that the
cybersquatter wants, or not only the money, bugraiorsement of a product
or even a telephone call or meeting under the gfibeing a fan.

Be extorted

Sometimes, however, the celebrity is forced to dethl someone who is not
really a fan, but rather an opportunistic cybersignand the celebrity ends
up paying a large sum of money to obtain the ndrhes, of course, is
particularly galling, as the celebrity maintainatthll he or she is doing is
retrieving his own name.

However, with skilled negotiation and perhaps abitattery, celebrities
can sometimes obtain the domain name for a reaopabe.

Court action

If this cannot be done, the alternative is to sutber for breach of
trademark or passing off. This will depend on thet$, which may not
always be strong enough to show that the celebasya trademark that has
been tarnished by registration of the domain narhe.facts may also not be
strong enough to support an action for passingasfif may turn out that the
Defendant has not tried to pass himself off as Madoor Brad Pitt and has

9 The Uniform Domain Name Dispute Resolution PolidfpRP), which effectively
governs disputes over domain names. (Author’s note)
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done nothing but register a domain name and haeotie day it will
become valuable. In a nutshell, the problem withrtaction is that
sometimes it fails.

Moreover, court actions are notoriously slow angessive and they may
simply not be an appropriate means of attemptirrgtover a domain name.

Bring a Complaint under the Uniform Domain Name Digute
Resolution Process

The other solution-which is the subject of thiscdetis to bring an
application under the Uniform Domain Name Dispues®ution Process
(the UDRP) and try to prise the domain name froenrégistrant by an order
of an arbitrator directed to the registrar with whthe domain name is
registered to transfer the domain name from theeatiregistered party to
the celebrity. The celebrity can then use the domame for an official
website or link it up with the official website thaas already been
established under a different domain name or hejostyhold onto it and do
nothing with it, but pay the subscription everyeithcomes up for renewal.

If the celebrity does not want the domain namesfiened to him, he may
ask for and obtain an order that it be cancellddtdDrse, transfer is a more
popular order than cancellation, for if the domaame is cancelled, the
registrant may obtain it as soon as it becomesdnelethen register it again.

On balance, having regard to speed, costs andisitpf process,
proceedings under the UDRP are probably the bessemf action to take
for celebrities who are incensed that their nangedeen used in an
unauthorised way for a domain name and who wandongain name
transferred or cancelled.

The great attraction of the UDRP is that it is cofspry, quick and cheap.

It is compulsory, as against the person who hastergd the domain name,
meaning in effect that he has already agreed thd&espondent in such
proceedings, because when you register a domaie,ngm do so by
entering into a contract with a registrar accretliig ICANN", the company
that runs the internet. You do not register a domame directly. You may

" The Internet Corporation for Assigned Names anthblers.
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do this only through a registrar and by meansadrdract with an
accredited registrar.

You cannot buy a domain name; the contract in e#faables you to lease it.
That contract always has a clause in it to theceffet, if there is a

challenge to your ownersHfpof the domain name, you agree to submit to a
compulsory arbitration procéssusing an arbitrator provided by one of the
bodies, also accredited by ICANN, that provides¢harbitration services.
The two major bodies that provide those servicestss World Intellectual
Property Organisation (WIPO) in Geneva and thedwati Arbitration

Forum (NAF) in the United States.

If the registrar does not put in its contractsdlaise that makes this
jurisdiction compulsory, it may lose its accreddatwith ICANN and its
business will be destroyed. The same thing willdeapif the registrar fails
or refuses to implement an order to transfer oceba domain name; it
might lose its accreditation. So, the realityhiattanyone who registers a
domain name always remains subject to a possialem@gainst the validity
of the domain name brought by another person wdimelto have a greater
interest in the domain name than the person whesteggd it; if successful,
there is a good chance for the reasons just ghetritie order obtained will
be carried out.

Thus a celebrity is able to activate that processaing a claim against the
party who has registered the domain name and¢dessful, will obtain an
order to have the domain name transferred or ciaalcel

Parties who have a complaint against your entitférteethe domain name
thus have the right to compel you to take parhis arbitration process.

The process is quick because it is almost a forstraft liability and there
are only a limited number of defences to such daamd in any event the
agencies that provide the arbitration servicesthadrbitrators they appoint
are under strict time limits to complete the pregaomptly.

The providers of the arbitration service go to gteagths to ensure that the
panellist they choose for particular cases areasanl and that there is
neither the appearance nor the reality of a cdrdlienterest. Moreover, the

12 Actually, you do not own a domain name, but ratiet lease it.
13 Called an administrative proceeding.
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number of sustained and reasoned rejections of leamgp and the number
of dissenting decisions in three-person tribundgjuents, show that the
panelists take their work very seriously and caersoously.

The process is also comparatively cheap becaispriovided for a set fee
and costs cannot be ordered for or against eithidy.pApart from the filing
and administrative fee, the only costs for the lmd#ies bringing such an
action are their own attorney’s fees, if they wislengage one. There are no
oral hearings, interrogatories or discovery aneésase decided on the
submissions in writing made by each side, togethtr additional
submissions or material that the panel may request.

The system has one drawback, which is that tharteabhearing the case, or
the panel as it is referred to, may make only a@eiofor transfer of the
domain name to the successful Complainant or a@rdod its cancellation.
There is no power to grant an injunction or to makeorder of any sort,
apart from the two just mentioned and no powemtard damages, costs or
interest. If the aggrieved party wants any of th@seedies, he or she must
sue in the courts, which of course gives rise ttless problems about
jurisdiction, service and enforcement of the judgtne

But the good points about the procedure are thaigilick, cheap and there
is no appeal from the decisiof.

So, in summary, one course that is open to celebrmtho are annoyed that
someone has been using their name in a domain isaméring one of
these quick arbitration applications under the UCHRR, if they can, obtain
an order, from which there is no appeal, that hr@an name be cancelled
or that it be transferred to them, so that theyusit themselves or lock it
away and at least prevent anyone else from using it

Of course, to bring a Complaint under the UDRP ess¢it must be really a
case about domain names and not one where thespnsdeeing used as a
guise or a device for bringing in reality a casat ik really for breach of
contract or trust or some other cause of actionodgrseveral cases where
this point has been madelibe Estate of Marlon Brando v. WhoisGuard

c/o WhoisGuard ProtectedyAF Case: FA0506000503817 where the estate

14 An unsuccessful respondent may, however, institotet proceedings to set aside the
order for transfer or cancellation, but very fevsuccessful respondents in UDRP
proceedings take such court proceedings.
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was relying on a common law trademark to mountléasn for the return of
a domain name. But the panellist held there wagsimgdiction. What the
parties were fighting about was whether Marlon Bimhad actually made a
gift of the domain name to his former business rganar not. The former
business manager said that he had made such Brgifidlo’s estate said he
had not. The panellist decided that Brando hadtegd the domain name
himself, then put the business manager’'s namewiththim and that after
she was dismissed and he, Brando, died, she hatdreed it from Brando
and herself to herself alone. The question wastlnadaken place
consistently with Californian law? That was thel giapute and the panellist
held that there was no jurisdiction to deal with tomain name case as if
that were what the dispute was. In other wordsag held that this was not
a domain name dispute at all, but a dispute abbat was required by
Californian Law to effect the transfer of propertye latter issue could only
be determined by hearing from witnesses, an elethants alien to the
UDRP process.

This article is about the UDRP process. It askgythesstions: can a celebrity
bring a claim under the UDRP process and claim bé&kwn name, which
have been taken by someone else, put into a damane and used either to
make money by linking it to a website that pays eyfor every hit on the
site, or used to exploit a fantasy or to blackrttal celebrity into buying the
domain name or even just to run a fan site?

If such a claim can be brought, will the celebuity?
What do celebrities have to prove?
Can celebrities establish a trademark in their owmame?

The first thing that celebrities have to provehiéy want to bring a claim
under the UDRP process is that they have a tradeimaneir own name.
That is so, because under the UDRP, the complaiato prove 3 things,
namely that:

(1) the domain name is identical or confusingly $amto a trademark or
service mark in which the complainant has rightst a

(i) the Respondent has no rights or legitimatenests in respect of the
domain name; and
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(iif) the domain name has been registered andilghesed in bad faith.

It will be seen therefore that the basis of the BPQRocess is that the
Complainant- the party bringing the claim-has déraark or service mark
in the same name or a similar name as the domane tizat is being
complained about. So if the Coca Cola Co is compigithat someone has
registered the domain name <cocacola07.com>, <Uxstola.com> or
<cocacolafizz.net>, it will have to prove that &sha trademark in the exact
name that has been registered as the domain naaneamtemark that is
confusingly similar to it, so that it can arguetitfar example,
<cocacolafizz.net> is confusingly similar to thademark Coca Cola.

So the Complainant who brings the complaint istthédemark owner, in our
case the celebrity and the Respondent is the pdutyhas registered the
domain name and who is sometimes called the ragistr

There has been a lot of debate about why it shioailidhat only trademark
owners may have access to the fast track UDRP ggdbat we are now
discussing. What about others who have legitimateraasonable
complaints about the registration of domain nanmekyeet do not have
trademarks on which they can base their claims?

This is not the place to debate this issue, folfdleis that people in that
position will have to sue in the courts insteadisihg the fast track UDRP
process; but it is worthwhile noting that thersush a debate.

The Australian .com.au scheme

Moreover, under some dispute resolution schemeddiorain names, it is
not necessary to prove a trademark. For examptierihe Australian
scheme for complaints on ‘.com.au’ domain nameab@rustralian country
code as it is called, a complainant must estaliishhe or she has rights in
‘...a name [Note 1], trademark or service mark; Nude referred to tells
us that * For the purposes of this policy, auDA Hdatermined that a "name
... iIn which the complainant has rights" refers to:

a) the complainant's company, business or othat egrading name, as
registered with the relevant Australian governnaarihority; or

b) the complainant's personal name.’
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So if the domain name being complained about issem@&'s personal name,
the Complainant will be able to get to first bageskmply proving that fact
and it is not necessary for him to prove that heénrademark in his own
name.

The new European .eu scheme

Likewise, in the new European .eu scheme, it ies&ary only to show that
the Complainant has a right described as ‘a namesiect of which a right
Is recognised or established by national and/or i@onity law, such as the
rights mentioned in Article 10(1)...".

The examples given in Article 10 (1) are:

“...registered national and community trademarks ggaehical
indications or designations of origin, and, in asds they are protected
under national law in the Member-State where threyhald: unregistered
trademarks, trade names, business identifiers, anynpames, family
names, and distinctive titles of protected literang artistic works.”

So, that again is much wider than the requiremeifitise UDRP scheme. It
will be sufficient in the .eu scheme if the Compkat has a family name, to
take an extreme case, but only if family namesaoéected under the
national law of the country in question. Whether @omplainant has an
unregistered trademark in the name or not, he®cehld therefore bring a
Complaint through the European provider of domamae arbitration
services, the Czech Arbitration Court, on the btss someone has
improperly taken the Complainant’s family name asdd it for a domain
name.

Claims for .com and similar domain names

But for the big league of .com, .net, .org, whicé the domain names that
celebrities and cybersquatters seem to go fag,necessary to prove a
trademark or service mark in the celebrity’s name.

When that has been established, but only theryithenal can go on and
decide if the domain name is identical to the tragak or confusingly
similar to it, whether the person who registeresildbmain name had any
right to register it and whether it was registesed used in bad faith. If all
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three of these elements can be made out, the tglebother Complainant
will win and the domain name will be transferreccancelled.

But getting to first base is important and somesimés the most difficult
thing for the Complainant to prove. In fact, quateew complainants
actually lose their cases by not being able to @evegistered or
unregistered trademarkavid Pecker v. Mr. FerrisWIPO Case No.
D2006-1514 is one such case.

It is particularly difficult to prove in celebritgases. Why? Because in most
cases, the party complaining about the domain name&ompany
complaining about someone improperly taking a lessmame or the name
of a product or service and there will sometimesitr@gistered trademarks
covering those products, even if there are nosteggd trademarks. But that
Is not always the case and there are many cases @hen companies in
business have failed to establish that they hawsegygistered trademark as
they have alleged. Here are some examplelecom lItalia S.p.A. v.
NetGears LLC c/o Domain AdmirNAF Case No: FA0944807, where the
Italian telephone company claimed that it had aegistered trademark
over the numbers “187” because it was the numbesustomer assistance
on the Italian telephone syste@eutsche Post AG v. NJDomaing/IPO
Case No. D2006-0001, where the German postal coyngaimed that it
had an unregistered trademark over the word ‘pastiwOW Audio

Visual Superstores Pty Ltd v. Comonoz Pty |WdIPO Case No.
DAU2007-0003 where a company claimed to have aagistered
trademark over the exclamation "wow”.

In this regard, it is surprising that many comparsenply do not have
registered trademarks over their signs and naneshansymbols of their
trade, even when they have been using them for ryaans.

If they do not have a registered trademark, thexe lta establish, if they are
in a common law country which recognises unregest&r common law
trademarks, that the name or the sign or the symbahatever other device
or logo they use, has become so associated withpitoelucts or services
and them alone, that it can truly be said thatithtee, albeit unregistered,
mark of their trade.

Companies can and regularly do, succeed in thks tas
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But it is harder for celebrities and other indivadiito establish unregistered
trademarks in their names because they are indilsdoot companies with
goods or products and they will have to show thay thave a trademark in
their own name or a trademark, if you like, in tlsetwes, because it will be
their own name that has been purloined and ust#tkidomain name. So
they will have to show that they have a trademartheir own name.

Merely to state the rule in that way makes it ckeam the outset that it is
not an easy thing to do.

Very few people would think that they had a tradeama their own name,
partly because many people would not regard themsels being in trade.
Yet this is what they must prove if they want te tise UDRP scheme to
prise back a domain name that someone else haseregi.

So how does the celebrity get to first base? Hoasdbe celebrity show that
he or she has a trademark in his or her own name?

Some have registered trademarks

The complainant may be fortunate enough to haegiatered trademark,
which solves the whole problem of proving the eqise of the necessary
trademark. Some of the most prominent celebrities are household
names — and clearly those who obtain the best dhate - have registered
trademarks.

For instance, it is apparent from the decisioMadonna Ciccone, p/k/a
Madonna v. Dan Parisi and "Madonna.cotiy WIPO Case No. D2000-
0847, that the singer Madonna had a registereénnack as well as an
unregistered trademark that were both relied ontla@diecision of the panel
that decided the caSeclearly thought that either was sufficient.

15> The decision-maker in an arbitration on a domaime is often referred to, not as an
arbitrator but as the Panel or panelist, meaniay #te members of approved panels of
arbitrators maintained by one of the official paeis of domain name arbitration
services. The two largest of those bodies are thddAhtellectual Property Organisation
which is a specialized agency of the United Natiand the National Arbitration Forum
in the United States. The Czech Arbitration Coad hecently become another provider.
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Likewise, the Rolling Stones had themselves covbyed long string of
registered trademarks, as we see from the dedisiglusidor B.V. v. Jung
Hochul; NAF Case: FA0112000103053.

Jimi Hendrix, or rather his estate, was held teehaoth registered and
unregistered trademarks and he also succeeded atainn on that basis:
Experience Hendrix, L.L.C. v. Denny Hammerton anch& Jimi Hendrix
Fan Club WIPO Case No. D2000-0364.

J K Rowling and Harry Potter

So also did J K Rowling, the author of the Harryt®onovels, have a
registered trademark in her own name; that fachputvell on the way to
succeeding in her several cases and retrievingusadomain names, as she
has doneJoanne Rowling v. Alvaro CollazaVIPO Case No. D2004-0787.

To give you a taste of how the inventive cybersiguatlies his trade, the
domain names in that case were <kjkrowling.com><anad/w-
jkrowling.com>, the former being a case of typogtting because of the
extra ‘K’ which is the next key on the keyboardjtand the latter also
being a case of typosquatting because of addinigttezs ‘www’ before the
domain name. The domain names were directed teetistrar’s site and the
user was then bombarded with pop up advertisemafits.the decision and
retrieving the domain name, Ms Rowling was ablita an unofficial
website into an apparently official one, judgingitsycontents toda}f. She
also succeeded in other cases including the lasbJoanne Rowling v.
Hostine.netf WIPO Case No. DIR2006-0004.

While we are dealing with Ms Rowling, | should symething else about
Harry Potter. One of the issues in this area istisdrea federal United States
trademark registration is required or whether astegfion in one of the
States of the United States is sufficient. It hasegally been accepted that
State registrations are insufficient for the pugsosf the UDRP and if the
trademark owner is going to rely on registereddradrks they must be
Federal ones.

19.e., both domain names, <kjkrowling.com> and <wjkvewling.com> now resolve to
the official website at www.jkrowling.com.
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However, as you will see later, the registrationthe HARRY POTTER
trademarks themselves were State registrationsa@ingederal registrations.
But they were apparently regarded as good enough in

Time Warner Entertainment Company, L.P. v. Harpeephens

WIPO Case N0.D2000-1254 to support an applicabdmatve a long series
of Harry Potter domain names transferred to Timen&iaThe Respondent
does not seem to have been doing anything witdah@in names and
hence the decision was based on the finding tleaddimain names had been
registered to prevent the owner of the Trademankfobtaining a domain
name in the same name, or, as it is put in the UpR&enting the
trademark owner from reflecting the trademark soaresponding domain
name.

The works of the other literary icon, Tolkien, aéject to registered
trademarks as wellJRR Tolkien Estate Limited v. tolkien.net WIPO
Case N0.D2003-0833 aiddRR Tolkien Estate Limited v. Network

Operations Center, Alberta Hot Rodg/IPO Case No. D2003-0837.

Another celebrity, or at least a company represgrdigroup of celebrities
that had the foresight to have registered tradesnavéas the company which
held the commercial rights to the New York Yankdésw York Yankees
Partnership d/b/a The New York Yankees Baseball Ii€iu Covanta
CorporationNAF Case FA060900080327

Likewise, the celebrity outfitters Abercrombie &e&h Stores, Inc had
registered trademarks, which stood them in gocabiste two cases. In
2000 they took on the doyen of cybersquatting domame registrants,
John Zuccarini, ilbercrombie & Fitch Stores, Inc. and A & F
Trademark, Inc. v. John Zuccarini d/b/a Cupcake Rat WIPO Case No.
D2000-1004, which they won and in the course tfaly were able to rely
on their registered tradematks

Three years later they had another fighAi& F Trademark, Inc.,
Abercrombie & Fitch Stores, Inc., Abercrombie & Fih Trading Co., Inc.

" We will later look at a case where another cetglmibthing designer was
able to rely on an unregistered or common law rat&: Sound Unseen,
Ltd.; Apple Bottoms, LLC; and Cornell Haynes p/kfalelly” v. Patrick
Vanderhorst WIPO Case No. D2005-0636.
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v. Party Night, Inc, WIPO Case No. D2003-0172 where the panel was able
to refer to the company’s registered trademarksfiaadas follows:

“Accordingly, the Panel finds that the Respondedtsain names
<abercronbieandfitch.com>, <abrecombieandfitch.camd
<abocrombie.com> are confusingly similar to the @taimants’
ABERCROMBIE & FITCH and ABERCROMBIE trademarks.”

Footballers

Footballers also seem to well protected by regstérademarks. Thus, the
company representing the interests of Pele, theilgna footballer,Glory
Establishment v. FutbolMasters Ltd., FW, FM, Stelceighton, WIPO

Case D2007-0439 had a registered trademark andweasssful in its
claim. The English soccer player Wayne Rooney wdka same position
and relied on his registered trademarkStoneygate 48 Limited and Wayne
Mark Rooney v. Huw MarshallWIPO Case No. D2006-0916. So also did
the Dutch soccer player Pierre van Hooijdonk haxegéstered trademark
and, judging from the comments of the panel, he hase had trouble
establishing a common law trademark on the evidenobenitted, so it is just
as well that he had a registered trademBrérre van Hooijdonk v. S.B.
Tait, WIPO Case N0.D2000-1068. The panel said:

“The Complainant has established that he is theeowhthe Benelux
registered trademark and service mark, detailsha¢hvare set out
above. It is noted that this would appear to berg vecent
registration. Furthermore the Complainant has stibchthat he is a
world-renowned footballer with common law rightstive name
<Pierre Van Hooijdonk>although he has not submitted any
evidence in support of this submissionhe said domain name is
clearly identical to the said registered tradensar#t service mark
save for the ".com" element in the domain names Raministrative
Panel is therefore satisfied that the said domamenis identical or
confusingly similar to the said registered traddasard service mark
in which the Complainant has rights.”(emphasis dglde

Other footballers with registered trademarks and ivwe been successful
in domain name proceedings include Jaap Sagmpfessional football player
who played in Holland and also for Manchester Uhitkaap Stam v. Oliver
Cohen WIPO Case No. D2000-1061
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Other sportspeople and entertainers

The Formula | driver Mika Hakkinen was also sucfidsa relying on his
registered trademark Mr. Mika Hakkinen v. "For SALE" , WIPO Case
No. D2001-1306.

Returning to the entertainers, we find that thedddettalicaalso had a
registered trademark and used it to advantdgetallica v. Josh Schneider,
NAF Case: FA0095636. So also did a Chinese-Amerecdrepreneur and
television personality ilYue-Sai Kan et al. v. Gong Gen Yuan et WIPO
Case No. D2001-0548.

Without its being necessary to say much more athaum other than to list
them, here are some more cases based on registatetharksWarner
Bros. Entertainment Inc. v Chris SadleNAF Case N0.250236, concerning
more Harry Potter domain names, <shop4harrypotter=cand
<shopforharrypotter.comXyarner Bros. Entertainment Inc. v Vivek Rana
NAF304696, concerning <harrypottercollection.cor#ne Warner, Inc. v
Alvaro CollazoNAF Case N0.338464, concerning domain names like
<compsuerve.com>, <copmpuserve.com>, <harrupater¢c
<harrypotterandtheorderofphoenix.com>, <lordifthgs.net>,
<thesopranos.net> and that ever popular way ofisgelomain names to
catch the unwary, by making the “www” part of thenghin name, as in
<wwwtimewarnercable.com®B)C Comics, Turner Entertainment Co. and
Warner Bros. Entertainment Inc. v IQ Management Guuration NAF
Case N0.514423 concerning <batman-costume.com>;
<gilligansisland.com> an@arner Bros. Entertainment Inc. v SCS
CollectiblesNAF Case No. 661419, concerning <harrypotterviiee; and
Sheryl Crow v. LOVEARTH, NAF Case No.FA203208.

For a recent illustration concerniiprlene Dietrich, seeDie Marlene
Dietrich Collection GmbH V. Johan Duplesis Du PlesiVIPO Case
No0.D2007-1306.

Musicians
Here are other cases of musicians who have suataetORP

proceedings relying on registered trademalBxqerience Hendrix, L.L.C.
v. Denny Hammerton and The Jimi Hendrix Fan CIuW/IPO Case No.
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D2000-0364{aurence Fontaine v. Visiotex SANIPO Case No. D2001-
0071 (concerning the ‘adult’ singer and entertalreares Sainclair); Alain
Delon inAlain Delon Diffusion S.A. .v. Unimetal Sanayi vei@A.S.WIPO
Case No. D2000-098%ene Klein a/k/a Gene Simmons, Gene Simmons
Company, and Kiss Catalog, Ltd. v. Darryl Boy@ISS) WIPO Case
D2001-0183;Herederos de Manuel De Falla C.B. v. Music Saleso@p,
WIPO Case No. D2001-1234 (concerning <manueldefallaxgpbhaure
Pester (Lorie) and Sony Music Entertainment Fran&A v. Movie Namg
WIPO Case No. D2003-0312 (French singEgter Frampton vs.
Frampton Enterprises, IndVIPO Case No. D2002-014kabel Preysler
Arrastia v. Ediciones Delfin, S.LWIPO Case No. D2001-0298; Tode
Charme, S.A.R.L., Sony Music, Entertainment (HolldhB.V. v.
Mademoiselle Patricia Kaas contre Stars en Dirédt|PO Case No
D2002-0733 andrRobbie Williams v. Howard TaylowIPO Case No.
D2002-0588.

Branching out into more exotic forms of entertaimtyén Nora

Baumberger v. SAND WebNames — For SaM/IPO Case No. D2001-
0502 the Complainant was described by the panstistewhat
tautologically as “a pornographic pornography &t@swn under the
pseudonym "Dolly Buster" ”. She was successfuklging on her registered
German and European Community trademarks and inimgrthe
proceeding.

As we have seen, literary works sometimes haveatergid trademarks, as in
Anne of Green Gables Licensing Authority, Inc., Mternetworks
eResolution Case No AF-00109 (2000) concerningltdmain name
<anneofgreengables.com>.

There was also a registered trademark over thie [Btince, or more
accurately Le Petit PrinceSociété pour 'Oeuvre et la Mémoire d’Antoine
de Saint Exupéry — Succession Saint Exupéry — D’A&ga Perlegos
Properties WIPO Case No. D2005-1085. The domain name was
<thelittleprince.com>, but the trademark was LE PEFRINCE, giving

rise to the interesting question whether a domamencould be identical or
confusingly similar to a trademark that was in ffedent language. The
panel resolved this question in the affirmativeshying:

“However a semantic similarity between a tradenaarét a domain
name can also exist if the trademark and the domeme contain
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word elements of different languages if a consiblerpart of the
public understands the meaning of the translat@e e.gCompagnie
Generale Des Etablissements Michelin - Michelin i&.. Graeme
Foster, WIPO Case No. D2004-0279. The Panel observes that
Complainant’s registered trademark is identicahwiite English
translation of Complainant’s trademark and title ‘Betit Prince” and
that the English title “The Little Prince” of SaiBkupéry’s novel is
well known in the English speaking world.”

Business people

A business person successful with a registere@madk over her name was
the female Chinese-American entrepreneur and ttevpersonalityYue-
Sai Kan :Yue-Sai Kan et al. v. Gong Gen Yuan et,aNVIPO Case No.
D2001-0548. Another interesting case of a busipesson succeeding by
relying on a registered trademark was Dodi Al Fayddarrods Limited v
Robert Boyd WIPO Case No. D2000-0060, where the domain ndnssae
was not Harrods but <dodialfayed.com>. The tradkrd@®DI| FAYED was
registered by Harrods as a European Community Tmade After
registering the domain name, the respondent pladedsale at an auction
website with an asking price of US$400,000. Butrbids succeeded in the
claim and the domain name was transferred.

The case is interesting for two reasons, first thatcomplainant was
seeking the transfer of a domain name that wagsotvn name, but the
name of an associate, in this case the deceasexf g#wmowner of the
company. Secondly, Harrods relied on a registesmtemark that was in the
name of Harrods and not in the name of the exeswtothe deceased Dodi
Al Fayed. As it was put in the decision:

“The Complainant owns the trademark, DODI FAYEDd d&ne late
Dodi was a director of the Complainant, which ishe@ by Dodi’s
father, Mr Mohamed al-Fayed. ”

The complainant was allowed to rely on the regestdrademark, which
helped it succeed in the proceedings. As we wdllager, this same issue
arises in the case of unregistered or common laslemarks, where the
iIssue in some cases is whether an employer suzimaslia company may
have an unregistered trademark in the name of ghogee like a journalist



24 -24 -

or an anchorman and what sort of evidence is nededhke out such a
case.

Another interesting aspect of tbedi Al Fayed Casés that there was a
finding of bad faith made against the respondert hdd registered the
domain name on the basis that he was intendimy to tsell it to the
Complainant, that finding being the only rationahclusion that could be
drawn from the few known facts, although it wasyaomdlvertised for sale to
the world at large and not offered directly to Hals. The panel said that in
view of the fact that:

“The Complainant owns the trademark, DODI FAYEDd &ne late
Dodi was a director of the Complainant, which ishe@ by Dodi’s
father, Mr Mohamed al-Fayed, (that) Mr Mohamed aj«d has
personally been involved in public tributes to Dadd Princess
Diana, as well as in making well-publicised effddsnvestigate how
they were killed (and that as) (i)t strains beliedt the Respondent
was unaware of these matters...”

there should be a finding, to paraphrase the Padlat the respondent had

“registered... the domain name primarily for thegmsge of selling,
renting, or otherwise transferring ...(it) to the qoainant who is the
owner of the trademark or service mark for valuaaesideration in
excess of the documented out-of-pocket costs tiregtating to the
domain name."

Nor is there any sign of any letting up in the picecof registering celebrity
domain names. A recent one concerns Betty Fidrd:Betty Ford Center at
Eisenhower v. Domain Source, IncWIPO Case No. D2007-0901. The
domain name in dispute was <bettyford.com> andCinaplainant
operated a drug and alcohol rehabilitation centréoanded in 1982 by the
former U.S. First Lady Betty Ford. The panel notgldich is important for
our present purposes, that

“The Complainant’s treatment center has been ugedrtumber of
celebrities, and is sometimes referred to as biagrehab of the
stars”. The Complainant is the owner of a fedeeadémark
registration for BETTY FORD CENTER, issued by theitdd States
Patent and Trademark Office on September 28, 20t#twhich the
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Complainant has used in commerce in relation todtsiseling and
rehabilitative services since as early as Octob8R 1

The Respondent registered the disputed domain name
<bettyford.com> on September 14, 2003. The Comafdihas
submitted evidence reflecting the Respondent’sofisiee domain
name in relation to what appears to be a parkedppeclick website
featuring direct links to websites of drug and alaaehabilitation
centers that compete with the Complainant. The ®esgnt’'s website
also features so-called “sponsored links”, inclgdibetty ford
center”, “betty ford treatment center”, “betty fazhinic”, and “betty
ford institute”, but these “sponsored links” merdiyect Internet
visitors to websites of competing rehabilitatiomiezs.’

The registered trademark was clearly enough téhgetase off the ground
and, not surprisingly, the Complainant went on o and obtain the domain
name.

In the Australian context, although under the UDR®,the Australian
policy, for the domain name at issue was a ‘.coamhdin name and not a
‘.com.au’ one, the Wiggles company had registétr@demarks in The
Wiggles and Henry The Octopus that it could relyirothe proceedings:
The Wiggles Touring Pty Ltd v. Thompson Media Ptidl. WIPO Case No.
D2000-0124. The panel then had no difficulty inidewy that the domain
names <thewiggles.com> and <henrytheoctopus.conne mentical to
those trademarks.

Accordingly, the examples that have been given sthatvsometimes in
these proceedings under the UDRP, registered tradksrnave fortuitously
been obtained and that it is legitimate for theéraark owner complainant
to rely on them.

Sometimes registered trademarks are relied ont lsumot entirely clear
from the decision whether the panellist deciding¢hse was acting on there
being a registered or a common law trademark.

For example, irean Michaels Inc., v. Mark Allan Online Entertainent,

E Resolution Case Number: AF-0214, the domain naase
<seanmichaels.com>. The Complaint was in the ndraen@anagement
company, but the panel said the celebrity beingagad could have brought
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the case in his own name, (he was a successfulradule star) based on
the principles laid down in other cases on unregest trademarks. But he
had not brought the case in his own name, so tastigm was whether the
company that was in fact the complainant, becausas the registered
owner of the trademark, could succeed, which it dltht could only have
been on the basis of the service mark referred tioa decision that had
been applied for, but apparently not registered.

The decision noted that:

“The company filed an application to register teevi&ce mark "Sean
Michaels" ... The ... application states that theisermark in
guestion was used for the first time in Septemi9&91and has been
used in commerce since October 1989.”

But of course it was an application and not a tegesl service mark and as
we have already seen it is generally not regarddebang sufficient merely
to have an application for a trademark rather tnaggistered trademark or
service mark.

The panel said:

“Complainant states that Mr Sean Michaels is aaragho has
performed in more than a thousand adult moviesMMhaels'
products (in particular videos and DVDs) are distted, as
Complainant states, in many countries includingzr&ngland and
Canada.”

The complainant had said in the Complaint:

"Sean Michaels International, Inc. has an officiatlemark for the
use of the name "Sean Michaels" in any contexth&tebeen using
this name for 11 years and is known around thedaorl his name
and likeness. He has performed in over 1,200 mavigshis name.
He has also made, shot, produced, and distribuseain live of
movies with his name. He has an enormous fan btesbas done
work for Playboy, Vivid, Anabolic, Elegant Angelli(teaders in the
adult industry) using the name Sean Michaels. $&ahaels has toys
that have been made in his likeness. The currgrtrant is using
Sean Michaels' celebrity status and his popularenfamdriving
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traffic to a interracial adult website which willglcreates income at
the expense of Sean Michaels International, Inc."

That sounds like a build up to making a decisiom@@mmon law
trademark, for it is the usual recital of the swrtacts that are relied on
when the case is that the complainant had an wsteegd or common law
trademark. But it was not to be, for the decisiontmued:

“Although the domain name at issue is identicahname of Mr
Sean Michaels, who appears to be a well-known awloltie actor,

this case does not deal with the right of an irdlral who has reached
a high level of notoriety to prevent third partiesmake use of his
name as a domain name. In this case the Complasmartompany
that registered the service mark "Sean Michaeld"raquested
transfer of the domain name registered by Respdnden

In lead panelist's opinion Mr Michaels himself abblve started a
procedure according to the Rules and the ICANN &fmfDomain
Name Dispute Resolution Policy (the "Policy"), raly on the
principle stated by the learned panelisi@anette Winterson v. Mark
Hogarth (WIPO Case No. D2000-0235) and confirmedhm Yong
Pil v. ImageLand Inc(WIPO Case No. D2000-0229, relating to the
name of a famous Korean pop singéujja Fiona Roberts v. Russell
Boyd (WIPO Case No. D2000-0210, relating to the namta@fvorld
famous actress Julia Roberts) &tairods Limited v. Robert Boyd
(WIPO Case No. D2000-0060, relating to the namhefate Mr
Emad Mohamed al-Fayed, widely known as Dodi, soMiof
Mohamed al-Fayed, owner of Harrods Limited).”

As it turned out, the case proceeded on the isswhether the Michaels’
company had made its case and it had succeedeahip sb, for the domain
name was transferred to the Complainant, the coyptis thus not a very
satisfactory decision, as it is not clear fromdleeision why the company
should have been able to succeed when relyingroera application and
not a registered service mark. But on its terms, at case where a mere
application for a trademark has been held to biecgerit.

Does it matter where the trademark was registered?



28 - 28 -

So long as the trademark is registered, it doese®in to matter in which
country it was registere@®ernardka Pulko v. Greg Frazie WIPO Case
No. D2006-0099. Ms Pulko is truly unigu&he is the first human being to
travel all seven continents on a motorcycle anditeewoman to ride
through Saudi Arabia; she also holds the GuinnesddNRecord for the
longest motorcycle journey by a female.

But for our purposes, her case was significanbat she had a trademark in
her own name that was registered in Slovenia, wiviek enough to get her
to first base in her claim, although the Respondérd had registered the
contentious domain name was resident in the UiStatkes. Ms Pulko then
went on to succeed in the whole claim.

Some celebrities have both registered trademarks anunregistered
trademark rights as well.

It will be seen as we proceed, that it is not aorplainants in the cases we
will be looking at have only registered trademasksommon law,
unregistered trademarks, for sometimes they hatre boStevland Morris
a/k/a Stevie Wonder v. Unofficial Fan Club c/o Wéhaste NAF
FA0453986, June 22, 2005, for example, it was et Stevie Wonder had
both registered and unregistered trademarks iniasname and that either
could support his claim. As we will see later, mayboth registered and
unregistered trademarks can be very useful andmesases vital. Briefly,
the reason is that if the domain name was registeeéore the registered
trademark, it will be very difficult to show thdtwas registered in bad faith,
because at that time it was not known that thereavi@ademark, as there
was not one. But if an unregistered trademark easaid to have pre-dated
the domain name, although the registered tradepwskdated it, the
complainant may still be able to prove bad faitedzhon that sequence of
events.

But at this stage of our discussion, the poinha tf the Complainant has a
registered trademark, that is enough to get thenadéf to a good start.

A mere application for a trademark is not good enogh
Note, however, that it has frequently been saitlifithe Complainant relies

on a registered trademark, it must be a tradenmatikias been registered
and not just an application for registration, foe tatter carries no trademark
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rights, as it has not been examined by the trademahorities and might be
rejected when it is.

That was the case (Beorge Foreman Ventures LLC v. zinnia c/o Zinnia
GonzalezNAF, FA0599036. George Foreman had filed seveademark
registrations with the United States Patent andl@raark Office for the
GEORGE FOREMAN mark and had assigned them to theplaonant, a
company of which he was the co-Chairman. But theyevonly applications
for trademarks and not trademarks themselves. &bisidn noted that it had
been held many times that mere applications faletraarks did not confer
trademark rights and therefore that it was not ghdaor George Foreman to
rely on these trademark applications.

The Complainant had therefore to go further andeatbat it had a common
law trademark in George Foreman’s name. This itaids to do and go on
and win the whole case.

Some strong statements on the insufficiency ofiegipbns for trademarks
were also made ihe Hebrew University of Jerusalem v. Alberta Hot
Rods WIPO Case No. D2002-0616 that concerned the domamne domain
name <alberteinstein.com>. It was said that:

“ Trademark registration applications do not gise ito trade mark
rights: seéAspen Grove, Inc. v. Aspen GroVélPO Case No. D2001-
0798 andSpencer Douglass MGA v. Absolute Bonding Corpanatio
WIPO Case No. D2001-0904.”

See also, to the same effdéi;st Tuesday Limited v. The Startup
Generator, WIPO Case No0.D2000-1732 aMk-Net-Work v. IVE
Technologies\WIPO Case N0.D2004-0302.

We have already seen, however, that on occasiang]gseem to have
accepted that mere application for trademarks@#feient; this was so in
the Sean Michael CaseThe Complainant could not have relied on an
unregistered trademark, for those rights could delyestablished by
Michaels himself and he was not the Complainantwideld have had to
establish that he had granted a licence of his acamliaw rights to his
management company, which would be feasible, lisdue seems to have
been ignored in the decision. Accordingly, the caaebe explained only by
relying on the application for the service markamg sufficient to show
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the trademark rights required by the Policy. Skss the discussion in
Fashiotv.com GmbH V. Mr. Chris OlicWIPO Case N0.2005-0994 and
Lindsay,International Domain Name Law ICANN and the UDRR)xford
and Portland, Oregon, 2007.

However, despite the general principle set out abam application for a
Federal registered trademark was held to be sefficat least in part, in the
case concerning Kendra Todd and a case citedTihé&domain name at
iIssue was <kendratodd.com>. Sé&endra Todd v. Real Estate Radio c/o
Leo Miller, NAF Case: FA0783428.

Kendra Todd was and is a real celebrity, createtheyelebrity industry
itself. The facts of the case were described dgvist

“ Complainant, Kendra Todd, is a real estate brak®s agent who is
also a television and radio show personality assalt of winning
season three of the popular television show, Therdtice.
Complainant has filed an application with the Udif&tates Patent and
Trademark Office (“USPTQ”) for use of her name, KEENDRA
TODD mark (Filing No. 78/655210). Complainant alsmds a
service mark registration with the State of Florfidathe KENDRA
TODD mark (Reg. No. T06000001023).”

So Ms. Todd had a mere application for a tradermader the Federal
system and an actual registration from the Statdafda. The respondent
registered the domain name <kendratodd.com> whigmally resolved to
a website giving false information concerning Medd with whom the
respondent had a dispute. That information hacedieen removed by the
respondent’s internet service provider and theudespdomain name was
not being actively used at the time of the decisMare of the facts of this
case and some important background are set outantiale by Ms. Todd’s
lawyers in the claim®

The decision seems a reasonably clear decisiomthapplication rather
than a registered Federal trademark is sufficengast in part, for UDRP

18 See article atttp://www.lawyers.com/davidrellis/articles.jdpy By David Roy
Ellis, Attorney at Law, Largo, USA.
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proceedings, for the best that Ms. Todd could sfemerally was an
application for the registration of her name, noegistered trademark and
yet she succeeded. The panel said the followirits itbecision:

“ The Panel finds that Complainant has establigretemark rights in
the KENDRA TODD mark through a State Service Matistration,
an application with the USPTO, and because the mark
Complainant’s given and used personal name .

Accordingly, although it is often said that merlamations for a trademark
do not provide a sufficient basis for bringing a RI® complaint, there are
certainly decisions to the contrary effect. See,alse decision in the
Princess Dianna CaseCMG Worldwide, Inc. v. Naughtya Pag®&AF:
FA0095641and the other cases referred to in trasida.

Faced with these conflicting decisions, it wouldrtfore be prudent to
establish a registered trademark in whatever jigtist is relevant or,
failing that, to adduce evidence in the complainghiow that the
complainant has an unregistered trademark anditthad that trademark for
as long as possible.

Personal names that have not taken on the additjoadity of unregistered
trademarks are certainly not sufficient under tizRP, without mor&.

US State registrations

It has also generally been held that, in the ch&mited States trademarks,
only a Federal registration will be sufficient ahdt State registrations are
not sufficient.

However, we have just seen one deciskemndra Todd v. Real Estate
Radio c/o Leo Miller,NAF Case: FA0783428, to the effect that a State
registration is adequate, at least in part, forpdueel in that case said:

“ The Panel finds that Complainant has establistastbtnark rights
in the KENDRA TODD mark through a State Service Kar
registration, an application with the USPTO, andawse the mark is

190n personal names as such, see the discussitie &etond WIPO Internet Domain
Name Process at http://www.wipo.int/amc/en/proc&gsecess2/index.html.



32 -32-

Complainant’s given and used personal name.L8ednters., Inc. v.
Polanskj FA 135619 (Nat. Arb. Forum Jan. 22, 2003) (firgdin
evidence that the complainant had establishedsrighthe BILLINGS
GAZETTE mark through registration with the Montaarad Wyoming
state trademark officials);.”

One wonders, therefore, just how universally ttus o say that only
Federal registrations are sufficient.

Note also that the trademark rights must exishatime the Complaint
under the UDRP is being brougR: E. ‘Ted’ Turner and Ted Turner Film
Properties, LLC v. Mazen FahmWIPO Case No. D2002-0251.

Conclusion on registered trademarks

Accordingly, if the celebrity has a trademark régied in his or her own
name, that will be enough to form the basis fon@sessful domain name
claim under the UDRP.

But what about unregistered trademarks?

It is not very surprising, however, to find that shoelebrities do not have
registered trademarks in their own names. Thea@gpion is that they
probably do not get around to it or their advis#yot recognise its
importance.

The question then arises whether, if the celeloldis not have a registered
trademark, will an unregistered or common law traalk be sufficient?

The answer is yes: unregistered trademarks arieisuaffto commence
UDRP proceedings. See, initiallylcCarthy on Trademarks and Unfair
Competition 8 25:74.2, Vol. 4 (2000MatchNet PLC. V. MAC Trading
WIPO Case D2000-0205 amtitish Broadcasting Corp. v. Rentefi/IPO
Case D2000-0058. See also, the discussion on thand other issues in
Lindsay,International Domain Name Law ICANN and the UDRR)xford
and Portland, Oregon, 2007.

29 The author noted these references when readindettision inRichard Juzwin v. Glen
Stephens Stam@daim Number: FA0106000097690
2L At pp.190-210
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They can also be of very great importance, astetiat before, for if the
Complainant has a registered trademark, but castrot that it pre- dates
the registration of the domain name, he may haiewlty in establishing
bad faith. In other words, it is hard to say tlmt person who registered the
domain name did so malevolently and to trampleherights of a
trademark owner if, at the time he registered thain name, the
trademark was not in existence; it is hard to td@ngm something that does
not exist.

But if the Complainant also has common law rigtitsy may pre-date the
registration of the domain name. That was the te2001White Castle
Way, Inc. v. Glyn O. Jacah WIPO Case No. D2004-000Where it was
said:

“The Panel determines that Complainant has rightee trademark
"PAT BENATAR" based on long use in commerce and\adenced
by registration in 2000, at the USPTO. Complairsac'mmon law
rights in the mark arose prior to Respondent'ssteggion of the
disputed domain name on December 8, 1998. Thetddmlomain
name is identical to the trademark within the megmf the Policy”.

So, that got the Complainant to first base.

It was also the case in tee Cole, FatactresandApplebottoms Cases
which we will look at later and where the complaitsawere able to rely on
common law trademarks which pre-dated the registraif the disputed
domain names and hence win the proceedings thattbeld otherwise
have lost.

So it may be said that, if the Complainant canlgista an unregistered or
common law trademark, it will be able to bring a RI® Complaint. It will
be seen immediately that this could be very vakifdn celebrity applicants.

But can individuals have unregistered trademarks irtheir own names?
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Yes, they can, but it has not always been plailingaio get that principle
accepted or to have it applied in individual caes.

The current practice and the prevailing view os thsue is set out in the
valuableWIPO Overview of WIPO Panel Views on Selected UDRP
Question$®, where the following statementS appear:

“1.6 Can a complainant show rights in a personal nae?

Consensus viewWhile the UDRP does not specifically protect
personal names, in situations where an unregisfgresbnal name is
being used for trade or commerce, the complainamiestablish
common law trademark rights in the name. Refereaoebe made to
the test required for the common law action of jpaseff. Personal
names that have been trademarked are protected tinedd DRP.

Relevant decisions:

Julia Fiona Roberts v. Russell Boyd2000-0210, Transfer

Jeanette Winterson v. Mark Hogart®2000-0235 among others, Transfer
Dr. Michael Crichton v. In Stealth Moddé>2002-0874, Transfer

However: The name in question should be actuakyl uis trade or
commerce to establish unregistered trademark rigjgsely having a
famous name (such as a businessman, or religiadsigis not
necessarily sufficient to show unregistered trad&mghts.

Relevant decisions:
Israel Harold Asper v. Communication X Ind>2001-0540 among others,
Denied

Chinmoy Kumar Ghose v. ICDSoft.com and Maria Slivii2003-0248,
Transfer.”

In Ahmanson Land Company v. Save Open Space and Eeotrimaging
Systems, WIPO Case No. D2000-0858, the panel had thie material and

22 See the discussion on this issue in Lindgatgrnational Domain Name Law ICANN
and the UDRP Oxford and Portland, Oregon, 2007 at pp.210-223uding many
examples.

23 See http://www.wipo.int/amc/en/domains/search/gesv/index.html
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legal authority before it that one would have thaugas necessary to give a
considered decision on whether a common law tradehsd been made
out. The complainant had shown a long associatwden the
Complainant and the commercial use of the namethéepanel dismissed
the claim, saying merely that it was “not satisfiedith the complainant’s
case In the related cas&hmanson Land Company v. Vince Curtis,
WIPO Case No. D2000-0859 and on similar evidencksabbmissions, the
panel did not even get that far, ruling that it vaas necessary to decide the
Issue, as it was of the view that the Respondevels site, set up to oppose
the land development ventures of the Complainastavdegitimate non-
commercial and fair use under the Policy”.

Nevertheless, as we will see from many decisidns,gossible with
adequate evidence for individuals to establishgistered trademarks in
their own names.

Apart from the requirement for good evidence, aepthfficulty may be
that the name of the individual, or in our casedblebrity, may be a name
over which a trademark may not be capable of belrigined or at least
very difficult to obtain. This is shown by one bktearly cases, which
concerned the singer StinGordon Sumner, p/k/a Sting v Michael Urvan
WIPO Case No. D2000-0596. The panel said as follows

“This Administrative Panel is inclined to the viethgerefore, that the
Complainant’'s name STING is not a trademark orisermnark within
the scope of paragraph 4(a)(i) of the Uniform Bolic

The Panel accepted that there had been previoas edere it had been
held that the individual names of entertainers lieeh accepted as
unregistered trademarks. However, that did not ntieanall such individual
names would qualify as trademarks. As the Pandl sai

“Unlike the personal names in issue in the cdséia Fiona Roberts v
Russell Boyd, Jeannette Winterson v Mark Hogarth, Steven
Rattner v BuyThisDomainName (John Peptimg, personal name in
this case (i.e. ‘sting’) is also a common word imet English
language, with a number of different meaningg’emphasis added).

The other names were not common or generic wordghe word ‘sting’
was a common or generic word and, in support df tha panel quoted
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several dictionary definitions of the word, likee#d sting’ and a ‘trap for
criminals’, as in the eponymous film.

But it is also clear that the Panel was influenicecbming to this conclusion
by the wider notion of whether the ICANN Policy hexker been intended to
protect personal rights. Thus it said:

“6.4 ..., the Report of the WIPO Internet Domain NaPrecess of
April 30, 1999, on which ICANN based the Uniformliep... states
as follows (footnote citations deleted, emphasdedqt

The preponderance of views, however, was in favoesiricting the
scope of the procedure, at least initially, in ordedeal first with the
most offensive forms of predatory practices andsiablish the
procedure on a sound footing. Two limitations o $bope of the
procedure were, as indicated above, favored betbesimentators.
The first limitation would confine the availabilityf the procedure to
cases of deliberate, bad faith abusive registratibhe definition of
such abusive registrations is discussed in the sextton. The second
limitation would define abusive registration byeefnce only to
trademarks and service marks. Thus, registratimaisviolate trade
names, geographical indicationsparsonality rights would not be
considered to fall within the definition of abusiwegistrationfor the
purposes of the administrative procedurdhe law with respect to
trade names, geographical indications and persohahghts is less
evenly harmonized throughout the world [W]e consider that it is
premature to extend the notion of abusive registndieyond the
violation of trademarks and service marks at ttages. ...”(emphasis
added).

...It must be concluded... that ICANN did not intené firocedure to
apply to personality rights”.

These days, that statement, although still litgradirrect, would not seem to
take account of the wide scope that exists to noakea case for an
unregistered trademark. The modern rule or at teasinodern practice is
that, if it can be proved by proper evidence, alividual may be found to
have established common law trademark rights imhiger own name and
hence the personal name is protected.
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But before leaving th&ting Caseit will be interesting to note a few more
things about it. The decision was given on July2I¥O0. It is interesting to
look at the website on that date, i.e. on the datevhich Sting himself lost
the case. It can be seen by going to the Waybackima at

www.archive.orglt is in fact the website as it was set up byréggstrant of
the domain name. If the website is looked at &staday, it will be seen to
be quite different and in fact to be an officiain§twebsite.

It seems, therefore, that after he lost the cassg $/as obliged to buy the
domain name from Mr. Urvan. There is, howevergast one other domain
name which is an attempt to trade on the Sting nawsteng.us> : see
WWW.Sting.us

To return to the issue, it will be recalled that seed that, subject to proper
evidence, an individual may be found to have comtaantrademark rights
in his or her own name.

The test

Clearly, it would be useful to have a good workiegt to enable parties and
their advisers to reach an informed judgment ontiadrehe facts of an
individual case go to establish a common law traat&nin that regard, the
WIPO Overview(supra) contains the valuable statement that fidrme in
guestion should be actually used in trade or coroentr establish
unregistered trademark rightdlerely having a famous name (such as a
businessman, or religious leader) is not necegsaurfficient to show
unregistered trademark rights.” On the evidenceired, theWIPO
Overview(suprg also says:

“1.7 What needs to be shown for the complainantstaccessfully
assert common-law or unregistered trademark rights?

Consensus viewThe complainant must show that the name has
becomea distinctive identifier associated with the complant or its
goods and servicefelevant evidence of such “ secondary meaning”
includes length and amount of sales under the niaeknature and
extent of advertising, consumer surveys and mexdiagnition. The

fact that the secondary meaning may only existamall geographic
area does not limit complainant’s rights in a comrtaw trademark.
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Unregistered rights can arise even when the comgutdais based in a
civil law jurisdiction.

Relevant decisions:

Uitgeverij Crux v. W. Frederic IsleD2000-0575, Transfer
Skattedirektoratet v. Eivind Na@®2000-1314, Transfer

Amsec Enterprises, L.C. v. Sharon McC&P001-0083, Denied
Australian Trade Commission v. Matthew Reade2002-0786,
Transfer

Imperial College v. Christophe Dessim@2004-0322 among others,
Transfer.”(emphasis added).

Lindsay, (suprd}f has stated the requirement that:

“The upshot of the analysis undertaken in theséesubers is that the
preferred view is that, to be protected as a comiamamark, a
famous personal nanmeust have acquired a secondary meaning so
as to function as an identifier of goods or serviceMerely having a
famous name, however, is not sufficient for there¢ common law
rights,even if the fame results from commercial activitiés
(emphasis added).

Beyond that, the jurisprudence and the practiqeaotlists in making
decisions on this issue, must be found from thésaats themselves and the
reasoning applied in them. We must therefore toisoime of the decisions.

Anna Nicole Smith

As a starting point it might be useful to cite aaet decision,

Anna Nicole Smith c/o CMG Worldwide v. DNS Reseaytiic.

NAF Case FAO 0220007, to show the high standaelmfence that will be
required, even where, as it that case, the pelgpoahcerned was a
household name. The panel said:

“...the mere fact of having a successful career aactness, singer or
TV program star does not provide exclusive rightthe use of a
name under the trademark laws. The cases requleaashowing of

24 page 219
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high commercial value and significant recognitiorf the name as
solely that of the performet (emphasis added).

For some wider reading, note also the contrastwhaatdrawn with the
Humphrey Bogart CaseBogart, Inc. v. Humphrey Bogart ClupFA
162770 NAF Case 2003).

Celebrities who have been able to establish trademes in their own
names

It will be seen in the following cases that vari@asebrities have been
successful in having that principle applied andseguently in retrieving
domain names that have been registered in theiesavithout permission.
It is worthwhile looking at these cases and sewihg it was held that the
celebrities concerned had made out a case thahtdoegn unregistered
trademark in their own name.

The actress Julia Roberts, the writer Jeanetteafson, the musician Nick
Cannon and the actress Nicole Kidman are celebritteose names are often
cited as parties who have been successful in tisiagrinciple. As we will
see, however, there are many others. There arsaise others who have
failed.

Julia Roberts

In the Julia Roberts Case, Julia Fiona Roberts vussell BoygWIPO Case
No., the panel decided that Ms. Roberts had shaiitient secondary
meaning in the name to establish a common law tnade but it is not a
very helpful decision in that it does not say hdw kad established such a
clear secondary, meaning. The closest the Pana tasaying how this had
happened was that she had ‘been featured in a mwhb®tion pictures...’.

But it may well be that the Panel did not wantweakness of that case to
help the domain name remain in the name of an &ceegistrant of
celebrity names. Some clue to the nature of th@&tetent is to be found in
his Response where he submitted:
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"If Julia Roberts had picked up a phone and s&ldRuss, can we
talk about the domain name juliaroberts.com?’ shalevown it by
now."

The Respondent concluded by saying "But as | meeatiat the beginning
of this response, | still think Julia is nifty cyawacko cool."

It is scarcely surprising that the domain name ardered to be transferred
to Julia Roberts.

Janet Winterson

The next decision and, as just noted, one thabtias been followed is
Jeanette Winterson v. Mark HogarthiWIPO Case No. D2000-0235. It has
been followed and applied in a large number of egbent cases such as:
Rosa Montero Gallo v. Galileo Asesores S.WIPO Case No. D2000-
1649,Lorenzo Silva Amador v.Galileo Asesesof®$ WIPO Case No.
D2000-1697 ] ouis De Bernieres v Old Barn Studios Limite@lVIPO Case
No. D 2001-0122 (in which there is a valuable aaspasive discussion of
the reasons why the Policy applies to common launoegistered
trademarks)Margaret Drabble v. Old Barn Studios Limited@/IPO Case
No. D 2001-0209Dr. Michael Crichton v. Alberta Hot Rod8VIPO Case
No: D2002-0872Jorge Antonio Labanda Blanco v. Xavier Mafié

,WIPO Case No. D2002-111J9se Luis Sampedro Saez v. Galileo
AsesoresWIPO Case No. D2000-165M0ylian Barnes —V- Old Barn
Studios LimitedqWIPOCase No. D2001-012Antony Beevor —V- Old Barn
Studios Limited WIPO Case No. D 2001-0128arian Keyes v. Old Barn
Studios Ltd, WIPO Case No0.D2002-068[2r. Michael Crichton v. In
Stealth Mode WIPO Case No: D2002-0874ibyl Avery Jackson v. Jan
Teluch, WIPO Case No. D2002-1180 (with qualifications)oe David
Graedon v. Modern Limited - Cayman Web DevelopmemIPO Case
No. D2003-0640)effrey Archer v. Alberta Hotrods tda CELEBRITY
100Q WIPO Case No. D2006-043Epndation Le Corbusier v. Mercado
M.,WIPO Case No. D2004-0723Arthur Golden v. Galileo Asesores S.L

, WIPO Case No. D2006-12Hnd Francis Newton Souza v. ZWYX.org
Ltd. , WIPO Case No. D2007-0221.

A Canadian decision on the issue and concerniragtivor isBarbara
Kingsolver v. Old Barn Studios, LtdAF-0762 (eResolution Aril 25, 2001).
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The domain name was <barbarakingsolver.com>. Tiiepge was that the
Complainant was ‘author of a number of bestseltingks of fiction and
nonfiction’ and also that ‘... the complainant's olas the same as the claim
sustained on January 8, 2000 against this samerréspt, Old Barn

Studios, Limited, in a proceeding brought by the Ruthors Guild on
behalf of nine authors, The Authors Guild, Inc. IPaiken, Ex. Dir. v. Old
Barns Studios, Ltd., Case No. AF-0582 (a, b, e,d,g, hand i). “

The Panel in its decision on the issue merely: said

“The complainant has presented evidence that heeremnjoys
common law trademark protection in at least the &84 the UK.”

Interestingly, the trademark may also be estaldishe product such as Mr
Trump’s Trump Ice wateiDonald J. Trump v. Fountainhead
Entertainment LLC WIPO Case No. D2004-0429, where the domain name
was <trumpice.com>. But see the apparently confictiecision in A
salutary reminder that this may not always sucig8wnald J. Trump and
Trump Hotel & Casino Resorts, Inc. v. olegevtusheni/k/a Oleg
Evtushenkg NAF, Claim Number: FA0110000101509. In that chseas
held that the domain name <porntrumps.com> wasausingly similar

to the TRUMP trademark because readers would socase it with

Donald Trump, but with the notion that pornograghligceeds or is
paramount, i.e. trumps in the card playing sense.

Let us now look at the other two of the most freglyereferred to cases on
this issue, those dlick Cannonand the actreddicole Kidman both of
whom were successful in using the principle andlshing an
unregistered trademark in their own names whiclpstpd their claims
under the UDRP.

The first isNick Cannon v. Modern Limited - Cayman Web Develogm
WIPO Case N0.D2005-0757. The domain name was <ancian.com>.
The Complainant was a television and film actomrier and producer of
television programs and films and also a music aasapand performer.
Over the previous 10 years, the Complainant haéaggo in numerous
television programs and motion pictures, includifge Nick Cannon
Show”, “Men in Black 11" (2002), “Drumline” (2002),Love Don’t Cost a
Thing” (2003), “Shall We Dance” (2004), and “Jumipo®’ (2005).
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The panel dealt with the claim that Cannon had comiaw trademark
rights in his own name and eventually held, follogdRobertsandKidman
that he did.

The way the Panel expressed it was:

“It is well established in numerous UDRP decisioited by the
Complainant that a complainant does not need tw $hat one enjoys
rights from registered trademarks. Sed#a Fiona Roberts v. Russell
Boyd WIPO Case No. D2000-0210. In numerous jurisdnsjo
including that of the United States, a complaimaay assert common
law trademark rights in his or her name. The Compla has done so
in the present case in referring to his movie eepee (six films,

from 2002 to 2005) and his extensive career astm,avriter,
producer, and musical composer and performer umderame since
the 1980s.”

What is interesting about the expression of thisqggple is that it is one of
the earliest statements to the effect that thecimi|e we are presently
discussing can only be used in those jurisdictibene common law
trademark rights are recognised, which are of @mandy common law
countries and not civil law countries.

This distinction is now regularly used to deny sarhéhe more optimistic
claims for the recognition of unregistered tradétaan UDRP cases; eg the
domain name <187.com> irelecom ltalia S.p.A. v. NetGears LLC c/o
Domain Admin NAF Case No: FA0944807. However it is not provided for
expressly in the Policy.

In any event Nick Cannon was held to have estadgdistommon law rights.
The panel had no trouble finding that the Responkad no right or
legitimate interest in the domain name and alsbitliead registered and
used it in bad faith because:

“The evidence shows in this present case thatah@ead name in
dispute does not direct Internet users to a fanfgitthe Complainant
but to a website of totally unrelated links to atheb pages,
including links to pornographic websites, as traaél observed in its
verification. The Panel finds that these activitiesaddition to the
pattern of “cybersquatting” on hundreds of domames confusingly
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similar to the names of other famous persons antpaaies,
demonstrate use of the domain name in disputedridithn.”

That decision was recently followed in another acam&cerning Nick
Cannon, Nick Cannon v. Nikolay ZuyewVIPO Case No. D2007-0870
where the domain name was<nickcannonmusic.com>t mais linked to
www.sunnygals.comand you can imagine what that website is all about

Nicole Kidman

TheNicole Kidman Casgthe other leading case,Nscole Kidman v. John
Zuccarini, d/b/a Cupcake PartyWIPO Case No. D2000-1415. In that case,
the domain names at issue wesricholekidman.com> and
<nicolekidmannude.com> and the Respondent was d¢fieknown
cybersquatter John Zuccarini. Clicking on the donmame
<nicholekidman.com> sites ‘caused "pop-up" adserients for a variety

of commercial enterprises to appear’, leading grsibeing "'mousetrapped.”

Because of her fame and obvious commercial suctess\ot very
surprising that the Panel found that Nicole Kidrhaa established common
law trademark rights in her own name.

In addition to those, the leading cases, other prent actors have also been
successful, relying on unregistered trademarkdydmeg Hugh Jackman in
Hugh Jackman v. Peter SUMAF Case: FA0248716 and Tom Cruise in
Tom Cruise v. Network Operations Center / Albert@tRods WIPO Case
No. D2006-0560.

Going back to the chronological development ofgghaciple, another early
success for unregistered trademark rights wastémel sip comedienne Nita
Rudner inRita Rudner v. Internetco CorpWIPO Case No. D2000-0581.
Also successful in the same year were Bridget MbgingSex and the City)
Kathryn Bridget Moynahan v. Fantastic Sites, IngyIPO Case No.
D2000-1083Cem Yilmaz —v. Roman Club InternationaWIPO Case No.
D2000-1541, a well-known Turkish comedian, caridatand motion
picture actor; the comedian and actor Billy CorpaoilBilly Connolly v.
Anthony Stewart WIPO Case No. D2000-1549; and the actress JutienB
in Julie Brown v. Julie Brown ClubWIPO Case No, where the panel put
the legal argument so well by saying:
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“ Authors and performers can establish trade migiits either by
showing that they have registered their names aksniar certain
goods or services, or because, through deploynighemames as
source indicators in commerce, they have unregidter "common
law" rights to protection against misleading use.”

Another case decided early in UDRP history, 2006 wauable because the
decision contained a concise but helpful stateroktite application of the
principle. It was given in the case of the filmrask Isabelle Adjani in
Isabelle Adjani .v. Second Orbit Communications,diVIPO Case No.
D2000-0867, where the panel said:

“The Rules paragraph 15(a) provide that a Pandl dbeide a
Complaint on the basis, inter alia, of

"... any rules and principles of law that it deempleable."

The Complainant is resident in Switzerland and the
Respondents give an address in the United Statésefica.
To the extent that it assists in determining whethe
Complainant has met her burden under paragraphafafie
Policy to establish that she has trademark rightser name
Isabelle Adjani, the Panel can look at applicaldeislon and
laws of both countries. From the Julia Roberts daseems
clear that under the law of the United States okAoa it is
possible for a well-known actress to have protdetabmmon
law trademark rights in her name. Under Swiss laappears
that the Complainant has protectable rights, akimademark
rights, in her namé&. Applying case law developed under the
Policy the Panel refers to its own Decision inJeanette

2> The Complainant’s submission on this issue weslasvs :
“4.3 As a resident in Switzerland, the Complaingatms a right to her name under Arts.
28 and 29 of the Swiss Civil Code. Art. 29.2 pr@ad

"Where a person assumes the name of another tatteées prejudice, the latter can apply
for an injunction to restrain the continuation lostassumption, and can in addition claim
damages if the act is proved to be wrongful, andatmmmpensation if this is justified by
the nature of the wrong suffered." “
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Winterson case, the Cedar Trade Associates cassgfjpah 4.6
above] and, again, to the Julia Roberts case.”

Another useful decision 8state of Shakur v. Shakur Info Pag&AF-0346
(eResolution Case, Sept. 28, 2000M)c. Tupac Shakur, often known as 2Pac
or Tupac, was an internationally known "Hip-Hop" staian, actor and poet
who was murdered in 1996 at the age of 25. Hisrdaegs sold millions of
copies worldwide. He also appeared in several nsoVvike Panel was able
to find that he had established common law tradkemghts as:

“A person may acquire such a reputation in hisesrdwn name as to
give rise to trademark rights in that name at comiaw ...".

Mr Shakur had clearly done so.

Another case where common law rights were acceqmrderned Pink
Floyd and David Gilmourf® the decision beinavid Gilmour Music
Limited and David Gilmour Music Overseas Limited Ermanno
Cenicolla, WIPO Case No. D2000-1459 where the common lawsiglare
said by the Panel to be based on the following:

“Although the artist has not registered his nama aalademark, he has
incorporated two companies which bear his namesé¢kend and third
Complainants, which own the right to exploit hisdic services. The
name David Gilmour represents the goodwill in thesizal works and
other projects with which the artist has been iagdlsince the 1970’s.
That goodwill is fundamental to the businessefief@omplainants.”

Then there waklmore "RIP" Torn, Jr., p/k/a Rip Torn v
Riptorn.comWIPO Case No. D2001-0850 and the actress and model
Pamela Anderson irPamela Anderson v. Alberta Hot Rod#/IPO Case
No. D2002-1104. Another model who was able to distaicommon law
rights and go on to succeed was the Playboy matecR Ford inPatricia
Ford and Online Creations Inc. v. Damir Kruzicevid®/IPO Case No.
D2001-0059.

2. guitarist, vocalist and writer with Pink Floybe is also renowned for his solo

work and collaborations with other artists incluglitate Bush, Paul McCartney,
and Pete Townshend.” Source: http://www.davidgilmmam/biography.htm.
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Likewise, the sex therapist Dr Roger LibbyDnRoger Libby v. Tunga
Tuzlaci and/or Tumay Asen&VIPO Case No. D2001-1342, whose name
was used in a domain name linked to a hardcoreogoaphy site, was
successful.

Another early success that is often citetl&den Folsade Adu known as
Sade v. Quantum Compouter Services Indg/IPO Case No. D2000-0794.
This was a finding that although the complaindm, ¢elebrity, did not
register the word “SADE” either as a trademark ®aaervice mark, she
had adapted the word “SADE” as her stage-name siadimdemark and
servli;e mark and therefore she had established contaw rights in the
mark’”.

A prominent success in the active year 2000 waso¥iiad in
Madonna Ciccone, p/k/a Madonna v. Dan Parisi and 'd&donna.com”
WIPO Case No.D2000-0847.

In this case, the Panel very usefully decided #i#tipugh panels were not
courts of law, they should nevertheless make datsson questions of fact,
even if they were in dispute and that the testtivadalance of probabilities.
This was one of the earliest cases where thawvi@staid down.

The Panel rejected the Respondent’s claim thadtaright or legitimate
interest in the domain name because, before tipaitdisit had used the
domain name for an adult entertainment site. TheePaccepted that that
use had been made of the domain name, as a miafiéet,dout found that it
was not dona fideuse because there was no alternative explanatign wh
the name Madonna was chosen when it must havedhesen because of
Madonna'’s fame.

The website also had a curious disclaimer whichtwas'Madonna.com is
not affiliated with the Catholic Church, Madonnadgaal, Madonna
College or Madonna the singer’. The disclaimed gld to be ineffective.

The Respondent also advanced a desperate argumaehethad offered to
transfer the domain name to the Madonna Hospitainooln, Nebraska.
This was rejected as a defence as the evidencao@splete and it looked

2" Sade is a Nigerian English singer and composerwmdroa Grammy award.
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as if the offer was not unconditional. So the Reslent had no right or
interest in the domain name.

The domain name had also been registered and m$edl ifaith because it
had been registered to trade off the name andaepatof Madonna. The
word may have other meanings, it was said, buR#spondent had not tried
to tie the website to any dictionary definitionMédonna.

The case was also different frdsting because isting there was no
indication that the registrant was trying to tradiethe fame of the singer. In
Madonna, there was.

Another of the class of 2000 that is often citeda@yns a Korean singer,
Cho Yong PiL, inCho Yong Pil v. ImageLand, IncWIPO Case No.
D2000-0229. The Complainant submitted materialsvaig that Cho Yong
Pil was the name of a famous Korean pop musict avhie performed,
recorded, and sold records, CDs, cassettes, atddehusic products under
the name "Cho Yong Pil" (sometimes as "Cho Yong}Faind that the name
Cho Yong Pil had been used in association withrhisic products and
performances over thirty years in Korea and inteonally.

The decision on this issue was:

“Here, the passing off is likely given Cho Yong'®ilame, especially
in Korea and Asia. Accordingly, the Panel deterrsitieat the
Complainant has shown that the fame in his nameYemg Pil is
sufficient to give the Complainant trademark ovsmr mark rights
for the purpose of the Rules. The Panel thus cdeslthat the
domain name <CHOYONGPIL.COM> is identical or comfigby
similar to the Complainant’s mark, Cho Yong Pil.”

Another case of an actor who succeeded in estaigisiommon law rights
in two cases, in 2001 and 2002 was Kevin Spac#&einn Spacey v John
Zuccarini, Claim Number: FA0096937 arkvin Spacey v. Alberta Hot
Rods NAF Case FA0114437 respectively.

Other celebrity Cases
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It will useful, even if only as a matter of recotd,note some of the other
celebrity cases that have relied on there beingnaegistered or common
law trademark and to note any interesting featfitbecases.

In particular, we should also mention other enieetad who have reached
celebrity status and have been able to avail theesef common law
trademarks in these proceedings.

Dame Elizabeth Taylor, The Elizabeth Taylor CosnestiCompany &
Interplanet Productions Limited v. Day After c/o Rert Chafino

NAF Case No: FA0653586 is one where the domain sah&ssue were
<houseoftaylorjewelry.com> and <houseoftaylorjeywelet>. The celebrity
complainant was able to rely on her common lawemaark to succeed.

Then there is the ever-popular Celine Dion. The ¢a€eline Dion and

Sony Music Entertainment (Canada) Inc. v. Jeff Buagoperating or
carrying on business as Celine Dion Clui/IPO Case No. D2000-1838.

Entertainers

Other cases where entertainers succeeded in skiaggicommon law
trademark rights were:

(a) Estate of Stanley Getz aka Stan Getz v. Peter {/oy&O
Case No. D2000-0773;

(b) Tracy Marrow p/k/a "ICE-T" v. iceT.com a/k/a Sverri
GeirmundssorWIPO Case No. D2000-1234;

(c) Bill Withers v. Robert Dominico et glWIPO Case No. D2000-1621;

(d) Roy Harper v The Reprahduce CompakyiPO Case No. D2001-0647;
and

(e)Lara Crokaert and Les Productions Clandestines wyBThis Domain
Web Master WIPO Case No D2002-0062 .

Among the more exotic cases of entertainers whe \seccessful in their
claims areDM Entertainment Pvt. Ltd. v. Mr. Hemant KumaWIPO Case
No. D2001-1267 concerning, as the panel describad h. probably the
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most famous contemporary Punjabi performing a@poser and lyricist”
and the case concerning the adult video entert&ylera Saint in Silvie
Tom¢alova a.k.a. Sylvia Saint v. Juan Camp@glPO Case No. D2006-
0379.

Another case of an entertainer having been aldsteblish an unregistered
trademark is Michael Feinstein Michael J. Feinstein v. PAWS Video
Production, WIPO Case No. D2000-0880 where the domain nanees w
"michaelfeinstein.com", "michaelfeinstein.net" dipdrefeinstein.com”.
Michael Feinstein is a famous singer and ententaiffee common law
trademarks were established, with the panel saying:

“Complainant alleges that his career has spannedtywyears and
that one if his more popular albums is entitledréPeeinstein.” While
these allegations do not describe the number akbmrdings and
concerts or the extent of their distribution, tllegations are
uncontested. See, Julia Roberts v. Russell Boyd®(\Case No.
D2000-0210). Therefore, the Sole Panelist finds @mmplainant has
common law trademarks in MICHAEL FEINSTEIN and PURE
FEINSTEIN.”

Likewise was the result iBarlos Santana v. Domain Sales a/k/a
###HHA#H# This Domain Name is For Sale #######EAE Case No.:
FA0222189. This case concerned the rock artistédanivho inducted into
the Rock and Roll Hall of Fame in 1998 and who wamsninently known
worldwide for his musical talents and abilitiesnc 1969, the Complainant
had utilized the birth name and the trademark, CABLSANTANA to
promote and sell 37 commercial music albums. It ngld that he had
established a common law or unregistered tradentddk domain name was
used to market pornography, so the panel was alsa@find that there was
no right or legitimate interest in the registrahthee domain name and also
that there had been bad faith registration andbtifee domain name. The
domain name was thus transferred to Santana.

Another 2007 case Idtada Hikaru v. Leonard Meng LeeWIPO Case No.
D2007-0366. The Complainant was at the time ofidn@sion the number
one “pop” singer in Japan. Her first aloum “FirgiMe” had been launched
in 1999 and sold more than 9.5 million copies, mgkt one of the most
successful best-selling albums in Japan. The donaime had been linked
to a website with links to the complainant’s goagtsods of other suppliers,
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credit cards and such like. There was a findingashmon law trademark
rights, no right or legitimate interest and badfan the registration and use
of the domain name.

Edward van Halen was successfuEidward Van Halen v. Deborah
Morgan, WIPO Case No. D2000-1313. He alleged a common riagketnark
in EDWARD VAN HALEN, the Dutch guitarist, keyboaslj songwriter
and producer most famous for being leader and goder of the hard rock
band, Van Halen. He would have been able to makéhewcommon law
mark, but the Respondent conceded that Van Halémiglats in the mark
EDWARD VAN HALEN.

The next case worth looking at is the case on \les€&l, aka Mark Vincent
(Saving Private Ryan). The casa/s Diesel v. LMN a/k/a L.M. Nordell
NAF Case No: FA0804924, where Vin Diesel was eldave common
law trademark rights because of his wide fame aes2f his products.

The Respondent’s <vindiesel.com> domain name, wive$ held to be
identical to Complainant’s VIN DIESEL trademarksoéved to a
commercial website featuring links to various conignrelated to the
Complainant. This, although it is jumping aheatha analysis, showed that
the Respondent had no legitimate interest andthétde had registered and
used the domain name in bad faith.

In 2005, there waSound Unseen, Ltd.; Apple Bottoms, LLC; and Cornell
Haynes p/k/a “Nelly” v. Patrick VanderhorstWIPO Case No. D2005-0636
that concerned the clothing range Applebottomsisgehby the entertainer
Nelly, described in the industry as a three timegi@my award winning
rap/hip-hop recording artist and actor who ha @hieved world-wide
recognition.”

A cybersquatter had registered several domain naowsas
<missapplebottom.com>, which were linked to a pgraphy site. It was
held that Nelly had made out a case for a commarinademark, so there
was no difficulty in his being able to bring thengplaint, with the panel then
finding that the respondent had no right or legatieninterest in the domain
names and that he had registered and used theadl ifaith.

It should also be noted that a production compaay have a common law
trademark in the name of its production, the shgelf, by announcing it
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and, apparently, even if it amounts to a trademaduired one day prior to
the day on which the domain name (in this caseasfedss.com>) was
registered: se€rue Blue Productions, Inc. v. Chris HoffmanWIPO Case
No. D2004-0930.

The issue of the common law trademark seems to $zevened the entire
life of the UDRP; thus, a recent case found comiaantrademark rights
established in the name of the famous dancer aond Gene Kelly, so that
his trust could bring a complaint under the USDRF®ne Kelly Image

Trust v. BWI Domain ManagerWIPO Case No. D2008-0342. Gene Kelly
had been dead for over 10 years and the panelblasoasay:

“... Gene Kelly had, through extensive and prolongsee, acquired
common law trademark rights in his name. The rightgis mark
were transferred to the Complainant upon Gene Keallgath in 1996
pursuant to the Declaration of Trust. The Paneitioee finds that the
“Gene Kelly” name and trademark is still used sabgally in trade to
promote his performance services.”

Painters

Moving away from film star celebrities, another&#s 2000 that raised
some interesting issues concerned the abstraategsipnist painter Sam
Francis:Frederick M. Nicholas, Administrator, The Sam Framng Estate v.
Magidson Fine Art, IncWIPO Case D2000-0673. This is an interesting
decision for several reasons. First, it is onéheffew decisions, although
not a unique one, where there were three pandléiiling the case and a
dissenting decision. Secondly, the dissent wasapsrimore significant in
the sense that it was the presiding panellist whsedited.

The Respondent registered <samfrancis.com> andiufsgdh website
which sold only Sam Francis paintings, but fromaargallery that made it
plain that it was a commercial gallery that wadirsglpaintings by Francis
and which did not claim falsely that it was Samreia’ own website.

The Panel found that over the years the name Sanctisrhad come to be
associated exclusively with paintings by Sam Fraaod that consequently
the name ‘. .has acquired distinctiveness and secondary mearas@
common law trademark and service mark when assaiatvith works of
art.’
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The Panel then made an observation that was pitmti#ciding the case. It
said:

“The existence of a common law trademark or sermnaek does not
prohibit art collectors or the general public froefierring to a piece as a
"Sam Francis" work. The existence of a common laddamark or service
mark does prohibit the use of the phrase "Sam ks'aimca manner denoting
that a gallery or exhibition, whether physical atual, is sponsored or
authorized by Sam Francis or his Estate.”

We will see that this was a significant observatiout for the moment we
will just note that this was another case wherermomlaw trademark rights
were established and held to have been adequblieRP proceedings.

Another case of a painter who similarly was heltidge established
common law trademark rights in her own name @asrge-Marie Glover
and George-Marie Glover, LLC v. Cherie Pogw/IPO Case D2001-0600,
she having worked under that name for 15 yearsr@s@ondent website
designer had simply registered the domain nhameiotlrent in her own, the
respondent’s, name. The complainant artist wongcbuously, if you look at
the website today she is not using it. Perhaps# @ne of those cases where
the main interest of the celebrity was to stop samauthorised person from
holding and using the domain name, even if thebe#yedoes not really

want it.

Another artist covered by the principle was ThomBkxkshear inThomas
Blackshear v. Christ-Centered Mall, IncWIPO Case No. D2002-0736.

Also successful was the Spanish painter AntoniBalge. In his case,
Antonio de Felipe v. Registerfly.contVIPO Case No. D2005-0969 there is
a useful discussion of the issue, particularlyitisee that there is no
universal principle of common law trademark lawt that there was a
common law trademark recognised in this case bedhesartist had held
exhibitions in London, where of course common leadémark rights are
recognised and his works were priced in poundéirsgeiThe panel said:

“Furthermore, it is clear that these trading attgi take place in the
UK. There is evidence of an exhibition under thenptinant’s name
in London in 2004 and of a website for the Andipl&y which lists
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art by “Antonio de Felipe”. The website is not oalgcessible to
internet users in the UK but appears to be aiméebat in part to the
UK consumer by virtue of the fact that it offerg tBomplainant’s
artworks for sale priced in Pounds Sterling.”

There was also held to bad faith registration aselaf the domain name in
that case because it resolved to a Spanish wetdsgee downloads and
ringtones could be purchased.

Dianna, Princess of Wales

Another decision in the year 2000 walIG Worldwide, Inc. v. Naughtya
Page NAF: FA0095641, where the domain names were <pasdi.com>
and <princessdiana.com>. The facts were said to be:

“Complainant is in the business of representinmg\vand deceased
celebrities and the heirs, families and estateseotieceased
celebrities for the purpose of licensing to thiedtpes permission to
commercially utilize among other things the namiesaid celebrities
together with trademarks and related rights astegtiith the same.
Complainant is the authorized representative far Dlana, Princess
of Wales Memorial Fund, the only officially recogad body
dedicated exclusively to continuing the work of lhe Diana
Spencer with the full approval of her estate. °

It is worthwhile quoting from the decision, whiclasvthat common law
trademark rights had been made out:

“Diana, Princess of Wales before her death hadsitghher common
law trademarks and the terms specifically at isBuigcess Diana and
Princess Di. Those rights now belong to the Complat. See Monty
and Pat Roberts, Inc. v. Bill Keith, D2000-0299 @& June 9, 2000)
(finding that Respondent’s domain name "montyrabeet” is
confusingly similar to Complainant’s pending seevibark "Monty
Roberts"); Bibbero Systems, Inc. v. Tseu & Assbé 94416

(finding common law rights in the mark BIBBERO asgt
Complainant, Bibbero Systems, Inc (Complainant owhkS.
trademark for its full company name) had developeohd name
recognition with this term by which the Complainentommonly
known); Roberts v. Boyd, D2000-0210 (WIPO May 290@)
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(finding that trademark registration was not neagsand that the
name "Julia Roberts" has sufficient secondary a&soc with the
Complainant that common law trademark rights exist)

The ICANN dispute resolution policy is "broad irope" in that "the
reference to a trademark or service mark ‘in whihcomplainant
has rights’ means that ownership of a registereuk manot required—
unregistered or common law trademark or servic&kkmghts will
suffice" to support a domain name complaint underpolicy. See
McCarthy on Trademarks and Unfair Competition, &322, Vol. 4
(2000) (emphasis in original).

The Complainant currently has pending trademarkiegmns for the
mark DIANA PRINCESS OF WALES MEMORIAL FUND. Pending
trademark applications provide rights in a marke SeekAmerica
Networks Inc. v. Tarig Masood and Solo Sigri32000 - 0131
(WIPO April 13, 2000) (finding that the Rules dotmequire that the
Complainant's trade mark or service mark be regidtby a
government authority or agency for such rightsxistg Phone-N-
Phone Services (Bermuda) Ltd. v. Shlomi (Salomor@vi. D2000-
00400 (WIPO Mar. 23, 2000) (finding that the domaame was
identical or confusingly similar to the complainargending service
mark application).”

The decision was correct on the issue of commortidagemark rights,
because the Trust that assigned the rights ititelgeirom the Princess was
certainly engaged in trade. The issue of the tradkmpplications, however,
Is more doubtful, as we have also seen from otbeistns.

There have been other decisions on Princess DnanaglyCMG

Worldwide, Inc v Steve GregorWAF Case N0.FA95645 artMG
Worldwide, Inc v. Bonnie MastersqiNAF Case, N0.FA97061 and at least
one other on royaltyAlbert Furst von Thurn und Taxis v. Doris Eckert,
WIPO Case N0.D2004-0817.

Robert Downey Jnr.

Then we have Robert Downey Jnr. (Natural Born Ksfl€solden Globe
Award) inRobert Downey Jr. v. Mercedita Kyamk&/IPO Case No.
D2004-0895. The domain name was <robertdowneyjr=cbhe Panel
found that the Complainant had established commaartdlademark rights.
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The reason given for the finding was as follows:

“The Panel accepts the Complainant’s contentionttiea
Complainant’s longstanding involvement in the mofmcture and
television industries has resulted in the “Robeydey Jr.” name
becoming unquestionably associated, in the pulinifsd, with the
Complainant’.

The panellist may also have been influenced byrgitiag to obtain access
to the website at the disputed domain name oniytbthat it resolved to
the website at <clubpink.com>, which contains pgraphic content.

Morgan Freeman

Morgan Freeman v. Mighty LLCWIPO Case No. D2005-026[% another
useful decision because of its description of wizest to be proved in such
cases. The Panel said:

“To establish rights in a personal name for thgppses of Paragraph
4(a) of the Policy it is necessary to show thatrtame has been used as an
indication of the source of goods or services Segph trade or commerce
and as a result of such use the name has beconmetire of that source”.

So Mr Freeman had established common law traderigirts.
The Beatles

Of course, this discussion would not be completaaut mention of the
celebritiespar excellencethe Beatles. There are sevdBahtles Cased his
one concerned Linda and Paul McCartney.

It is a case where one cannot help but say thatgbesion would have
benefited from a better arguing out of the prinegoinvolved, at least with
respect to Linda McCartney. The decision WH3L Communications
Limited v. Denny HammertomMNAF Case: FAO95633. The domain names
were "linda-mccartney.net" "lindamccartney.comt an
"paulmccartney.com".
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The Panel seemed to assume common law rights thdremake out a case
to justify such a conclusion. It simply said:

“ The Complainant owns the rights to the common-tand registered
trademarks and service marks of Sir Paul McCaramelyhis wife, the
late Linda McCartney.

Sir Paul McCartney is a well-known internationatoeding artist. He
began his career in 1960 as a member of The Be&itl€aul married
Linda Eastman McCartney in 1969. Linda gained am notoriety as
a photographer. She was also known as an anintds ragtivist,
which lead her to publishing several vegetariarkbooks as well as
a series of ready-made vegetarian meals. Theympegtbtogether,
both on recorded medium and live world tours, dsd authored a
collection of songs. “

It would have been better, with respect, had integued out, in the case of
Mrs McCartney, why she had acquired common lawetmaatk rights,
although in Mr McCartney’s case it was probably-s&ident.

Not surprisingly, another Beatle, George Harris@s \Wweld to have
established common law trademark rights in his aame in the 2001
decision,George Harrison v LOVEARTH.netNAF Case No: FA0097085.
The panel said on this issue:

“Complainant, George Harrison, enjoys an exceegiugluable
reputation and goodwill of enormous and inestimafalee as a result
of (a) the extensive sales and advertising of nooemusical
compositions and recordings bearing his nameh@Jame and
acclaim surrounding the musical services of ThetlBeand of Mr.
Harrison individually and the popularity of the noot pictures in
which he has appeared; (c) the widespread puldagration of the
name GEORGE HARRISON and the association of thatenaith
Complainant; and (d) the high quality and natur&ebrge Harrison's
musical compositions, musical recordings and musevices. This
goodwill, which has come to be associated withuhigue and
distinctive features of Mr. Harrison and his wdhnls given great
monetary value to his exclusive right to explo# tleme and
trademark, GEORGE HARRISON. This common law tradé&rhas
undoubtedly acquired a secondary meaning in thel wiinhe public
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and is a strong trademark worthy of protection. @lammant’s name
and trademark is distinctive and famous and is Wickecognized
throughout the United States and the world by ombi of music fans.
From the allegations of the Complainant and theisslons of the
Respondent, it appears that the Respondent hasenegl the domain
names at issue here in order to trade off the dereible good will
associated with Complainant’s trademark name...(@uathplainant’s
name has become a strong trademark worthy of protec”

Another Beatles case in 2005 wdBPL Communications, Limited and

MPL Communications, Inc. v LOVEARTH.netNAF Claim Number:
FA0097086 where the panellist held that althoughGobmplainant had a
registered trademark in the name Paul McCartn@hefBeatles, it also had
clear common law rights and the panellist madéedrcthat the case was
being decided just as much on the common law tradeirs on the
registered trademark. It was said that McCartneyshif had formed the
Complainant company; so it was his alter ego, alglnonothing was said in
the decision about who else may own common lavetraak rights in a
celebrity’s name, except his estate.

Another Beatles Case wh#PL Communications, Limited et al v
1WebAddress.conNAF Case Claim: FA0097092 concerning the domain
name <epaulmccartney.com>. It was held that there wommon law
trademark rights, which predated the registratibtihe@ domain names.

Although not directly relevant to our immediateaadd inquiry, common
law trademarks, it is interesting to note thatdteeém was defended and the
respondent claimed that he had a right or legignmaierest in the domain
name for the following reason:

“While the Respondent claims its use of the cortégbmain name is
solely for a fan site and particularly for McCargnghom the
Respondent acknowledges is quite conscious of @mviental and
humanitarian causes, the Panel categorically segath a simplistic
view.”

The panel explained that conclusion in the follaywmay:

“The Panel views the purported fan site as a clgwvssigned
platform through which the Respondent furthergvis
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environmental interests by leveraging off and,ffect,
misappropriating the widespread recognition ancefaifrthe
corresponding celebrity, here being Paul McCartieyhe
Respondent's benefit by falsely suggesting, tametesite visitors, an
affiliation, sponsorship or connection betweendbkebrity and the
specific causes advocated by the Respondent. Réispondent
established and were hosting a bona fide fan siterlfich the present
site is clearly not), then, in this Panel's mifmttsite would solely be
devoted to providing or exchanging information ial&r among
Internet site visitors about the corresponding lurgthe but, in all
likelihood, would be devoid of information reflea#i of any cause
advocated by the site operator which was not paioand
specifically endorsed by that celebrity -- with B endorsement
clearly appearing on the site. The record befasRanel, and
specifically the hard copies of the web pages erRéspondent's
McCartney site, contains absolutely no endorsefmgiicCartney of
any specific environmental cause advocated by g#spé&hdent or
Elsis, or of Elsis' "Rainforests" essay.”

The decision is thus an important illustrationtoé tmportant rule of
practice in UDRP proceedings that evidence musg¢ihaered in support of
allegations and assertions made and if it is natdesd, the party concerned
runs a distinct risk of losing.

This decision also observed that if a complainsuseieking to prove that the
respondent’s intention was to have the complaibagtthe domain name,
the proposed consideration for that sale doesane to be in monetary
form to constitute the payment the respondent deedint may, for
example, be a demand to support an environmentaher cause.

Mick Jagger

Another successful case in establishing commorrilgltts was that in
Jagger v. HammertonFA 95261 (Nat. Arb. Forum Sept. 11, 2000) where it
was held that the Complainant held common law tred rights in his
famous name Mick Jagger. The way it was put byPidweel was as follows:

“Complainant has presented clear and convincindexge that the
Complainant holds a common law trademark in hisolasmame...”
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and again

“Certainly, Complainant held a common law traddmarhis famous
name, "Mick Jagger," even without registrationhegt United States
Patent and Trademark Office.’

The Horse Whisperer

The next case and one that is frequently citedkmsibns, concernedonty
Roberts * The Horse Whisperer’: Monty and Pat Roberts, Inc. v. Bill
Keith, WIPO Case No. D2000-0299 (June 9, 2000). We \aNhto look at
this case again later on other contentious issugs$hee decision is a very
significant one. For the moment, however, it isiggioto note that it was
another case where it was held that the Complaihority Roberts, the
famous horse trainer known as the Horse Whispe@@hcommon law
trademark in his own name.

This conclusion was reached despite the fact theas hotly argued against
by the Respondent in vigorously defended proceading

The Panel put its decision this way:

‘The Panel is persuaded that Complainant Monty Reli®lds a
famous mark in connection with the service of haraming. The
name appears to be very well known among servicegers and
consumers in this sector. As such, the Panel detesthat
Complainant is the holder of rights in a serviceknaithin the
meaning of paragraph 4(a)(1) of the Policy.’

In the preceding parts of the decision, there wasial of a lot of evidence
adduced by the complainant that showed he hadhisethme in the course
of promoting goods and services. Among that evidemas the use of the
name in connection with his authorship and saleooks on equestrian
activities, thus making the case another of thids=the next casBob

Avila v. B&B Productions WIPO Case No. D2004-0013 ambe Hillary
Clinton Casewhere it was the sale of books that got the Compl#ito first
base on establishing a common law trademark.

In 2004 there was a case concerning another haiseit Horse trainer, Bob
Avila Bob Avila v. B&B ProductionsWIPO Case No. D2004-0013, where
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the domain name was <bobavila.com>. The case ®ediself into some
hotly disputed questions of fact, but on the ihigiaestion of the common
law trademark, it was clear enough.

The panel said:

“The Complainant is a horse trainer and showmatinoérican
Quarter Horses. He has successfully competed imt€udorse
Association, National Reigning Horse Associatiod alational
Reined Cow Horse Association events. The Complainas also
marketed and sold books and video tapes demomsfiais
technigues in training and showing American Quatarses. He has
also commercially sponsored products used in tihgehiadustry.”

So, clearly he had established a common law traderhe reliance on
evidence of the sale of books has an echichmHillary Clinton Case

as it was on that ground that Senator Clinton vedd to have established a
common law trademark in her own name and, withioatt ¢vidence, she
may have failed, as have other politicians seetorgstablish such rights.

Establishing a common law trademark may not be thend of the story

One of the early cases where unregistered tradenaggutis were accepted
without much argument wadr. Werner Kupper [Executor of the Estate of
The late Herbert von Karajan] and Eliette von Ka@ v. Karajan Pty Ltd
WIPO Case No. D2000-1578, as Herbert von Karajasmfemous in his
own right as a leading orchestral conductor. ScCtaplainant, his
executor, got to first base.

But he faltered at second base; the case faileslisedhe respondent was
able, on good grounds, to show that it had a wgé¢gitimate interest in the
domain name <karajan.com> which it had used inr@ss for many years
prior to the complaint and the dispute.

Journalists and commentators

Several journalists have also been successfutablkshing common law
trademarks, for example Bernardo Neustadt v. Link Commercial Corp.
WIPO Case D2000 — 1256 ahgnne Russell v. Kenneth YoundVIPO
Case No. D2002-1133.
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Another successful celebrity commentator in 2008 fdan Marino. Dan
Marino, who had spent 17 years as the quartertmagkié Miami Dolphins,
had been a sports commentator, acted in moviedhieamvn TV show and
had been recognized for community service. It wedd m the decision,
Daniel C. Marino, Jr. v. Video Images Productiong/IPO CaseP2000-
0598, that Marino had acquired sufficient seconaa@aning within the
American sports, entertainment and public servicaraunities for his name
to constitute a valid common law trademark. Thegbaaid:

“Complainant has evidence that he has spent 15 yesathe
guarterback for the Miami Dolphins, has been atspgymmentator,
has acted in movies and has been recognized fomooity service.
Complainant’s evidence is sufficient for the Soéé€list to conclude
thatthe name "Dan Marino" has acquired sufficient secalary
meaning within the American sports, entertainmema public
service communities to constitute a valid commow la
trademark”(emphasis added).

In the same genre are news announcers and onrsamadities. A case
concerning one of them was Nik Carter, the Bostoaio announcer, iNik
Carter v. The Afternoon Fiascd/VIPO Case No. D2000-0658. He was
described by the panel as being:

“...a popular and well-known on-air personality (i.BJ) at WBCN-
FM (104.1), a radio station in Boston, Massachas®#tBCN is the
top-ranked alternative or "modern" rock statiorthia Boston market.
Complainant has been in the radio broadcastinghbasifor many
years.’

The panel gave a very short acceptance of hishyasaying:

“The Panel has reviewed the evidence submittethd&yComplainant
concerning ownership of the trademark NIK CARTER ansatisfied
that the Complainant has proven trademark righlssrown name.
Furthermore, the Panel finds that the domain naresonfusingly
similar to the trademark in which the Complainaas hights.”

A more recent example of a journalisMaria Bartiromo v. “Maria
Bartiromo” and Dave Walton WIPO Case No. D2007-0242. Maria
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Bartiromo was a leading finance journalist of I@tgnding in the United
States; she was the anchor of CNBC'’s “Closing #éh Maria Bartiromo”
and a widely syndicated commentator.

She was held to have common law rights in her ndiime domain name
had not been used, enabling the panel to showhisalvas opportunistic,
showing no right or legitimate interest in the domaame and also bad faith
registration and use of the domain name.

Who has the common law trademark ?

Journalists and those in similar occupations likkeh@armen, have also given
rise to variations on the normal theme, probabbalse they are often
employees, whereas the usual celebrity is self-eyaol. The issue that
arises in this situation is whether it is the ergp or the employer who has
the common law trademark rights and which of theay toring the
complaint under the UDRP. If the common law rigliese originally with
the individual, which they presumably would be, ig®ie then arises how
those rights give the employer, the media comptngyright to bring the
application.

An illustration of this issue is to be foundkox News Network, L.L.C. v.
Pro-Life Domains Inc, WIPO Case No. D2003-0335. In that case

it was accepted that Greta Van Susteren had assigirecommon law
trademark rights to FOX. Thus:

“The Complainant further contends that, throughesgpmg on the
Complainant’s television program, Ms. Van Sustdras acquired
common law trademark rights in her name, and thatss assigned
them to the Complainant. The Panel finds this amptroonvincing.”

It is difficult to see from the decision where #ngdence was to be found to
justify this conclusion, although it is an intefegtnotion.

The better view was expressedqox News Network, L.L.C. v. Kenneth A.
Young WIPO Case No. D2003-0407, which also concerneda@ran
Susteren. The panelist who decided that case lsaidnormally, one would
expect the common law rights to be in Ms. Van Sest@erself rather than
the television channel itself.
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“However, in the Panel’'s view in this case, it isipable that the
Complainant does own a common law trademark rigkhée name of
the program. The Respondent accepts that thegrogbroadcast
by the Complainanthroughout the United States and also in Europe.
Because of the wide publication of the name ofpitogram, and the
relatively "instant" effect of television communias into some
millions of homes, the panel is prepared to actigdtthe complainant
has acquired common law service mark rights imtmae of the
program viz "On the Record with Greta Van Sustérang that those
rights existed by the time the domain name wastegd on March
30, 2002, (in the Panel’s view, it is probable tathat date the
Complainant could have successfully sued in thieofgpassing off
anyone who used the name of the program (or a dorhpart of it)
without the Complainant’s consent).

The Panel also finds that the domain name is corglyssimilar to
that service mark.”(emphasis added).

A television network was also successful as ComplaiinFox News
Network, L.L.C. v. C&D International Ltd. and Whoi®rivacy Protection
Service, WIPO Case No. D2004-0108, where the disputed doname
was <tonysnow.com>, clearly in the name of theqarees rather than the
netwok. The panel held that the Complainant netvwadk established
common law trademark rights in the name Tony Snidve panel was,
however, critical of the paucity of evidence subedtby the Complainant
and warned against too ready an assumption beidg that such rights
were easy to prove or that such claims would alvizyallowed. Indeed, the
panel made it clear that had the Respondent dedehéeproceedings, the
result may well have been different. The decisga very useful one for its
discussion of the history of this contentious isanéd the importance of
adducing sufficient evidence to make out the case.

Recent cases suggest that it is still open for reewbors thmselves to be
held to have common law rights in their own nansewas the case imarry
King v. Alberta Hot RodsWIPO Case No. D2005-0570 (finding common
law trademark rights in the mark Larry King) ane tiecent case concerning
the news anchor and author, Tucker CarlJautker Carlson v. Domain
Privacy Ltd WIPO Case No. D2008-0474.
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But there are always exceptions, suclsasnpaolo Matteucci v.

Webmaster, AWGWIPO Case No. D2001-1135. The domain name ireissu
in that case was: <giancarlofisichella.com>, heppeine driver and

Matteucci being his agent. It must at least be@siing to find that the
common law trademark was owned by the manager.

How famous must the celebrity be?

It should also be said that complainants might sedavith a claim for an
unregistered trademark in their name even althdligi are not a famous
celebrity like Mick Jagger or Madonna. Howevergéebrity who is not
really a celebrity may have more difficulty in pmog his or her case for a
common law trademark than someone as famous asJXaier or
Madonna.

A useful yardstick of the evidence required is édidund in the case just
discussedi-ox News Network, L.L.C. v. C&D International Ltcand
Whois Privacy Protection Servicéupra where the panel suggested that
the evidence required was in inverse proportiainéofame of the individual
concernet, so less evidence might be demanded in a casemong Mick
Jagger than a newly emerging and only recentlyigisd poet.

Less prominent personalities may, however, sucoaetbpropriate
evidence. For example, Mr. Richard Juzwin is alo@ein his own field,
being an international stamp collector in Hawthdfe]bourne, although he
may not be famous to the world at large. The factee case that he
brought in 2001 are simple but disturbing and @pgropriate that he was
successful.

The case iRichard Juzwin v. Glen Stephens StampsAF Case,
FA0106000097690The Respondent, who was a rival stamp dealer in the
United States, registered <richardjuzwin.com> withany authority and
then linked it to his own, ie Stephens’ websitavdis a clear case of
deception to attract internet users to the domamenand then siphon them
off to a rival business. But the detailed fact$camd by the Panel are worth
just setting out as the Panel expressed them. Whey.

8 Sometimes referred to @sylor's Ruleafter the panellist who decided the case
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“Respondent and Complainant are both in the sameazed field.
Respondent is using the <richardjuzwin.com> domaime to resolve
to its own website, thus preventing users from aciimg
Complainant's business. ...Furthermore, Complainsserés that
Respondent's use of the <richardjuzwin.com> domame has
already caused confusion and is likely to contittugo so as to
whether Complainant sponsors, endorses or is otbe@ffiliated

with Respondent's website. Such an intentionairgatefor
commercial gain, to cause confusion constitutesfaidid under Policy
1 4(b)(iv). ...And finally, Respondent provided acanrect address
for the owner's contact information to Network Siwlas, Inc. (the
registrar) when (he) registered the <richardjuzeom> domain
name. ...”

The other relevant fact is that Juzwin did not havegistered trademark, so
he had to argue that he had an unregistered or conaw trademark. The
Panel had no trouble finding that Juzwin had estiaed that unregistered
trademark in his own name, so had got to first bas=will see later what
the Panel had to say on the other elements.

THE PRINCIPLE ALSO APPLIES TO SPORTSPEOPLE

The principle that an individual may make out a owmn law trademark in
his or her own name and that this is enough tag#DRP application off
the ground, has also been applied to sportspebpieexample, it was so
applied inFrancesco Totti v. Jello MasteWIPO Case No. D2002-0134,
where the domain name was <francescototti.com>.Cdraplainant was a
professional footballer player with the ‘AS Romeaim since he was 12
years old and he became its captain. He was actaptieaving common
law trademark rights by the panellist who said:

“The disputed domain name is identical to the Caimaint’s
common law mark established by the Complainant&rmational
reputation as a successful football player. The casimilar to many
WIPO decisions in which the names of famous peoyle a
reputation in a given area — (e.g. writing, singiacting) has been
found to have generated a common law mark arisingithat
reputation. There is no reason why famous sporfgpetould not
have a similar ability to achieve a common law maniking out of
their fame in an area of life which attracts giasrest — if not
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extreme enthusiasm — in those many countries oivtril where
"soccer" is part of the way of life. See in conmatiwith a
sportsperson, Daniel C. Marino, Jr v Video ImagedBctions, WIPO
Case No. D2000-0598.”

Also successful in similar circumstances were thiéeg Seve Baallesteros
in Mr. Severiano Ballesteros Sota, Fairway, S.A. aAchen Corner, S.A .v.
Patrick Waldron WIPO Case No. D2001-0351 and other sportspeaple i
Xavier Hernandez Creus v. Isidro Sentis Sales, WiR@so No. D2001-
071Q Juventus F.C. SpA v. Vincent KhouwVIPO Case No. D2001-0844
andGiampaolo Matteucci v. Webmaster, AW®/IPO Case No. D2001-
1135. The domain name in issue in the last of tlbases was:
<giancarlofisichella.com>, he being the driver &fatteucci being his
agent.

Another example iMichael James Owen v. MSM Commercial Services
WIPO Case No. D2006-0155.

There were also the US footballerTierrell Eldorado Owens v. Aran Smith
d/b/a Sportsphenoms.com and/or Sportsphenpkv$PO Case No. D2003-
0463 and the professional golfer Skip Kendallh@ligh the result was that
he lost):Jules I. Kendall v. Donald Mayer Re skipkendall.coidlPO Case
No. D2000-0868.

Celebrities in every sense came to the forfgarena Williams and Venus
Williams v. Eileen White Byrne and Allgolfconsultary, WIPO Case No. D
2000-1673 concerning <venusandserenawilliams.com>,
<venusandserenawilliams.net> and <venusandserdiaavglorg>. It was
very quickly established that they had common lghts in their own
names.

In boxing, George Foreman was successf@@orge Foreman Ventures
LLC v. zinnia c/o Zinnia GonzaleXAF Case: FA0599036 where the panel
said:

“...GEORGE FOREMAN mark has acquired sufficient setzomy
meaning to establish common law rights based orrgedéoreman’s
reputation as a heavyweight boxing champion, céieand Olympic
gold medallist. The Panel determines that Compl#tis has proved
that the GEORGE FOREMAN mark has become sufficyentl
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connected to George Foreman’s boxing career andugproducts
endorsed under his name and likeness.”

Notice again that it is not merely that he was fasidout that he was
engaged in a commercial activity.

It should also be noted that the Respondent hasteegd the
<georgeforemanenterprises.com> domain name rdther t
<georgeforeman.com>. Accordingly, the Complaindsu dad to establish
that the domain name was confusingly similar tottademark GEORGE
FOREMAN, despite the addition of the word ‘entespg’. It was held that it
was confusingly similar, despite the fact thatdlddition of that word. It
was held that the domain name was confusingly amml the trademark
because ‘simply adding a common term to Complaisanérk is not
enough to create a domain name that is distinat ffmmplainant’'s mark’.

It was also said, quoting fro®ony Kabushiki Kaisha v. Inja, KjlID2000-
1409 (WIPO Dec. 9, 2000) that “[n] either the adxhitof an ordinary
descriptive word . . . nor the suffix ‘. com’ dattdrom the overall
impression of the dominant part of the name ... &nd Policy 1 4(a)(i) is
satisfied).’

The footballer Joe Cole idoe Cole v. Dave SkippeWIPO Case No.
D2003-0843 was also successful in establishing comlaw rights.
Another successful footballer wasRonaldo de Assis Moreira v.
Goldmark - Cd WebbWIPO CaseNo. D2004-0827where the panel said:

“The Panel finds that the domain name
<ronaldinhogaucho.com> is identical to the Comglatis
professional name “Ronaldinho Gaucho”. The Pantdsthat
In similar cases, it was found that well-known sgamrsons
may achieve common law trademark rights arisingobttheir
fame. SeeFreddy Adu v. Frank Fushille/IPO Case

No. D2004-0682Terrell Eldorado Owens v. Aran Smith d/b/a
Sportsphenoms.com and/or Sportphen@ghiBO Case No.
D2003-0463 Joe Cole v. Dave Skippg/IPO Case No.
D2003-0843 Francesco Totti v. Jello Mast&W PO Case No.
D2002-0134 Xavier Hernandez Creus v. Isidro Sentis Sales
WIPO Case No. D2001-071Daniel C. Marino, Jr. V Video
Image Production8VIPO Case No. D2000-0598
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Moreover in this case, the Complainant has licetisedise of
his name to identify and promote products, thuatang in the
mind of the consumers a particular association éetw
“Ronaldinho Gaucho” and such products, from whiod t
Complainant receives a commercial benefit.

Therefore, the Panel finds that the Complainantceaszmon
law trademark rights in his professional name, Whpending
the grant of his applications, is currently use@msinregistered
trademark by third parties under license.”

A particularly interesting sports case, becaugsesdfelpful commentary on
the burden and standard of proof to be appliedtabtishing a common law
trademark is a case we have already noted for anptirpose, Foklews
Network, L.L.C. v. C&D International Ltd. and Whoi®rivacy Protection
Service WIPO Case No. D2004-0108 concerning Tony Snois. Worth
looking at this decision in some more detalil.

The disputed domain hame was <tonysnow.com>. TowyJoined Fox
News Network, L.L.C. dba Fox News Channel (FNC1996. Tony Snow
Is currently the host of “Weekend Live with Tonydsvi and former host of
“Fox news Sunday with Tony Snow”.

There was scarcely enough evidence adduced, althtbegpanel eventually
accepted it, encouraging the panelist to say:

“The assertion that someone is well known or famsssibjective,
but certainly easier to prove in the case of cdielrknown
worldwide such as Nicole Kidman and Julia Robents ia the
Complaints concerning these celebrities such agaenvere also
evidenced and thus clearly proven. However wheresom has a
lesser degree of renown, there is a greater nedHlifoevidence, and
thus in the view of the Panel, the lesser the degféame the greater
the evidential burden becomes. One might say tialetvel and
quality of the evidence necessary should be inlyeeportional to
the notoriety of the person concerned. In any eiterd@eds to be
clear, cogent and convincing.”

And again:
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“As the degree of fame decreases from clearly itlabke celebrities
with worldwide renown, to nationwide renown or és$ well known
authors, actors or businessmen with limited renmanspecific field,
the burden of proof on the Complainant increasestlam need for
clear and convincing evidence becomes paramourioiti such
compelling evidence proving the prior right, a Cdanpant may fall
at the first hurdle. Such evidence may also praoueial at the third
hurdle of proving bad faith registration and usseeking to prove
that the personal hame in question is known irfjuhsdiction where
the Respondent is situated, since the Complairesdsto
demonstrate that the Respondent was aware of thpl@mant at the
time of registering the domain name.”

Also, one could note here on the question of whetieeevidence being
submitted is sufficient or not, that the PaneNet’| Ass’n of Prof'l
Baseball Leagues v. ZuccarinWWIPO Case D2002-1011 held that the
complainant had provided evidence that it had \@&igoodwill in the
<minorleaguebaseball.com> domain name, establigtongnon law rights
in the MINOR LEAGUE BASEBALL mark.

Trying to Disprove the Common Law Trademark

In those cases which have been defended it is alimdgresting to see the
sort of case advanced by the respondent in attegifmiideny the common
law trademark. Cases on this issue seem to brinthewest and the not so
good in people. Some defences have succeedednaus dtave not.

Take for instanceillee Willis v. NetHollywoodWIPO Case No. D2004-
1030. Allee Willis is a song writer and a high gtess of kitsch. Among her
best-known compositions is “I'll Be There for Youtie theme song of the
very well-known and long running ‘Friends’ telewasiseries.

The Respondent, who had registered the domain rafteewillis.com>
and whom you would think would be above this sbdrgument, denied
that Ms. Willis was well-known or famous and argtiealt, accordingly, she
could not have common law trademark rights in lvem aame.

In that case, one might wonder why he registerediimain name. Rather,
according to him, as he put it in such charmingjlege, “[e]xcept for her
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inside crowd and some trivia fanatics, no one knatve Allee Willis is,
whereby no common law trademark could exist.” Tésponse might be that
he had obviously thought she was famous or he woeaidhave registered
the domain name in her name.

In any event, it was held that Ms Willis had comntan trademark rights
because she had used the name extensively for comh@irposes.

The Respondent’s argument got weaker when he aanheal with the issue
of bad faith that we will be looking at later; hieetl to explain why he had
registered the domain name in Ms Willis’ name aticeodomain names in
the names of Diana Ross, Aretha Franklin, Betteléid'ina Turner, The
Pointer Sisters, and Sheena Easton which, on tfecsy would suggest that
he had been motivated by bad faith, as he was pipbrading off these
celebrity names for his own benefit.

But no, he said. The reason he had registered tiese names was to use
them as fan sites and to assist law enforcemeictadff with high-profile
unsolved crimes. He had also said he would selitimeain name in
question for $25,000. He lost.

Preachers, politicians, personalities and the Pope

But good evidence is needed to satisfy the Paaellie celebrity is exactly
that, a celebrity - and that his or her name is@aged with goods and
services in a commercial way so as to establislcdh@non law trademark.

One celebrity who lost a case on failing to essdiblhat factual matter was
the American evangelist, the laBerry Fallwell. The case i3he Reverend
Dr. Jerry Falwell and The Liberty Alliance v. Gar¢Zohn, Prolife.net, and
God.info, WIPO Case No. D2002-0184.

The Rev Fallwell sought to show that he had ussdhaime in trade by
alleging that he had appeared on the cover of Tiragazine, and in 1987
had finished second only to President Reagan ollapnducted by Good
Housekeeping magazine to determine America's Mdstifed Men. This
showed that he was famous, but that was alreadwyrkio be so and, more
importantly, it was not conclusive evidence of anaaon law trademark in
his own name because it was not evidence of thensyaoialisation of his
name, but merely evidence of his fame. There wasaa@ or commerce; in
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fact, Rev Fallwell was ‘non-materialistic’ as it svdescribed and a ‘non-
materialistic’ by definition was not one who haecdsis name in trade or
commerce.

There was a similar result (Bene Edwards v. David MillelWWIPO Case
No0.D2003-0339, which concerned another Evangeticaich leader. The
decision went against him as the previous decisiemt against Falwell, not
because he was a religious leader, but becauke tddk of evidence that he
used his name in writing and television appearafarethe purposes of
making money, which the panellist said showed tt@tcomplainant’s case
was inadequate.

The panel was quite critical of the complainantrfot presenting a stronger
case. It said:

“For reasons the Panel cannot fathom, the Compiaimas made little
effort to convince the Panel that it has commontiagemark rights in
the disputed domain name, <geneedwards.org>.”

It then highlighted the difficulty faced by a coraplant who was also a
religious activist or practitioner, which was probathe reason why Mr
Edwards had not argued that he was ‘commercialgdiling:

“Ordinarily, the Panel would be quite willing tosasne that the
Complainant writes and sells his books to make mdroen them.
But the Panel does not believe this is necessaifdyr assumption to
make in the context of an evangelical Christianisbé.

The lack of proof of the commercial intent is eveore detrimental to
the Complainant’s contentions regarding his pudipearances in
various media. Again, in the religious contextltd Complainant’s
activities, the Panel is not prepared to assuntehleae are commercial
as well as religious undertakings.”

At the end of the decision, however, a ray of haps held out for future
religious complainants:

“The Panel wishes to reiterate that it sees nothirang with the
Complainant as a minister establishing common rfademark rights
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in his name by using it in commerce like the autheord entertainers
cited above. However, the Panel finds the Compidihas not shown
that he has used his name in commerce so as toeacqgmmon law
trademark rights.”

Gurus and yogis, however, may have a better chainggccess, iChinmoy
Kumar Ghose v. ICDSoft.com and Maria SliwayIPO Case No. D2003-
0248 is any guide. The case concerned the well-knawgi Sri Chinmoy
and domain names at issue were <aboutsrichinmoy.comd
<gurusrichinmoy.com>. Sri Chinmoy succeeded; ap#re! put it:

“...the Panel notes (to borrow from the words of Bamel in the
Asper case, paragraph 6.22 and quoted by the rtyagdiihe Panel in
the Ted Turner case), that the Complainant doesaap have used
his personal name as a marketable commodity, fecdcommercial
purposes in marketing his own goods or servicesrd'Is evidence of
published works being sold online at "www.amazom'¢ander or by
reference to the name "Sri Chinmoy," and some af¢hworks appear
to have been on the market since the 1980s. Thalsa some (more
limited) evidence of the name "Sri Chinmoy" beirsged as an
identifier of a broadcasting service (a radio etagti and also to
identify a meditation center run by the Complain@tthough there is
nothing to tell the Panel whether or not the meiditacenter is
operated as a commercial enterprise). It is nohgtevidence but on
balance the Panel finds that there has been sifficise of the SRI
CHINMOY mark in association with goods or servicéshe
Complainant, for him to have acquired common laykts in the
mark.”

So, where others had lost, Sri Chinmoy succeeded.

Another religious leader who succeeded was Vernonatd inNew Life
Church and Literary Foundation v. Private Businesgk/a Virgil Howard

, NAF Case No: FA00096280. The domain hames a¢ igs&re
<vernonhoward.com>, < vernonhoward.net> and <védramard.org>.
Howard’s son, Virgil, assigned the trademarks sodbmplainant Church
after the death of the founder of the Church, &ikdr Vernon Howard.

But a few months later he registered the domainasaand with a gesture
that does not seem a model of filial devotion, pedrthem at a website with
a “homepage with what appears to be a book cowangpahe title Vernon
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Howard Mystic or Maniac?...” and containing otheaterial said to be
defamatory of the Church and Vernon. The paneldanrfavour of the
Complainant on the grounds that the Respondensblddall of his rights at
the settlement and this contaminated the registratnd use of the domain
names.

Politicians

An odd decision, but one again where a celebritgseded, was one of
several cases concerning politicians, in this édasee McLellan v.
Smartcanuk.com AF 0303 (eResolution Sept 25, 2000). The domaimes
were <annemclellan.com> and <annemclellan.org>pEme| found that the
Complainant, a Member of Parliament, who was disaMinister of Justice
and Attorney General of Canada, had acquired serfficommon law rights
in her name.

You will find that that decision is inconsistenttwsome others that we will
be looking at because there was no commerciahdetelement and Ms
McLellan’s fame must surely have depended on pamdnounity service
rather than trade. The part of the Panel’s decidewoted to the issue of the
unregistered trademark is somewhat unsatisfaciionyerely said:

“This Panel finds that the Complainant has estabiscommon law
trademark rights in her name sufficient to suppacbmplaint under
the ICANN Policy. Anne McLellan is well known in 6ada as the
Member of Parliament for the federal riding of Edrtam West, and
also as the Minister of Justice and Attorney Gdradr@anada. She is
the most senior Government of Canada official eRnovince of
Alberta, which the province in which both the Compant and
Respondent reside.”

In contrast Kathleen Kennedy Townsend v. B. G. BWIPO Case No.
D2002-0030 was a case of a politician who faileddtablish common law
trademark rights, because it was held that Ms Keypfi®@wnsend, the
daughter of the late Senator Robert Kennedy, wasac figure although
not one who was engaged in trade.

The distinguished three person panel that deciiedase therefore found
that Ms Townsend, did not have an unregisterecttrek in her own name.
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It was put thus:

“The Panel finds that the protection of an individa@itician's name,
no matter how famous, is outside the scope of dtieyPsince it is not
connected with commercial exploitation as set niuhe Second
WIPO Report.”

It drew a distinction, however, between Ms Townsbkadself and the fund
raising entity that was used to raise money fodwhates and also between
MsTownsend’s situation and a situation where aetmzatk owner was
exploiting intellectual property, as had been donerincess Diana’s Case
(CMG Worldwide, Inc. v. Naughtya Page) NAF Case No. FA95641
These circumstances, the panel said, would boté pewided the requisite
element of commerciality, as both of those entiti@sld be said to be
engaged in commerce and thus able to establismmoa law trademark.

As the panel put it:

“... we determined that the legal fund-raising gnivould have been the
appropriate party to bring a complaint based ummmice mark rights
grounded upon political fund-raising activities.”

The panel inTownsend’s Casalso explained why it was not following the
previous and inconsisteAnne McLellan v. smartcanuk.com Casehich

of course had decided in favour of a politician antla fund raising entity
having common law trademark rights. It justified fallowing McLellan in
the following way, that a year after the decisiawl lheen given:

“...the World Intellectual Property Organization isstits Final
Report on the Second WIPO Domain Name Process] &atgtember
3, 2001 ("Second WIPO Report"). In that report, Wi€arefully
considered to what degree protection should bendetéto personal
names. In its recommendations, WIPO clearly inéiddhat the
Policy should be limited to personal names thatleeh
commercially exploited. "Persons who have gainethente and
respect, but who have not profited from their regiah in commerce,
may not avail themselves of the UDRP to proteat fhersonal names
against parasitic registrations. The UDRP is thersgved by some
as implementing an excessively materialistic cotioapf
contribution to society." Second WIPO Report, 1999.
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So for that reason the panel concluded that itrigdss in not allowing a
finding of common law trademark rights in the caé&s Kennedy and that
the previous decision iMcLellan, if not wrong, had been overtaken by
events.

Then in 2002 was the unsuccessful dalsmned Parenthood Federation of
America, Inc. and Gloria Feldt v. Chris HoffmanwWIPO Case No. D2002-
1073

“Complainant Gloria Feldt is the President of Coanpant Planned
Parenthood Federation of America, Inc. ("Planne@fthood").
Complainant Planned Parenthood is a not-for-poafiporation
organized and existing under the laws of the Sihidew York.

For almost 30 years, Complainant Feldt has spokiehqaty in

support of women'’s reproductive rights. Complairfaeldt has
established relationships and contacts based gpelngonal reputation
and credibility. Complainant Feldt has been prdfile the press as a
pioneer of the reproductive freedom movement anllesuthor of
many articles on the subject, as well as the awdharbook that was
scheduled for publication in January 2003 on thgest of
reproductive freedom. She has given testimony edagislative and
administrative agencies on the subject. ComplaiRaitt has given
numerous public lectures and speeches at collagesrsities, and
other institutions and has appeared on many tebevand radio news
shows.

Complainant Planned Parenthood is a non-profitrorgdion
incorporated in 1922, dedicated to reproductivdtheare services
and information for men and women. It has more Bt health care
centers in 49 states and the District of Columbia.”

But did that give her common law trademark rightiér name? The
answer was ‘No’. The rationale was given by theamty of the panel as
follows:

“Complainants have failed to show that the persoaate at issue,
"Gloria Feldt," has been used in connection wigh¢bmmercial
offering of goods or services or that the persomahe in question has
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acquired secondary meaning as the source of swtksgw services.
It is certainly true that Ms. Feldt has acquiragautation as an
articulate spokesperson for freedom of reproduathace. However
admirable that might be, it is not enough to aegaicommon law
trademark or service mark. Accordingly, the pamedg that
Complainant Feldt does not have rights in a tradkmaservice
mark.”

A concurring but separate opinion said that:

“...use of the term "commercial" should not be unterd to suggest
that only for-profit enterprises, or individualsaynacquire rights in
common law service marks[7]. ...If Ms. Feldt is pdinig
reproductive rights "services", we should not hwodd to the
requirement of doing so for a profit.” But she wed providing those
services personally.

After McLellan, KennedyandFeldt, the situation for public figures did not
look very bright with respect to establishing conmtaw trademark rights,
But they were followed in 2005 by the interestimgl anstructive decision of
Hillary Rodham Clinton v. Michelle Dinoia a/k/a SZKom NAF Case

No.: FA0414641.

Like some other celebrities, Senator Clinton wale o establish a
trademark in her own name, not simply because stsefamous and not
simply because she was a Senator and the wiféoofreer President, but
because in addition to that, she earned income trate or commerce
under her name as the author of several book$i#ubahad big sales and
produced income. In other words, she was in trade.

Although she won this case, it should never bedtten in the world of
domain names, that there is always another simédare to register. Thus it
has been noted that:

“Although, for example, Senator Hillary Clintonwewns
"hillaryclinton.com”, the more generic 'hillary.com registered to a
software firm, Hillary Software, Inc. What abouilléary2008.com™? It
is registered to someone outside the Clinton cagmpand is not
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currently in active use?®

In a contrast to th€linton decision, although decided before it, in 2000, a
panelist inMark Warner 2001 v Mike LarsonNAF Case No0.95746 found
that the Complainant had common law rights in ki@ @ame because he
was:

“... A former candidate for the U.S. Senate and is thsymptive
candidate for Governor of the Commonwealth of \firgiin2001.”
*The domain names were <markwarner2001.com>, and
<warner2001.com>.

The facts were that the

“.... Respondent registered the domain name "marksvafi9l.com"
on February 20, 2000 and registered the domain name
"warner2001.com" on February 25, 2000. When acde$sgh web
sites purport to be "warner2001.com" and featuraraner
announcement stating "Coming In The Fall of 20@®i'putline of the
Commonwealth of Virginia, and an e-mail addressdifidnally,
these web sites state, "This site is not affiliatéth any registered
political party or candidate for public office." Neer web site
provides any other information, commentary, or dirik

The Respondent argued that there was no trademdrager that there was
no bad faith. He also argued that:

“...his registration of the domain names in questo® not actionable
given the political and non-commercial contextddit use and that
Complainant seeks to squelch the Respondent'stagirigage in
constitutionally protected free speech.”

29 Lipton, Jacqueline D., "Who Owns 'Hillary.Com'?iBcal Speech and the First
Amendment in Cyberspace" . Boston College Law Revigpring 2008 Available at
SSRN: http://ssrn.com/abstract=982430

%0 He subsequently became and served as Governargifile, was nominated as a
candidate for the Senate, was mooted as a pof#nhmcrat Party candidate for
President of the USA and delivered the keynotedpaethe Democrat Convention in
August 2008.
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One would have thought that that was a persuasguev@ent. However, the
panel found in favour of Mr. Warner and justifieéd decision in finding in
the following way that there was a common law trage:

“Mr. Warner, who is not a movie star, an NFL quebtek, or a
member of the Canadian Parliament, has, in tha@piof the
undersigned, established sufficient common lawtsigh his name.
Mr. Warner is a former candidate for the U.S. Sem@aud is the
presumptive candidate for Governor of the Commontiver
Virginia in 2001.”

But there was no mention of a commercial or finahaspect which had
been thought to be essential and really none odahteof evidence generally
expected to be adduced before a finding of comrawatiademark is made.
The decision is therefore at odds with the geneeadtepted line of
argument.

On the later and separate issue of rights andrisgi¢ interestghe panel
found that the Respondent had no right or legitmaterest in the domain
names because he could not bring himself withindadriize provisions of the
Policy that would establish his legitimacy in thegard. Moreover, the
domain names were only bookmark sites with no comrmeanything else
and were therefore clearly not makinbgana fideoffering of goods and
services and were not a fair use.

So the Complainant won on that issue as he hadeofirst issue,
identicality or confusing similarity. But he cameatuck at that stage and
lost the whole case, because he was not able o Isad faith in the
Respondent both in registering and using the domaimne.

The panel’s decision on bad faith was:

“There is also no evidence that Respondent is er @il attempt to
attract internet users to its web site for comnadigain. See Maureen
A. Healy v. Andreas Kuhlen, D2000-0698 (WIPO Aug, 2000)
(finding no bad faith where Respondent registeneddomain name
"dvdnews.com" in order to create a "web of DVD siter a DVD
community despite the fact that Complainant hadsteged mark for
DVD NEWS). While the use of a candidate’s nameampgaign as a
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domain name will attract internet users, the atitvads arguably for
political, not commercial gain.”

So the Complainant failed on bad faith.

But, curiously, the last reference to the websit&va/w.archive.orgs on
April 1, 2001, when the decision was issued on Mdser 15, 2000. One
cannot help thinking that this is another case whiee Complainant had to
buy the Respondent out after losing the case.

But another politician lost, namely Mark Partridgenote on this cas&
says:

“A similar result was reached Robin K.A. Ficker v. John W.
Thouhy, 305 F.Supp.2d 569 (D.Md. 2004)he defendant registered
the domain name and used it to provide summariestafal news
stories during Robin Ficker’s run for Congress ®92. Ficker sought
a TRO. The court denied relief on several groukist, the Court
concluded that the web site was clearly a politrealb site and was
protected by the First Amendment. Second, becdugssite included
a disclaimer stating that it was an unofficial sitel not “Robin Ficker
for U.S. Congress,” visitors would not be misle&aally, the court
guestioned whether the ACPA protected “personalasatimat are not
trademarked” where the web site was not a commniarse”

Another loss, occurring in 2006, wieelds for Senate v. Toddles Inc.,
WIPO Case No. D2006-1510 concerning the domain name
<virginiafields.com> and the New York politician fginia Fields. Here
again it was held that there was no evidence heerfaad been used in
commerce or as a source of goods or services,esovah unable to establish
common law trademark rights.

The importance of Evidence
It is clear, therefore, that care must be takeoraparing these cases before

they are submitted for decision and in particutadriawing on every piece
of evidence available to show that on the trad#ldast the Complainant

31 http://www.circleid.com/posts/personal_names_pmditand_cybersquatting
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seeking to retrieve his domain name really haademark in his or her own
name.

Accordingly, we should remind ourselves as in alles of the importance of
collecting the evidence. One case of a prominersooe where the issue of
the alleged common law trademark was lost, illdsrghis yet again.

The Hebrew University of Jerusalem v. Alberta Hob&s WIPO Case No.
D2002-0616 concerned Albert Einstein and his Iieworks. The panel
found as follows:

“There is no evidence before the Panel that Drstéin used his name
for commercial purposes during his lifetime nortthis name, famous
though it was, became identified as a source oflg@o services.
Accordingly, Complainant fails to establish that Emstein had a
common law trademark or service mark in his name.”

Nor could the Complainant itself, who had beenftledtliterary works by
Einstein, make out such a case on any other basis.

However, the day was saved because the Complan@néble to establish
a registered French trademark and that was suffibdeget it past the first
element.

All of this raises the interesting question of Bwpe. Before the election of
the current Pope, an enterprising journalist regest the domain name
<bendictxvi.com> and donated it to the Vaticanrate election. But other
people have not been so generous. Someone redistaeaedict16.com>
and < popebenedictl6.com> and offered them for@akBay. Could the
Vatican claim it has a trademark on the name oftbee if it decides to take
action to obtain these domain names? To succebdsinolaim it would

have to show that the Pope is in trade or comm&aee the Vatican claim
this?

To whet your appetite, there has been one casa sorficerning the domain
name <vaticanlibrary.com3451 International Ltd. and Second
Renaissance, LLC v. Steven Levine, c/o DomainSystdmc., NAF Case
No.: FA0583774.

Some parties clearly feel that they can take aamknot adduce a
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substantial quantity of evidence in support ofttie&im. Thus, in

Patti LuPone v. XC2/ Moniker Online Services LLG&YIPO Case No.
D2008-0450, concerning the singer and actress IRé®bne there was
clearly an absence of hard evidence and yet th@leamant succeeded. The
panelist commented on the absence of the evidemté#saconsequences in
the following way:

“Although the Complainant has not produced evidencipport of
the assertions made in the Complaint that sheit@sed, appeared in
the many shows and television programmes mentiondlde absence
of any Response the Panel accepts that she haisgkhextensive use,
acquired common law rights in her name. $dé Fiona Roberts v.
Russell BoydWIPO Case No. D2000-0210.”

Other panelists impose harder targets in termieétidence they will
expect to see. Thus, Alan Bond v. Information360 Limited WIPO Case
No. D2007-1081 it was claimed that the formerlycassful Australian
businessman Alan Bond had established common &leitnark rights in his
own name and the complaint recited his most notatigevements. The
panel did not accept that it was sufficient to mtidese assertions and said:

“None of that information is supported by documénta The
Complaint features two annexes, one containing\theis records
relating to the Domain Names and the other contgithe Policy.
The Panel has nothing before him to show how tha@anant’s
name is used. Nor are any figures provided to sthevextent of the
Complainant’s use of his name. The Panel acceptghb
Complainant is a very well-known Australian bussraan, but
having a famous name does not of itself equatategistered rights
In respect of that name.

The Complainant may or may not have unregisteggdasiin respect
of his name, but the Panel has not been providddrefevant hard
evidence to enable the Panel to make the assessment

The Complainant has failed to satisfy the Pan#h@se proceedings
that the Domain Names are identical or confusisgiyilar to a
trademark or service mark in which he has rights.”

But if the risk is taken and the case fails foklat evidence, or more
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precisely that the panelist appointed to hear #se expects to find
persuasive evidence that is simply not presentgjedts the claim, the
conseguences financially and otherwise can betdisss The classic case
of course is that dDavid Peckemwho could have adduced better evidence
but did not and lost his case.

More recently, there is the caselJatques Chardeau, Dominique
Chardeau, Olivier Chardeau, Gilles Chardeau, Jeanehues Chardeau,
Patrick Chardeau, Sybille Guinard née Chardeau, aktbrence Bret v.
MindViews LLC, WIPO Case No. D2008-0778. This was another bsultre
for complainants.

The complainants claimed to be the descendantwedEq th century French
Impressionist painter Gustave CailleboRau(s Street; Rainy DgyThe
family had registered the disputed domain namellebaite.com> but
allowed it to lapse, when it was taken up by thed®adent.

Initially, the complainants had to establish comrteaa trademark rights in
his name but simply failed to do so for lack ofdmnce. The panel summed
up the situation as follows:

“In any event, the Complainants - though they maylbscendants of
Gustave Caillebotte’s only heir -have not showr thay are in any
way involved with commerce associated with the li€hotte” name in
the 21st Century or have any legally protected@stein the
commercial use of the “Caillebotte” name. Theredsvidence in the
record, for example, indicating that the Complatsdiuy, sell, or
promote the works of Gustave Caillebotte, liceregraductions of his
works, or receive royalties from third parties diting or reproducing
his works. The Complainants emphasize that a famapyesentative
has registered several domain names using the f@an&ebotte”, but
the Complainants have not used these domain nameasaebsite,
commercial or otherwise, relating to Gustave Cladltee.”

Reading the decision suggests that the complaimates at no time aware
of the need to adduce persuasive evidence.

The strong view of this author is that potentiaingdainants should not take
the risk, but adduce all available evidence andalm the proper manner
with certified copies of relevant documents andustaty declarations or
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affidavits to support any claims made. The samecadpplies, of course to
respondents seeking to defeat a claim.

| faced the dilemma myself of deciding if enougidence had been

adduced irCedric Kyles v. Domains by Proxy, Inc. /Asia Verds, Inc.

WIPO Case No. D2006-004k my view, this was a case that on the facts it
was a borderline one. Nevertheless, | decided @mba that the actor

Cedric Kyles had made out a case for a commonrisetark. You can see
Mr Kyles’ profile at www.ceddybear.com and | amaded to say that his
career seems to have been busy since | decided$a welebrity.

Business identities

It can be hard for a businessperson to make ottawtaim, because the
businessperson’s trade or commercial activity iseni@ely to be carried out
in the name of a company or a product.

As it was put in the recent decisiotak Mahindra Bank Limited v.
Richard Brown WIPO Case No. D2008-0243:

“It is less common for businessmen to have unreggstrights in their
personal names as marks protected by the Polioge siusinesses are
normally carried on by companies which are sepdegt persons. “

It is therefore hard to establish that it is thespaal name rather than the
company name that should attract the trademarksrgyd be protected,
especially where the personal name is nottter egoof the company.

Then there are the cases where the case is madalguhat a businessman
is well known but is not the alter ego of the comypdt is harder for the
businessman to establish a trademark in his owrernmoause the name is
not often the alter ego of the company or the pcadu

It has succeeded in some cases, of which two anllesas examples, the
first beingSteven Rattner v. BuyThisDomainName (John PepWIPO
Case No. D2000-0402, where the domain name wage'tstattner.com"”.
The Complainant had announced his resignation pstg€hairman of
Lazard Fréres, a story that was carried in a nuraberajor newspapers and
other media throughout the world on March 1st amdl 2000. Shortly
thereafter the complainant became aware that tepdRelent had registered
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the Domain Name. The Panel allowed the claim t@Qomplainant had a
common law trademark. Its basis for saying so was:

“Common law rights have been found sufficient toe purposes of
the Complaint in a number of cases ...

It is perhaps important to point out, however, thratection at
common law is determined on a case by case basideppends
greatly on the factual basis of each individuakc#g common law,
as the primary task is to determine if there isfesion in the mind of
the consumer, the notoriety of a particular marasged relative to a
number of factors, including the territory withirhigh the mark is
used, the products for which it is being used, etc.

The above tradition has been continued by panétidtse context of
domain name disputes. For exampleMionty and Pat Roberts, Inc.
v. Bill Keith, Case D2000-0299, it was held that, for a claimdo b
brought under the ICANN Policy based on a persoaaie, the
Complainant must establish the distinctive charazt¢he name. The
panelist in that decision goes on to equate thendisze character
with the whether or not the person in questiorufigently famous

in connection with the services offered by that ptamant. The Panel
agrees with this manner of proceeding and basedeomaterials
provided by the Complainant finds that the Comg@airholds a
common law mark in connection with investment bagkand
corporate advisory services which is well known.”

This result would suggest that it is not particiyldward to establish common
law rights in a businessman’s name.

The second example where it has succeededvasg, Mong Koo v.
Individual, WIPO Case No. D2005-1068, followed%oin International
LLC v. Michael W. Solley, PrivateRegContact AdmifCH, WIPO Case
No. D2007-0094 and endorsedkntak Mahindra Bank Limited v.
Richard Brown WIPO Case No. D2008-0243.

32 See the discussion of this decision in Lindsaiernational Domain
Name Law ICANN and the UDRPOxford and Portland, Oregon, 2007,
pp220-221.
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But these successes should not lead to the coogltisat a businessperson
will always succeed in establishing a common ladémark. For example,
it was not so in a case the year aRattner's Casdhat concerned the
Canadian media mogul and philanthropist Israel Aspee case walsrael
Harold Asper v. Communication X IngWIPO Case No. D2001-0540
where it was held that although Mr Asper was wethin and had done
good charitable works, his name itself had not Bssociated with trade
and commerce and consequently had not establistyetnlzalemark rights.

Nor was it so the case of his son, Leonard Aspeeonard Asper in
Leonard Asper v. Communication X IncWIPO Case No. D2001-0539
who also failed in a claim. In that case, there magvidence that the
Complainant had ever used his personal name fgruh@ose of
merchandising or other commercial promotion of goodservices, or that
he intended to do so.

Thus, the panel said:

“This Panel is not able to find that the Complain&eonard Asper, is
entitled to a finding that he has rights in a tradek or service mark
of such nature as to successfully challenge a Doidame which is
identical or confusingly similar. There is an aduhtl basis for this
beyond the interpretation of the Policy and Rukeset out above. It is
the view of this Panel that the appropriate datealking any such
finding, were this Panel to feel entitled to dowould be the date of
the registration of the Domain Names in questioer&\it otherwise,
any Complainant who anytime subsequent to thetragmn of the
Domain Names, having achieved the necessary recmgm

guestion, could seek a transfer or cancellaticm Bbmain Name. In
any event, it is difficult for this Panel to finddt at this stage of his
career, Leonard Asper has the same level of ntyaasethat of his
father. In saying this, the Panel wishes to makbundantly clear that
this is not meant in any way to deprecate the aenments of the
Complainant in this case as an officer or membéh@Board of
CanWest Global Communications. These are not Huzikere.”

The other side of the coin in the case of busieassrprises, as in the case
of some individuals, is that sometimes decisioesnaade in favour of there
being a common law trademark when some might sagvidence was not
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strong enough. One such exampl&ilen Council v. Boolean Consulting
Limited, eResolution Case Number: AF-0503. The Panel said:

“The Panel is of the opinion that, notwithstandihg relatively short
span in time which passed between the incorporatidine
Complainant and the registration of the Domain nagnée
Respondent, the prior incorporation of the Comgaatrunder the
name FILM COUNCIL combined with the broad presserage in
the United Kingdom, both prior to the incorporatemd following
incorporation during advertising for the positidinchief executive
and subsequently following his appointment, aré@aht to vest a
right in the mark FILM COUNCIL in the Complainarurthermore,
the fact that the sectors in which the Partiesnasses are engaged is
the same, only supports the appropriateness ofitlaigg.”

These problems of the evidentiary standard that briseached have come
into particularly sharp focus in the case of bussmeen, as the examples just
mentioned have already shown. Can they also estatdimmon law
trademarks in their own personal name? Can thesodo particular when
their fame may be due not so much to themselvetlihe fact that they are
associated with a company name?

Sometimes, of course, the businessperson can nuditesocase of common
law trademark rights in his own name, as we haea.sé further example
of success iBarry Diller v. INTERNETCO CORR WIPO Case No.
D2000-1734. Mr. Diller, the media mogul had no tilsuestablishing
common law rights in his own name, although higntle fame was his
ownership of the media companies and his role adfare bearer of those
companies. The panel was able to conclude that:

“The Complainant is claiming common law servicemiagkts in his
own name which he contends is widely known to tiheeAcan public
as an unusually successful and knowledgeable sssaecutive and
investor.”

They were linked to a pornographic sites and yhwelled offers to sell had
been made, so he succeeded in the whole case.

In UBS AG v. has book publishers, InaNVIPO Cases No. D2001-0637 and
D2001-0639 there were two domain names <ubs-pbeatdng.com>
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(D2001-0637) and <marcelospel.com> (D2001-0639)Odpel was the
Chairman and the former CEO of the Bank. The websitere used to air
allegations of money laundering and corruptiont®y Bank for which it was
said Mr Ospel was responsible. The Bank had regteademarks on UBS
and similar and the panel found that the first domame was confusingly
similar to those marks.

But could the only Complainant, the Bank, compkout the domain name
in Mr Ospel’'s name? The answer was given in thesas:

“Complaints about misuse of a famous name in a domame should
be made by the person whose name is being so ldeeatver, Mr.
Ospel is not the Complainant in D2001-0639. Thereehbeen
complaints in other cases from famous persons \vake hlleged that
a domain name is identical or confusingly simitatheir own name.
The Policy requires the domain name to be identicabnfusingly
similar to a mark in which the Complainant has tsgiNormally this
requirement refers to a registered trade or semiek where the
Complainant is registrant or licensee. The situnasomore difficult
where there is reliance by a Complainant upon aegistered or
‘common law’ mark.

The Complainant in D2001-0639 makes no referenemyo
assignment by Mr. Ospel of any rights over his @eas ‘mark’ that
relate to his personal reputation and fame amdistiom the
Complainant’s. Because he was the CEO and nowderasof the
Complainant, it might be argued in terms of parphré(a)(i) of the
Policy that the Complainant has rights in the comraov mark
created by Mr. Ospel’s international reputationwdger, in the
Panel’s view, so to argue would be stretching tbedw of the Policy.

The fact that someone else has registered a sidulaain name (i.e.
<marcel-ospel>) without challenge from the Compainor Mr.
Ospel is immaterial in this present context. ThedP#& confined to
the facts of the present case.

There is nothing to stop Mr. Ospel in his own nanaking a
Complaint against the present Respondent that wraid to be dealt
with on the evidence. Consequently the Panel caimubthat in
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respect of the domain name <marcelospel.com> jr$tecfiterion has
been proved.”

Similarly, where there is a common law trademasineed by an individual
and he is deceased, his widow cannot make a camplased on a claim
that she has inherited the common law trademask gsi inEinstein’s case
there was no evidence that this had been doneristdin’s will. So in the
absence of evidence of the proper law and/or obtisnessman’s will, the
panel will not assume that the widow may bringabmplaint. But a
company he founded may bring the complaint, ifgaeel finds that it has a
common law trademark in the individual’s name,takd in Wal-Mart
Stores, Inc. and Mrs. Helen Walton v. Bestinfo/DawVeblh WIPO Case
No. D2005-0086, because it had used the name SANL'MIA in its trade.

Another case where business people failed ongbigiwas ifEstee

Lauder, Inc. v. Jeremy Stamper d/b/a P&IPO Case No. D2003-0036.In
that case the company had registered trademati&inEstee Lauder and
Lauder. The disputed domain names at issue werekllauder.com> and
<ronaldlauder.org>.

The panel held that the domain names were not sorgfly similar to the
Estee Lauder trademark because, as it was said:

“ Even though they share the "Lauder" family nathe,different first
names clearly refer to two different persons, artdrhet users
viewing the domain names are therefore unlikelgdleve that the
Complainant is associated with them.”

Nor were the domain names confusingly similar solthuder mark. As the
panel said:

“The Complainant also contends the disputed domames are
confusingly similar to the Complainant’s "Lauderark, which is
based on the family name of Estee Lauder. The Caimgit makes a
number of arguments to support this contentiorstFine
Complainant argues confusing similarity becausteffamily
affiliation between Ronald Lauder and the compastg& Lauder.
The Complainant offers no legal authority for tbasitention and the
Panel does not find it convincing. To be sure,ghsmaffiliation
between a son, Ronald Lauder, working for a compBsiee Lauder,
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Inc., that was founded by his mother, Estee Lausiat;,. in the Panel’s
view, this affiliation is not likely to confuse ange into believing that
there is a relationship between Complainant andligguted domain
names.

Next, the Complainant argues that Ronald is a gemard added to
the famous Lauder mark. The Complainant cites abeuraf UDRP
cases but they are not apposite because thedimst iRonald"
certainly is not a generic term (cf. "Microsoft Hefrbeing found
confusingly similar to the mark "Microsoft" in Migsoft Corporation
v. StepWeb, WIPO Case No. D2000-1500 (January Q@1 3"

Thus the panel concluded:

“The Panel finds the disputed domain names, <rd¢aadidr.com> and
<ronaldlauder.org>, are not confusingly similathe Complainant’s
marks "Estee Lauder" and "Lauder". Thus, the Comafd has not
carried its burden of proof under the Policy atagaaph 4(a)(i).”

But business people can succeed, on appropriateresa, as did Philip
Berber inPhilip Berber v. Karl Flanagan and KP Enterprise$VIPO Case
No. D2000-0661. He had received worldwide publigityen the online
trading brokerage firm that he founded was sol@harles Schwab & Co.
for $488 million.

He established common law rights in his name bexassthe panel put it:

“The Complainant is a well known businessman. Tiespreports
surrounding the success of his business show éhaaé a significant
reputation in the field of electronic trading obsiks over the Internet.
Were anyone to try to set up an electronic stoattitig business or to
offer software related to this field no doubt MrrBer would have an
arguable case in passing off.

To this extent he can be said to have common Igltgiin his name.”

A recent decision, moreover in a defended casayshgain that on proper
evidence, it is possible to establish common lademark rightsGaetano,
Inc. d/b/a Lisa Curran Swim v. Texas Internation&roperty Associates
WIPO Case No. D2007-1428.
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Cases concerning business people that have beert los

It should not be surprising, however, that businessple have also lost such
claims.

Thus, inJoacim Bruus-Jensen v. John Adamsew/|IPO Case No. D2004-
0458, the complainant owned some Danish investo@npanies and it was
sought to be shown that he had common law tradengrts in his own
name. The panel rejected this argument on the grthat the evidence to
support such a claim had not been adduced. Thsesidit

“In Ahmanson Land Company v. Save Open Space asxctrBhic
Imaging Systems, WIPO Case No. D2000-0858 and Akorahand
Company v. Vince Curtis, WIPO Case No. D2000-08b8,Panels
found that trade names or marks that have, throsghe, become
distinctive of the users’ goods or services in carea may be
protectable as they have acquired a “secondary ingpamn the
former case, it said: “A mark comprising a persaorahe has
acquired secondary meaning if a substantial segaighe public
understand the designation, when used in connegfithnservices or
a business, not as a personal name, but as reféoranparticular
source or organization.”

This is not the case here. There is no informadiaalable to the
Panel that the Complainant has acquired such adappmeaning in
his personal name as a reference to a particulscs@r organization.
This is not the case here. There is no informadiaailable to the
Panel that the Complainant has acquired such adagpmeaning in
his personal name as a reference to a particulscsor
organization.”

David Pecker v. Mr. FerrisWIPO Case No. D2006-1514 is a recent and
instructive case on the dangers and pitfalls is¢l@roceedings. Mr David
Pecker was and {Shairman and CEO of American Media, Inc (AMI). a
magazine publisheOne can readily understand Mr Pecker’s conceonitab
not only having his name used as domain name buvébsite that the
malefactors decided to establish because of tleeiasi®n between his
name and certain blandishments But he failed tabésh common law
rights because of the lack of evidence. This welea case where the
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complainant’s advisers failed to understand thieidihce between making
an assertion and adducing evidence to prove tleztass The
complainant’s advisers had asserted that he hathenon law mark, but
adduced no evidence to that effect and in particwdae of the exhibit
material that must have been available.

The Complaint had asserted that the ComplainantGhasman and CEO of
American Media, Inc (AMI). a magazine publisher dradl submitted that
his “name is used to promote AMI and the publicenstinds his name as
referring to AMI”. But as the panel said:

“In any event, other than the broad assertionsadiidhvit cited
above, “the Complainant has made little effort@awance the Panel
that it has common law trademark rights in the atisg domain
name”. Gene Edwards v. David Miller, WIPO Case N2003-0339.
For example, the Complaint does not provide anybéshshowing
Complainant’s use of the name as a trademark. B®Cdomplainant
provided any evidence other than the cited statésrbat the name is
being used for trade or commerce.”

Mr Pecker was therefore unsuccessful, a very badtrior someone of his
prominence.

Another case where common law trademark rightsccoat be established
wasMarvin Lundy and Law Offices of Marvin Lundy, LLP vScott E.
Idmaond (Scott E. Diamond)WWIPO Case No. D2001-1327. He was a
lawyer who claimed to be famous in his city, b Respondent denied this
and, as there was no sufficient evidence put fa@werify it, the
complainant lost.

In at least one extreme case, the panel foundhkatomplainant had
common law rights after expressly finding there wasvidence from the
complainant to that effect, but that the panel d@a conclude on the
evidence of the respondefeert Hofstede v. Sigma Tuw&/IPO Case No.
D2003-0646.The basis for this approach was thaCtimaplainant claimed
to be and the Respondent affirmed that he wastmgluished,
international, academic scholar.

A more recent loss was that suffered by Birgit Regisone of the Rausing
(Tetra Pak) family who was also an author. The @B&git Rausing, AB
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Tetra Pak v. Darren MorgapnWIPO Case No. D2008-0212. The panel held
that it was not enough for the individual to hav&ten three books and
apparently felt that the complainant would havedege written more than
three books and to have acquired real fame asufi,nest simply being a
famous person who had written three books. Thelpamp®sed what some
might regard a stringent test in saying:

“Even accepting thish@ving written three bookss evidence of the
first Complainant’s authorship of such books, asd of the name
“Birgit Rausing” in trade or commerce, it does sbhbw for example
that the first Complainant has sold a significamtnber of books, or
that a substantial investment of time and resouresdeen made in
the marketing of such books, or that the Complaisdooks
themselves are famous. In sum, it does not, ombeajastablish that
the name “Birgit Rausing” has acquired a signiftaaeasure of
distinctiveness or secondary meaning in conneettim her work as
an author. All of these things may be so, but tinelén of proof in a
proceeding under the Policy falls squarely on then@lainant,
particularly so in cases of claimed unregisteradgémark rights in a
name.”

It will be recalled that theélillary Clinton Casewas won on the ground that
she had written books for which she had been aidit would not seem
that the panellist in thelillary Clinton Casewould have adopted the notion
that there was a sliding scale and that only inuby@er echelons of authors,
based on the number of books they had written, Wene to be found those
who had established common law trademark rightsair own names.

When trademark rights must exist

Trademark rights must exist at the time of makimg complaint taken to
mean at the time of filing of the complaiR: E. ‘Ted’ Turner and Ted
Turner Film Properties, LLC v. Mazen FahmMWIPO Case No. D2002-
0251.

The general analysis based on this and similasaed has been criticised
in Bruce Springsteen -v- Jeff Burgar and Bruce Sprirtgen ClubWIPO
Case No. D2000-1532.
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It was said that there was nothing misleading aboohecting the domain
name to the ‘celebrities. .1000 site’, which thesptendent had done.
Celebrities like Springsteen, it was said, wouldeot to be mentioned on
such a site. The panel said:

‘...the users of the internet do not expect all ditearing the name of
celebrities or famous historical figures or poldits, to be authorised
or in some way connected with the figure themselVag internet is
an instrument for purveying information, commemigl @pinion on a
wide range of issues and topics. It is a valuablece of information
in many fields, and any attempt to curtail its geeuld be strongly
discouraged. Users fully expect domain names imwratg the
names of well-known figures in any walk of life éwist
independently of any connection with the figurentiselves, but
having been placed there by admirers or critiadh@sase may be’.

But this is not, however, the majority view beingpeunded by UDRP
panellists today and several of them have said so.

Conclusion on common law trademarks

The current position on common law trademarks, tieethat a complainant
may establish unregistered trademark rights basexhaondividual name
and succeed in the claim on that basis. But this fa@ very important, as is
the evidence adduced in support of them and wirdeine the outcome of
any given case.

The further requirement: Confusingly similar

It should also not be forgotten that even if a camraw trademark has
been established, the celebrity must still showttdomain name he is
complaining about is identical or confusing similaithe trademark he has
established.

A salutary reminder that this may not always sudas®onald J. Trump
and Trump Hotel & Casino Resorts, Inc. v. olegevienko a/k/a Oleg
Evtushenkq NAF, Claim Number: FA0110000101509. In that chseas
held that the domain name <porntrumps.com> wasausingly similar
to the TRUMP trademark because readers would socase it with
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Donald Trump, but with the notion that pornograghigceeds or is
paramount, i.e. trumps in the card playing sense.

Mr. Trump was the source of a similar failurddonald J. Trump v. eStore
of New YorkWIPO Case No. D2007-0119, where the domain nanse wa
<trumpfurniture.com>. It was held that the domaame was not
confusingly similar to the trademark TRUMP as fture would not
necessarily be assumed to be one of his businggiies and the word
‘trump’ itself would not necessarily be taken &bar to Mr. Trump; it had
other meanings such as its use in card games atah®tions, in the same
way that ‘Sting’ does not necessarily refer tog¢hesrtainer, but could be
taken to refer to a bee sting or the ambush oinairtal enterprise.

A more recent case shows the difficulty that mageain convincing a
panelist that a domain name is confusingly sintbea trademark, a case we
have already notedRirgit Rausing, AB Tetra Pak v. Darren Morgan

WIPO Case No. D2008-0212.

The panel held that there was no confusing sinyléetween the domain
name <birgitrausing.com> and the registered tradeiRAUSING (Ms
Rausing had not established common law trademghiksrin her name, but
the company had a registered trademark in RAUSI&AEIhe viewer may
not think the domain name was referring to thednaalrk, but rather that it
was referring to the individual, Ms Rausing, whosvi@mous in her own
right.

In many cases, however, celebrities will be ablprave to the satisfaction
of the panelist that the domain name is confusisgtylar to the trademark;
this will be so because it was the intention offieeson who registered the
domain name that it would confuse people into timgkhat the domain
name was ‘official’ or was referring to the celépmor his trademark. For
example, it was probably no co-incidencé&saetano, Inc. d/b/a Lisa
Curran Swim v. Texas International Property Assoteg WIPOCase No.
D2007-1428 that the Respondent made a slight diffa in spelling the
name of Lisa Curran when registering the domainenghsacurren.com>
and <lisacurrenswim.com>.

The panel had no difficulty in finding confusingrslarity and in saying:
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“The disputed domain names <lisacurren.com> and
<lisacurrenswim.com> differ from Complainant’s Martxy
only one letter. The disputed domain names araallyt
identical and confusingly similar to Complainan¥isirks. But
for the typographical error of one letter in eatlthe domain
names, the domain names are identical to Complésan
Marks.”

There are also in the case of celebrities, casesenthere is confusing
similarity between the domain name and the tradkenesen where the
domain name contains an additional word. ThuS§tartrek

Paramount Pictures Corporation v. Buy This Domairka Domains Best
Domaing WIPO Case No. D2003-0058, it was held that adtbritpe
STARTREK trademark the word ‘armada’, did not prve
<startrekamada.com> from being confusing simil&B8TAARTREK. That is
so because people associate the notion of the armifld the Startrek series
and would assume that the ‘startrek’ in <startnedda.com> was the same
as the ‘startrek’ of the trademark. As the pangl:sa

“ Appending the phrase "armada" or "armada2" toniaek does not
signify a different field of use, unlike appenditig phrase "travel” to
the mark "CITI," which is best known in conjunctiaith financial
services.

Another example of the same principle is to be ébumaRolling Stones
Case Musidor B.V. v. Phil K.,NAF Case: FA0602000648140 where the
addition of the word ‘concerts’ to the trademarkBEBTONES and
dropping the ‘THE”, to make<stonesconcerts.com>ictvithe panelist
referred to as having ‘an obvious relationship tom@lainant’s business
activities’, did not prevent a finding of confusisgnilarity.

A similar situation with a similar result arose@®orge Foreman Ventures
LLC v. zinnia c/o Zinnia GonzaledNAF Case: FA0599036 where the word
‘enterprises’ had been added to the trademark ‘@eboreman’. The panel
decided that there was still confusing similarity.

See, as another example of the same problem thadhe of confusing
similarity can pose for complainants, in the cohti#fiXhe Australian country
code ‘. com.au’,WOW Audio Visual Superstores Pty Ltd v. Comonoz Pty
Ltd, WIPO Case No. DAU2007-0003.
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Designating the Right Complainant

It probably goes without saying that care mustaben to ensure that the
right party is designated as the complainant aatttiat party is the one
who is entitled to the common law trademark rigirid entitled to take
action to protect them.

One case where this could have been an issueGese Kelly Image Trust
v. BWI Domain Manage WIPO Case No. D2008-0342 where it seems the
panel found that a trust was the correct complajraserving that:

“ The rights in this mark were transferred to then{plainant upon
Gene Kelly’s death in 1996 pursuant to the Dedlamadf Trust. The
Panel therefore finds that the “Gene Kelly” namd ttademark is
still used substantially in trade to promote higqenance services.”

The Next step

Let us assume that our celebrity Complainant habkshed a registered or
common law trademark, that the Complainant hagsighthat trademark
and that the domain name at issue is identicabofusingly similar to the
trademark. We may then confidently expect thatpéueellist considering the
claim will find that our celebrity has reached sh&bour on the first of the
three elements that must be established underEiPto make out the
claim.

But is now time to consider the second of thosedements.
Rights or legitimate interests.

A celebrity complainant in UDRP proceedings hagrtuve, like any other
complainant, the remaining two elements under papg4 of the Policy to
succeed. The three elements that must be proveneb@icomplainant can
succeed are:

() The domain name is identical or confusingly ikamto a
trademark or service mark in which the Complainuatge
rights; and
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(i) The Respondent has no rights or legitimatenests in
respect of the domain name; and

(i) The domain name has been registered andirggused in
bad faith.

Thus, the celebrity must now prove the second atentigat the party who
registered the domain name has no rights or legigrmterests in it.

But by virtue of paragraph 4(c) of the Policy arydwmy of defence to the
claim, it is open to a respondent to establishigists or legitimate interests
in a domain name, among other circumstances, byisgany of the
following elements:

() before any notice to you [Respondent, whosteged the
domain name] of the dispute, your use of, or dertnahke
preparations to use, the domain name or a name
corresponding to the domain name in connection aitona
fide offering of goods or services; or

(i) you [Respondent] (as an individual, businesspther
organization) have been commonly known by the domai
name, even if you have acquired no trademark ercger
mark rights; or

(i) you [Respondent] are making a legitimate cmmmercial or
fair use of the domain name, without intent for coancial
gain to misleadingly divert consumers or to tarrirsh
trademark or service mark at issue.

The use of the expression, “among other circumstna the introductory
words is important because it shows that the regpanthe party that
registered the domain name and is now under clyal|as not confined to
the three situations described in paragraph 4 {® wants to defend the
domain name. Respondents who want to bring themseWthin one of
those criteria, may do so, of course, but if thentrto rely on other
circumstances not mentioned in any of the thrdera, they may do that
instead. Thus, if a respondent proves any of tekgaents or indeed
anything else that shows it has a right or legitematerest in the domain
name, the complainant will have failed to dischatg@nus to prove its case
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and the complaint will fail.

But it is often difficult for the complainant tostiharge that onus because it
has to prove a negative, which may be well nighdssible. If you think
about it for a moment, all that the Complainant rkagw is that his or her
name has been taken and used in a domain name.fAgrarseeing who it

Is who registered the domain name, which may gseeto a few clues as to
the basis on which the respondent registered thne r@and what claim he
might have to it and perhaps looking at the welisit@hich the domain
name is linketf, the complainant is in the dark and may know mtaf the
claim that the registrant has to the domain name.

Accordingly the practice has been developed wheitab said that the
complainant must initially prove onlymima faciecase that the respondent
has no right or legitimate interest in the domame, whereupon the onus
moves to the respondent to rebut fid@tna faciecase. If the respondent
says nothing, thprima faciecase will not have been rebutted and will have
carried the day; the complainant will be takenawénproved the second
element that the respondent has no right or legteénnterest in the domain
name.

This is set out in paragraph 2.1 of the valug&Verview of WIPO Panel
Views on Selected UDRP Questiofis

Some examples
Sub-paragraph (i)
-bona fide offering of goods or services

Examples of the sort of case where a responderiideassuccessful under
sub-paragraph (i) have been where the respondsfotegithe dispute, was
using the domain name as an email address seoriceistomers or where
he connected it to a site which simply carried atisements for a wide
range of products. Those uses may, subject td glleocircumstances, be
regarded as legitimate.

3 0r ‘to which it resolves’, as it is put by thoserking in this field.
34 Seewww.wipo.intand follow the links to the Overview.
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If the respondent was doing the latter, but a sispiarose that it was
cashing in on the complainant’'s good name anddrtortrade off that name
by offering, for example, generic branded produatdyy diverting hits to
his own site, the panel would probably say that matdegitimate.

An example where the respondent succeeded on patadr)(i) and thus
was able to show that it had a right or legitimaterest in the domain
name, was a case we have already looked at urelérdhelementThe
Hebrew University of Jerusalem v. Alberta Hot Ro#§J]PO Case No.
D2002-0616.

The domain name at issue was <alberteinstein.c&mstein had left
literary works to the University. The domain namasviinked to
<celebrity1000.com> which was a legitimate comnarsite with
information about many celebrities.

The panel said:

“Because Dr. Einstein died long before the advéthe
Internet and was not in his lifetime engaged indingply of
goods or services under his name, this Panel fhratsvhat
Internauts are seeking when they enter the dispidedhin
name is information about Dr.Einstein. That is ppely what
Respondent’s site <celebrity1000.com> contains . ofdiagly,
it was not misleading for Respondent to selectws®lthe
disputed domain name to lead to that site northerabove
reasons, does the use of the disputed domain ramntad
purpose tarnish Complainant’s trademark.

The Panel finds that, before notice to Respondethii®

dispute, Respondent used the disputed domain mame i

connection with a bona fide offering of goods avaees,

within paragraph 4(c)(i) of the Policy...”
Sub-paragraph (ii)

-commonly known by the domain name

There are a few, but not many, examples of sudnessspondents who had
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the foresight to register domain names in their oames and who were
able to rely on under sub paragraph (ii) when thght to the domain name
was challenged.

It must be borne in mind that what must be showhas the holder of the
domain name wasommonly knownby the domain name. Sometimes,
respondents argue in their response that as theythve registered holder of
the domain name, they were ‘commonly known’ by theane. That does not
follow and is not a correct application of the Bwlilf it were, it would have
been completely pointless to include sub parag(&pim the Policy. The
respondent must go further than showing that he tdomain name and
must virtually show that it was his name or thdtatl come to be understood
to be his name for all practical purposes.

The illustrations will make this clearer.

First, there is the lucky Mr. A. R. Mani in.@. Modefine S.A. v. A.R.
Mani, WIPO Case No. D2001-0537 who was able to showhisatame
was in fact A. R. Mani and that, as he had inclualédf the letters of that
name in the domain name, <armani.com> and no gthersame within sub
paragraph (ii). The panelist accepted this argurardithe decision was
probably correct.

Then there was the equally lucky Maggi familySaciete des Produits
Nestle S.A. v. Pro Fiducia Treuhand AGVIPO Case No. D2001-
0916.whose name was naturally coveted by the NEsthepany. The family
was able to show that their name was Maggi andttiegthad included that
name and only the letters making up that nameam tomain name
<maggi.com>. Like Mr. Amani, they were successful.

Looking at the current websites, it seems thagradising, both the Armani
company and Nestle were obliged to buy the resgedibmain name.

Such cases are really a matter of fact to be dé@de way or the other. The
argument that the respondent was commonly knowthdylomain name
was unsuccessful iaeter Frampton v. Frampton Enterprises, IndNVIPO
Case No. D2002-0141, but successfulMaider Publications Inc. v. Don

Ho Cha, WIPO Case N0.D2001-0105, the latter decisiondpsignificant

as the domain name was <musclenfitness.com> ana mote regular given
or family name.
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Sub-paragraph (iii)
-making a legitimate noncommercial or fair use oftte domain name

Cases arising under sub-paragraph (iii), wheraugtrbe proved that the
domain name holder was making a legitimate non-ceraal or fair use of
the domain name, generate a lot of debate, paatlgudround the issue of
free speech. Thus, if the domain name is a gerfgireks” case where the
domain name is being used for a strictly non-conera&criticism site, it
may be concluded that this was a legitimate exemidree speech. Again,
if a registrant registers a domain name in the nahaecelebrity, as we will
see shortly and uses it to conduct a strictly nmmioercial fan site, the
panel may well say that such a use of the domammengives rise to a
legitimate interest in the domain name and theyatldransgressor may end
up keeping the domain name.

One case where the respondent succeeded is thpisbsentionedThe
Hebrew University of Jerusalem v. Alberta Hot Rod8]PO Case No.
D2002-0616 where the panel also found that “...withamagraph 4(c)(iii) of
the Policy, Respondent is making legitimate fag asthe disputed domain
name, without intent for commercial gain misleadirtg divert consumers
or to tarnish Complainant’s French registered tmaaix ALBERT
EINSTEIN.” The basis on which the panel made tlemigsion was that the
<clebrity1000.com> site, to which hits on <alberstein.com> were
directed, provided information on Albert Einsteas, people would expect to
find. They would not expect references to particatammercial offerings,
because Einstein was not known for them duringdifesme and,
consequently, no one was mislead.

The panel also found that a right or legitimatenast was established within
paragraph 4(c)(i) of the Policy, because the <c#ldl®00.com> site had
links to offerings of goods and services like < aoracom>.

Accordingly, the decision seems to be saying thatse may be made out
under paragraph 4(c)(iii), even although thereoimmercial activity on the
website.

So, in celebrity cases, the celebrity will havetove the same as in all other
cases and the challenged holder of a celebrity donamne will have the
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same defences and the same opportunity to showasha hght or legitimate
interest in the domain name as the respondentyiotérer case. But it will
get the same short shrift if its conduct negatgsnammally accepted notion
of legitimacy; thus IrA & F Trademark, Inc., Abercrombie & Fitch Stores,
Inc., Abercrombie & Fitch Trading Co., Inc. v. PaytNight, Inc.,WIPO
Case No. D2003-0172, it was held that linking tbendin names of the
celebrity outfitters Abercrombie & Fitch to pornaghy sites denied there
being any right or legitimate interest in the domaames on the part of the
registrant.

Nevertheless, some interesting and unique issuesdréen in the case of
the celebrity domain names where these issuesdwmme up for decision.

In so far as there is such a thing as an ‘ordicasg’ in this unique field of
disputation, in the ordinary case where the responkas taken the
celebrity’s name and used it in a domain name faahbtly improper
purposes, like linking it to a pornography sitausing it to sell all sorts of
blandishments, the celebrity complainant shouldhae®e too much trouble
in proving that his opponent has no right or legéte interest in the domain
name that has been registered.

Applying all of the above principles, the geneedttof what is required to
show that the Respondent did not have a rightgiieate interest in the

domain name was given Richard Juzwin v. Glen Stephens Stamp$AF
Case: FA0097690. (2001a particularly clear casehere the Panel said:

“Respondent uses the <richardjuzwin.com> domainenamesolve
to its own competing website. It is firmly estahksl that such a use
does not constitute a bona fide offering of goadsasvices pursuant
to Policy 1 4(c)(i). See, e.dglicketmaster Corp. v. DiscoverNet, Inc.,
D2001-0252 (WIPO Apr. 9, 2001) (finding no bonaefidse where
Respondent generated commercial gain by intentiyoaal
misleadingly diverting users away from the Compait’s site to a
competing website); see alslorth Coast Med., Inc. v. Allegro Med.,
FA 95541 (Nat. Arb. Forum Oct. 2, 2000) (finding lmona fide use
where Respondent used the domain name to divernkttusers to its
competing website).

Respondent is not licensed or in any way authoriaece
Complainant’'s RICHARD JUZWIN mark and is not comryon
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known by the <richardjuzwin.com> domain name. MoB¥0
Respondent is using Complainant's mark to offerpmtimg goods
and services, which does not constitute a legigmain-commercial
or fair use of the disputed domain name. Thus, &&$gnt does not
have rights or legitimate interests under Poliefd)(ii) or (iii).

... Therefore, the Panel finds that Policy { 4(a)(@s been satisfied.”

It is then up to the respondent to get togethertevies evidence is available
to measure up to these requirements of proof astdw a legitimate
interest and it is for the complainant to show thiaat the respondent has
been doing with the domain name is inappropriatedoes not amount to a
right or legitimate interest.

So, in some cases that have gone to decisionpthplainant has made out
the case on this second element, i.e. that themedgmt who registered the
domain name has not shown that he has a righgtimtate interest in it.
But in other cases the respondent has been abl®w a right or legitimate
interest in the domain name and has succeeded.

We will look at some cases on each side of thaddivSome of them are
clear illustrations of cases coming under one erather of the sub-
paragraphs referred to above. Some are cases thiegoanel has been
influenced by a more general notion of right orntiegate interest, where the
panel has been not so concerned to put the case ane or other of the
sub-paragraphs, but to say whether the facts meaguto this general
concept of right or legitimate interest.

Cases where the respondent has failed to prove aghit or legitimate
interest in the domain name against a celebrity

This has frequently happened in the case of célebmvhere the respondent
has clearly been anxious to make money from purigia famous person’s
name. For example, icole Kidman v. John Zuccarini, d/b/a Cupcake
Party WIPO Case No. D2000-1415, the panel decided tleaR#spondent
had no right or legitimate interest in <nicholekiah.com> or
<nicolekidmannude.com>, partly because Nicole Kidrhad made out a
prima faciecase, an application of the reversal of the oriysanf already
mentioned and partly because of Mr Zuccerini’s tapon as a
cybersquatter. This is the more obvious type o eelsere the mere fact that
a regular cybersquatter has registered a domaie mamcelebrity’s name
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or adds “ nude” or some other derogatory word dftemame, calls out for
some legitimate explanation, which would seem twiliaally impossible to
provide.

Another example iBarry Diller v. INTERNETCO CORRWIPO Case No.
D2000-1734. Barry Diller, the media mogul, had rauble establishing
common law rights in his own name, although higtle fame was his
ownership of the media companies and his role adfere bearer in them.
The domain names were linked to a pornography aridshere had been
thinly veiled offers by the respondent to sell thé&ua it was held that there
was no right or legitimate interest that the regjor had in the domain
names. The panel said on this issue:

“The Respondent appears to be using the disputedidaname only
to link to many other domain names that offer pay\gew
pornography while, at the same time, making oveduo sell or rent
the name. As will be clear in the bad faith sectthrs cannot qualify
as a legitimate right or interest under the Padisyt infringes the
Complainant’'s common law mark rights in his own edm

Another and more recent case measured up, so fae @a@mplainant was
concerned, because of the obviously unprinciplediaot in which the
respondent had engaged. That wasddedra Todd Casésuprg. The
Respondent has used the website to display fdisenation regarding
Ms.Todd, a former business partner. In additieatiempted to use the
disputed domain name as leverage in attemptingltect money from her,
after she had been successful on the Donald Trymgeaticeship program.
He also attempted to sell the <kendratodd.com> domame to
Complainant. The Panel found that “these acti@mahstrate that
Respondent is not using the disputed domain namgitfter a bona fide
offering of goods or services under Policy § 4ja(ia legitimate non-
commercial or fair use under Policy  4(c)(iii).h®could not but agree.

Another celebrity case, which was undefended, shmmscircumstances
often arise where the lack of any plausible exglandor choosing as a
domain name the name of a famous entertainer, aljpasantees a
successful result for the celebrity complainantaflieEstate of Tupac
Shakur v. Shakur Info PagdNAF Case No: AF-0346, where the domain
name was<tupacshakur.org>. The panel describefdt¢heas follows:
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“Mr. Tupac Shakur, often known as 2Pac or Tupas aa
internationally known "Hip-Hop" musician, actor apdet, murdered
in 1996 at the age of 25. His recordings have soliibns worldwide.
Two of his albums, "Me Against the World" and "AYez on Me"
opened at number one on the record charts. "AlzEyeMe"
received quintuple platinum status. Since his ddathestate has
released three albums, all of which opened indpdén.

As an actor, Mr. Shakur appeared in numerous langiget
Hollywood features, including "Gang Related", "Goick'd" and
"Poetic Justice". Mr. Shakur also released a bdgoetry. He toured
numerous times throughout the world prior to hiatdeThere are
approximately 1000 web sites on the Internet deelitceo Mr. Shakur.

On January 9, 2000 the contested domain name \ges$ened in the
name of the respondent. The name does not resphse @ctive web
site. However, the respondent's registered emdrezd,
hiphopspot@hiphopspot.com provides an associagbnden the
respondent and the web site www.hiphopspot.comgiwéexploits Mr.
Shakur's recordings by offering for sale "bootlagtl "unreleased"
2Pac CDs.”

Especially because of the suggestion of commeesjalbitation, it would
have required a monumental effort to show a rigl¢gitimate interest in
the domain name and the panellist negated anyrsscait by saying:

“Having regard to the unusual name Tupac Shakerutidisputed
reputation of that name in relation to Hip-Hop neusnd the
respondent's active involvement in the supply @-Hbp music,
notably the recordings of Mr Tupac Shakur, throtlghrespondent's
web site www.hiphopspot.com, the panel finds thatrespondent
had knowledge of the complainant's mark when cimgpotsi register
the contested domain name.

The respondent has not been licensed or otherwtbergsed by the
complainant to use the complainant's trademarkocegister the
contested domain name.
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The name Tupac Shakur is not one traders in thedieHip-Hop
music would legitimately choose unless seeking¢ate the
Impression of an association with the complainant.

The respondent, despite actual notice of the caniplaas not
proffered any response which could clothe withtlawcy its
registration of the contested domain name.

For these reasons the panel finds the complairsntiischarged its
burden of proving that the respondent has no rightsgitimate
interests in the contested domain name.”

In The Wiggles Touring Pty Ltd v. Thompson Media PtidLWIPO Case
No. D2000-0124, the Australian Wiggles company teyilstered
trademarks over The Wiggles and Henry The Octopddlze Respondent
had registered<thewiggles.com> and <henrytheoctopos>. The panel
quickly decided that the domain hames were idelniictne trademarks and
then went on to find that the Respondent had rfasigr legitimate interests
in the domain names. That was so because the e@deas that it had
registered the domain names with the intentioretiing them. Indeed, the
head of the Respondent company had said he madeitgsfrom selling
domain names, so it was an easy case to decide.

But whether this element of right or legitimateeirgst is proved or not also
raises some interesting questions and fact situmtiothe celebrity context.

Thus, in theMadonnacase the Respondent who registered the domain
name Madonna and who for a time used it for aniekxgkex site, argued
that he had a right or legitimate interest in tbendin name for several
reasons. One of the reasons he advanced wasefai e was notified of
the dispute, he was using the name in connectitnationa fideoffering of
goods and services, namely running his adult entenient site.

The panel that decided the case found that he éaal bsing it for this
purpose, but it was concerned by the fact thataoeused the name
Madonna to do it.

As the Panel said:
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‘..., Respondent has failed to provide a reasonalp&agaation for the
selection of Madonna as a domain name. Althoughvibrel
"Madonna" has an ordinary dictionary meaning nebamted with
Complainant, nothing in the record supports a agich that
Respondent adopted and used the term "Madonnajod faith based
on its ordinary dictionary meaning. We find insteladt name was
selected and used by Respondent with the inteattriact for
commercial gain Internet users to Respondent’ssitelby trading on
the fame of Complainant’s maM/e see no other plausible
explanation for Respondent’s conduand conclude that use which
intentionally trades on the fame of another cancoosstitute a "bona
fide" offering of goods or services. To concludeertvise would
mean that a Respondent could rely on intentiorfeahmement to
demonstrate a legitimate interest, an interpratétat is obviously
contrary to the intent of the Policy.’(emphasis edid

The Panel was thus using a test that is often imse®RP proceedings,
which of course are not trials and where the pdoek not have a chance to
look the parties or witnesses in the eye and héat tiney say under cross-
examination. Because of that limitation, panelslDRP proceedings often
ask questions like: ‘why did the Respondent chabiseparticular name
over all other names that it could have chosen’ asthere a legitimate
reason why a party would have chosen this partiqdene?”’

In this case, not only had the Respondent givesaaan for registering the
name, but it was reasonably clear that he had ohtheename Madonna to
trade off the name of the famous entertainer ant sanduct could scarcely
be described dsona fide.

The Monty Roberts Case

Another case where it was held that the Respondienthad registered the
domain name did not have a right or legitimatergdgein the domain name
was The Horse Whisperer’ caseMonty and Pat Roberts, Inc. v. Bill
Keith, WIPO Case No. D2000-0299.

Monty Roberts had been able to register < mongmslkcom> himself and
use it for his website; so he already had one domame. He was now
challenging Bill Keith who had registered the domaame
<montyroberts.net>.



108 - 108 -

This decision is important because it raises theifscant issue of free
speech on the internet, which of course has allvaga advocated as being
one of the great virtues of the internet. In a Inells the respondent Mr.
Keith claimed as one of his grounds for havinggatror legitimate interest
in the domain name that he had been using it matdmmercial purposes,
but to stimulate debate and discussion or whadfesmed to in the ICANN
Policy as ‘legitimate non-commercial or fair usegmses’.

Thus he said:

"The website montyroberts.net is engagelkly in the dissemination
of legitimate news-worthy information about MontydRerts and his
horse training techniques from various sourceasacluding the press
and people who know him personally or have conlentav his
technigues andispute their validity' (Response, para. 8(a))
[emphasis added]

"The fact that Complainant and his lawyers arentg{to sway the
proceedings with information about Monty Robertgalth and
presumed stature by stating that he has won helsed
championships 50 and 60 years ago and is an aotladpook is
entirely superfluous to tHegitimate use of the montyroberts.net
website to disseminate information about his perpéing a fraud on
the public” (Id., para. 8(b)). [emphasis added]

He was thus relying on a free speech defence, wdfteh comes up in
domain name cases, especially where there is adBilates context or
there are US arbitrators deciding the case.

The New York Times principle

The Panel accepted the importance of free speetteanternet, but ruled
against it as being a defence in this case. Netetbre, before we go on,
that this is a finding that, in an appropriate ¢caéise exercise of free speech
may give rise to a legitimate interest in the domreame and defeat the
celebrity’s claim to the domain name. But the pnésase was not such a
case, the panel found, because:
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“...Respondent has impermissibly taken advantagleeof
Complainant’'s commercial interests in the mark.”

The Panel then delivered itself of what has beconeeof the most
prominent of observations by a panellist sincel@®&NN arbitration
process began. It said:

“However, the right to express one’s views is ha $ame as the right
to use another’'s name to identify one’s self assthece of those
views. One may be perfectly free to express hiseowiews about the
quality or characteristics of the reporting of tew York Times or
Time Magazine. That does not, however, transldtearright to
identify one’s self as the New York Times or Timadézine.”

Applying that principle to the present case thegbaaid:

“In the instant case, Respondent is using as d@stifier the domain
name "montyroberts.net". When an Internet useickearfor
Complainant’s mark, it will find Respondent’s welksaddress. There
Is nothing in the domain name to indicate thatsite is devoted to
criticism of Complainant, even though this critroiss apparent upon
visiting Respondent’s site. By using Complainantark, Respondent
diverts Internet traffic to its own site, therelgtg@ntially depriving
Complainant of visits by Internet users.

The fact that Respondent’s primary motive for dsthlmg its site
may be to criticize Complainant does not insulagsgondent from
the fact that it is directly and indirectly offegmproducts for sale on
its website, or at websites hyperlinked to its.site

In the instant case, the Panel does not disputedRdsnt’s right to
establish and maintain a website critical of Conmalat (without
prejudice to any claims Complainant may have raggrthe
truthfulness and intent of such criticisrhlowever, the panel does
not consider that this gives Respondent the righidentify itself as
Complainant Respondent is using Complainant’s famous mark to
attract Internet users to its own website. Uporhierw Complainant’s
audience, Respondent then directs users to a lséeeva book may be
purchased, a site where t-shirts and other itenysbhegpurchased, and
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to sites of persons who compete in the same chawhélade as
Complainant (that is, other noted horse trainers).

The Panel concludes that Respondent has not estathla legitimate
non-commercial or fair use of Complainant’s markn€equently,
Complainant has established the second elemensssyeo succeed
on a claim of abusive domain name registratiomigasis added).

The New York Times argumetitas become a major issue of disputation in
UDRP arbitration. A form of the same argument wseduin the_eonard
Asper CasgelLeonard Asper v. Communication X Inc.WIPO Case No.
D2001-0539, although the result was not that thebeiey, Mr.Asper, won,

as you would expect, as he was able to disprovagheor legitimate

interest defence; rather, the result was that éfebdty lost as he had been
unable to prove the first element, namely thatam dcommon law
trademark in his own name. But on the issue ofitii@ or legitimate

interest that the domain name registrant might eagkin the domain name,
the panel described the facts and its conclusiathigrissue as follows:

The Respondent says that his possession of the Blomain Names
involving the Complainant is integral for it to m&in both the
artistic merit and the purely satirical nature afeb site created by
him entitled Who Wants To Be A Canadian Media Baiidme site, he
says, "was designed in response to the both thelgqdy of the
program WHO WANT TO BE A MILLIONAIRE [sic], and the
public outcry over Canadian media mergers and aitopns,
particularly those of the complainants.” The sigswperated as a
game with people answering a question "Who WanBeté
Canadian Media Baron" with the options including @omplainant

in this case. This site is not now available, shgsRespondent, due to
the fact that the Domain registrar required thaeidisabled, although
a screen shot of one of the frames from the muttienproject is
annexed to the Response. A copy of the communigafrom the
registrar to this effect is not provided.

Previous Panel decisions have held that it is pptapriate to use the
name of the entity whom one wishes to criticizeétmbasis of "fair
use" to divert Internet traffic to the site. See Monty Roberts case,
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above, along witlCompagnie de Saint Gobain v. Com-Union Corp,
WIPO Case No. D2000-0020 aAtimanson Land Company v. Save
Open Space and Electronic Imaging SystamMi$O Case No. D2000-
0858.”

Accordingly, the panel found that the respondendtmaright or legitimate
interest in the domain name.

Another failure to make out rights or legitimatéeirests, i.e. where the
celebrity complainant succeeded, rasmdation Le Corbusier v. Mercado
M., WIPO Case No. D2004-0723. The respondent ardwsdhiere was a
right or legitimate interest in the domain nameduse the website was a fan
site and using a domain name for a fan site wasrtege. The trouble with
the argument and what militated against a findirg it was legitimate, was
that the site was made to look as if it were ttirciaf Le Corbusier site and
there were also some commercial links attached tbwas therefore not a
pure fan site.

Likewise, in the case of the Slovenian female nuytclist Bernardka Pulko
v. Greg Frazier WIPO Case N0.D2006-0099, the respondent failesthoav
a right or legitimate interest in the four domaames at issue, all of which
incorporated Ms.Pulko’s name. Here again, as irMbety Roberts Casé
was really because the domain name incorporatetlatiemark owner’s
name that was determinative.

The website of the domain name <benkapulko.com*dedcommercial
website which was a portal and included links &bwages where
motorcycle products could be ordered, whereas ttier dlomain names
went to the home page of Google.

The question was whether the commercial activityhenweb site was
legitimate ? The case in interesting for that pagpd he answer was, as the
panel put it:

“The Panel finds that these activities do not misleeuse of the
domain names legitimate. “Legitimacy” presupposes there must
be some justification in the choice or adoptiothaf domain names,
in the present case, such a justification seenksnigc. ..
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All four domain names at issue represent the patstame which
Complainant uses, and by which she is known tagtbleal public.
The domain names at issue were previously regastere
Complainant. The <benkapulko.com> domain name \gasused on
the cover of Complainant’s published and awardeask§éround the
World Following the Sun”.

All four domain names also represent Complainantegistered
mark. In this situation it cannot be legitimate fdRespondent to use
the domain names without permission from Complairtan

All four domain names give, because of the stromgigarity to
Complainant’s name and mark, the false impressiohbeing
associated with Complainant. Due to this there st@ntial for
customers and for the public to be misleadingly elited.” (emphasis
added).

Where the Respondent does not defend the proceedsg

It often turns out that the respondent does ndy tepthe Complaint, which
enables the panel to say that the respondent hagpamtunity to say what
his right or legitimate interest was and yet hé&thto respond.

Indeed, Rule 14(b) provides in effect that in tasecof such a default, the
panel may draw “appropriate” inferen¢esPanellists who decide these case
often rely on the default of the Respondent to kalethat there was no

right or legitimate interest, for if there were aheould have been easy
enough for the Respondent to say what it was.

This was the case Dr Roger Libby v. Tunga Tuzlaci and/or Tumay

Asena Case No. D2001-134éhere the sex therapist Dr Roger Libby had let
his domain name expire and the fleet of foot redpahwho quickly
registered it asked for an offer to sell it backia.

The panel was able to say:

“The Panel can think of no reason why the Respanuhéght
reasonably claim to have rights or legitimate iests in respect of the

% Rules for Uniform Domain Name Dispute Resolutiafidy
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Domain Name and finds that the Respondent hagyhtsror
legitimate interests in respect of the Domain Ndme.

The need for evidence

It must be remembered, however, that the Compléisaase must be
proved. It is not sufficient to make assertions;arified by evidence, as was
done in the case concerning the pornography staieSyaint:Silvie
Tom¢alova a.k.a. Sylvia Saint v. Juan Camp®/]PO Case No. D2006-
0379. In that casthe panel found that the complainant had faileshimwv

lack of right or legitimate interest by simply magian assertion to that
effect. The panel responded to this assertion iynga

“ ..., this is not a case where the Disputed Domsimat being used.
Indeed, the Complainant positively maintains in¢batext of her
submissions as to bad faith that the Disputed Doniaks to a “third
party web site” that “competes” with the Complaindnhwould not
have been difficult for the Complainant to go onl anthe very least
explain the nature of that “competing” use from evhconclusions as
to legitimate rights and interests could sensil@dydbawn. However,
...no further information is given. It may well beatithe Complainant
Is right when she asserts that this site doeswolve a bona fide
offering of goods or services. However, withoutlier explanation as
to why this is the case, this is essentially littlere than an assertion
that we are left to take on trust. The Panel do¢shink that this is
sufficient.”

Another case where assertions were held to bermaigh, in this case
assertions by the respondent that he had a rigbgiimate interest, was
Glory Establishment v. FutbolMasters Ltd., FW, FNgteve Leighton
WIPO Case No. D2007-0439 concerning the footb&kde. The panel gave
the respondent a second chance to produce docampevidence which
would have existed if what the respondent had wasltrue, namely a letter
from Pele supporting him. But the respondent didpnoduce any evidence
to that effect. The panel therefore concluded:

“In the face of Pele’s letter and in the absencamyf explanation from
the Respondent, the Panel has little alternativédounfer for present
purposes that the Respondent’s claims as to ragiddegitimate
interests in respect of the Domain Names are gileasd
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So, a panel can and will make findings of factia way that a court will
make them, if necessary by drawing inferences ftomTailure of a party to
produce evidence, especially when the tribunal Hasftsit wants that
evidence. That was the process followed by thelpariele’s Casdo
conclude that the respondent did not have a riglggitimate interest in the
domain names.

The panel went through a similar process whenntecto bad faith.

Cases where the respondent has succeeded in provangght or
legitimate interest in the domain name

The cases we have been considering were cases thkeespondent who
has registered the domain nhame has not been ab#taiolish that he has a
right or legitimate interest in the domain namemgomes, however, a
complainant will fail to establish the second elamee. the respondent who
registered the domain name will prove that it digdnra right or legitimate
interest in the domain name and the Complainadetrark owner will fail.

In other words, some celebrity claimants lose wingng to establish that
the Respondent has no right or legitimate intaredte domain name.

One such case Isouis Vuitton Malletier S.A. v. Manifest Informatia
Services c/o Manifest HostmastBIAF Case No.FA0609000796276. The
high-end fashion luggage retailer Louis Vuitton Maeér filed a complaint
against Manifest Information Services, the regedleywner of the domain
name <lv.com>.

In its defence, the respondent drew attentiondont@bsite to which the
domain name resolved, namely www.lv.com. It wash®n a blank page,
but in the past it had been used as a directobasifvVegas services and
businesses. The respondent argued that it wapribisuse to which it had
put the domain name that gave it a right or legiterninterest.

The Panel agreed and found that the respondentraftige <lv.com>
domain name had a legitimate interest that wastitotes! by its having

been used in this way for a legitimate offeringgobds and that that use had
occurred before the dispute arose.
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It is interesting to note the specific aspectdefavidence which influenced
the panel and which lead to the conclusion that#se came within
paragraph 4(c)(i);

“Respondent contends that it used the disputed ihonaane in
connection with a bona fide offering of goods ave®s because it
previously used the disputed domain name to haeslaportal for

Las Vegas businesses. Respondent asserts thaenei®95 and
2001, it hosted several Las Vegas businesses thnargus uses of
the disputed domain name, and has included art¢higenet screen
shots as evidence of this assertion. This useguadtin not current, was
prior to notice of the dispute. ...Respondent ukedcklv.com>
domain name for a significant period of time fosimess purposes.
Respondent alleges that at all times his businassantirely unrelated
to that carried on by Complainant. ...Furthermore,disputed
domain name is comprised only of two letters, whictheory may
stand for several different things...Consequentlythenbasis of the
evidence submitted, the Panel finds that the despdbmain name
was initially used by Respondent in connection withona fide
offering of goods or services in accord with Polfcg(c)(i).”

The panel also found that the respondent had mat tiie domain name in
bad faith. No bad faith was shown for, althoughdbenain name had been
for sale, the panel said that this did not necdgsdrow an intention to
acquire the domain name to sell it to the Complatioa a competitor. So the
Respondent would also have won on that ground #vielad not won on
the ground of its having a right or legitimate nets.

Although Louis Vuitton Malletier used the 'LV' irats as a trademark, it had
thus failed to meet all three elements requireceutite ICANN policy to
transfer the domain name.

This case ended a run of good luck by Louis Vuidient had won several
other domain name casésiuis Vuitton Malletier S.A. v. Salvia
CorporationNAF Case No.: FA060096&puis Vuitton Malletier S.A. and
Marc Jacobs Trademarks, L.L.C. v. Unasi IldAF Case No: FA0603008
andLouis Vuitton Malletier, S.A. v. L Luj NAF Case No.: FA0630912,
concerning long strings of domain names based sgpullings and the
charmingly, but appropriately named, domain name
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<louisvuittonknockoff.com>. So by definition, inl @f those cases it had
shown that the respondent did not have a righggitimate interest in the
domain name in question.

Other cases where the respondent has been succeksfu

But to return to those cases where the respondanbvéen able to make out
a case for a right or legitimate interest in thendon name and thus defeat a
complainant’s case, another case where the resppooeld show it had
been using the domain name in businessivasVerner Kupper [Executor
of the Estate of The late Herbert von Karajan andiéite von Karajan v.
Karajan Pty Ltd WIPO Case No. D2000-1578, concerning the esfateeo
later conductor Herbert Von Karajan. The claimddibecause the domain
name and business name had been taken up by fondesnt and used in its
business for several years before the complainbbyKarajan’s estate was
made. The panel put the argument so conciselyttisalvorthwhile setting it
out in detalil:

“The first issue to be addressed is whether befolg 2000 - when
the Complainants first put the Respondent on netthe Respondent
was making bona fide use of the domain name ireisSa the
evidence before it [as set out above] the Panet oarclude that the
Respondent was trading legitimately under the domame. Second,
it would appear that the Respondent was commondyvknoy the
domain name in issue. Third, there is no evideaciggest that the
Respondent's use of the domain name in issuecisdatl
misleadingly to divert consumers or to tarnish2hmarks in issue.”

In Falwell's Casethat we have seen in the context of unregistered
trademarks, the celebrity complainant also failedause the respondent was
able to show that he had a right or legitimaterggein the domain name.
The ground that he was able to make out was thaatieised the domain
name to run a website that was a parody of Fal\bkt argument was
accepted.

Another successful case for a respondent concerights and legitimate
interests and which has already been consider#gkioontext of the
common law trademark was tBam Francis Caselhe case waBrederick
M. Nicholas, Administrator, The Sam Francis Estate Magidson Fine
Art, Inc WIPO Case D2000-0673. The reader will recall thet was the
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case where, unusually, there was a dissentingidedy the presiding
panellist.

The Respondent had registered the domain name rs&1s.com> and
used it for the website of an art gallery that smitl Sam Francis paintings
and a gallery that was commercial. However, equaiportantly, it did not
claim that it was Sam Francis’ own website.

The Panel found that the name ‘has acquired disteress and secondary
meaning as a common law trademark and service wiagk associated with
works of art.’

The Panel made the observation:

“The existence of a common law trademark or sermneek does not
prohibit art collectors or the general public froeferring to a piece as
a "Sam Francis" work. The existence of a commonttademark or
service mark does prohibit the use of the phrasen"Brancis" in a
manner denoting that a gallery or exhibition, wieetbhysical or
virtual, is sponsored or authorized by Sam Fraoclss Estate.”

The issue that the Panel then had to resolve wathehthe Respondent art
gallery had a right or legitimate interest in tlmghin name.

The Respondent claimed that it did and relied aagraph 4(c) of the
Policy which meant that it had to show that it was

“... making a legitimate non-commercial or fair usehe domain name,
without intent for commercial gain to misleadingliert consumers or to
tarnish the trademark or service mark at issue.”

Thus it was claiming that it was making a fair oé¢he domain name under
trademark law.The Panel accepted this argumeiieifallowing words:

“Respondent admits that it had actual knowledgiefworks and
notoriety of Sam Francis as an artist before itsteged or used the
Domain Name. However, Respondent is using the rtardescribe
the artist who painted the works it sells at théwie. As noted
below, Respondent may have rights or a legitimatrest in the
Domain Name, if it can be justified under the "fase" principles of
trademark law, ....
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Respondent suggests that it has made fair use @dimain Name
and although admittedly attracting consumers is thanner, claims it
has not done so in a misleading manner. The majoiithe Panel
finds that, because the Domain Name is identic#ieédSAM
FRANCIS marks, there is some basis for concludiag Respondent
has intentionally sought to attract consumers lyguthe SAM
FRANCIS name in the website www.samfrancis.com; éwav, upon
reaching it, Respondent has made clear that it@ranercial art
gallery selling Sam Francis workBhere is, therefore, no misleading
assertion that it is sponsored or authorized by #réist. Similarly,

the use does not tarnish the reputation of thetasince it is
presumably his paintings that are offered for bale.

The majority of the Panel believes that Respondeyt have, under
the principles of fair use or what is sometimesecbh "nominative
use" in the trademark law, a legitimate interegsh@Domain Name
pursuant to the Policy paragraph 4(a)(iii). Soméhefpanel members
are concerned, however, that this conclusion nabinstrued to mean
that every use of the artist’'s name to sell hisearworks would be a
fair use,so that this decision should be limited to the fadf this
particular case where the Respondent gallery maklesr on the
website that it is not the artist’s site and thais a commercial art
gallery selling the works of this particular artist(emphasis added)

The dissenting panellist was certainly ‘concernedhe way indicated, but
that is something of an understatement. On theisfughts and legitimate
interest he said:

“Respondent suggests that it has made fair uggedDbmain Name
and although admittedly attracting consumers hasloiwe so in a
misleading manner. | would find that, because tbenBin Name is
identical to the SAM FRANCIS markRespondent has intentionally
attracted consumers by creating the impression ttieg website
www.samfrancis.com is sponsored or authorized by #ntist..( and
accordingly had not shown a right or legitimatesrast).”(emphasis
added).

It is a matter for debate which of them is righttba proper interpretation of
the website. In any event, this difference of aminshows the importance,
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once again, of adducing all of the evidence avhaland of addressing
arguments in submissions to try to sway the tribonalisputed points.

Interestingly, the issue in tf#&am Francis Casarose again ifthomas
Blackshear v. Christ-Centered Mall, IncWIPO Case No. D2002-0736,
another case of a painter and his works. The gaoat that the
complainant, a religious painter, had establisteedmon law trademark
rights in his own name, as he had been paintingsatithg for many years
under that name. The domain name resolved to aiteetdsere the
paintings of Mr. Blackshear were sold, but the pags of other artists were
also sold there. This led the panel to commenhersimilarity between this
case and th8am Francis Casgexcept that in the current case the website
asserted it sold paintings of other painters a$ agthose of Mr.Blackshear.
Accordingly,

“Respondent is effectively using Complainant's éradrk to sell not
only those works (theoretically to Complainant'adifé) but also
competing products (apparently not to Complaindmisefit and
possibly to his detriment). As such, Respondestistas constitute
neither a "fair use" of the disputed domain nameantbona fide
offering" of goods under that name.”

The result was thus that the respondent had no¢ maida right or
legitimate interest.

How the panel goes about its task

In fact, whether the Respondent succeeds in makihdis right or
legitimate interest in the domain name involveaiadmount of judgment
by the panellist as to what constitutes legitin@educt. This is very
apparent when a panellist comes to consider that®h where there has
undoubtedly been a commercial use of the domairereamd it has taken
place prior to the dispute being brought to theceadf the respondent, but
where the question nevertheless remains whetheusleavas legitimate or
not. The panellist has to make his own judgememloat is legitimate
behaviour and what is not. It is always difficudt &2 court or tribunal to
make value judgments of this sort and particuladywhere, as in the case of
UDRP proceedings, the case must be resolved queghers and there is no
opportunity to see or test the witnesses and thtesroa full and detailed
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understanding of the facts of the case. Let us &da@n example of how that
judgment is exercised.

For example, consider the decision in 2006 inNb® York Yankees
Partnership d/b/a The New York Yankees Baseball IClu Covanta
Corporation,NAF Case: FA0803277. The respondent used the domain
name <nyyankees.com> to operate a website provioiikg to third-party
commercial websites offering tickets to the profasal sporting events of
Complainant and merchandise bearing Complainarf$/NYORK
YANKEES mark. This was clearly commercial, but vitdegitimate?

Relying onBank of Am. Corp. v. Nw. Free Cmty. Acce$sA 180704 (Nat.
Arb. Forum Sept. 30, 2003) aiidi! Acquisition Corp. v. Sign GuardstA
132439 (Nat. Arb. Forum Dec. 31, 2002), the paoehtl that this use was
notbona fideunder paragraph 4(c)(i) and not a legitimate nommercial

or fair use under paragraph 4(c)(iii) because & wisleading Internet users
who were seeking tickets, merchandise, or inforomatinrough
Complainant’s registered website when they werad@iduced to do so
through the Respondent’s website. Accordingly rédspondent had no
rights or legitimate interest in the domain nambich also went to make
out the third element of bad faith.

All of these cases depend on their own facts aramboise the claims of the
parties will be tested. We saw this in action iaRele Casewhere the
Respondent, who had registered the Pele domainshantkallegedly
without Pele’s consent, said that he was actualhiead of Pele’s and that
he had a letter from Pele supporting the claim liegtad registered the
domain names “...at Pele’s request and for his patame as part of the
United Nations charitable programme with which ..lePe (was)
associated.” The panellist who decided the cadedctle respondent’s bluff
and made on order inviting the Respondent to predhis letter. No such
letter was forthcoming and the Panel was then tabikecide that the
Respondent had no right or legitimate intereshendomain names.

Another case where the respondent was tested and feanting id. ewis
Black v. Burke Advertising, LLCWIPO Case No. D2006-1128. Here the
domain name <lewisblack.com> was registered, rejab the “national
known entertainer, actor and author”. The Respoihdaimed that:
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“The domain lewisblack.com was registered on 5 dgnaf 2000 as a
brand name for one of our client’s food producthdugh the client
has not yet launched the product we continueddister the domain
each year and note on the website that it wasutineef home for the
client’'s cheese product. Investments have been foader six
years to utilize the name.”

The panel put the respondent to its test and issnextder requiring the
respondent to provide evidence of this under papegury, but nothing
was forthcoming. The panel was therefore able todéethat there was no
right or legitimate interest and also that the donmame had been
registered and used in bad faith.

But, as we are presently illustrating, there asesavhere the respondent on
the facts can show a right or legitimate interestduse of &ona fide

offering of goods and services prior to noticeh# tispute, as idenna
Massoli p/k/a Jenna Jameson, Jennasis Entertainmdnic., Club Jenna,
Inc. v. Linq Entertainment, Inc, WIPO Case No. D2004-1042, (* Jenna

More Than Just a porn star”) where the panel desdnvhat had happened
in the following way:

“...the Respondent has made out a good case that befpretice of
the dispute, it used the disputed domain namennection with a
bona fide offering of goods or services. ...The drkduncontradicted
evidence establishes that in 1998 there was dtdessrbal agreement
where the Respondent’s predecessor-in-interesgwan the right to
market the website to which the disputed domainenegmolved as the
official Jenna Jameson website. Although that agesd fell apart,
Respondent’s predecessor-in-interest entered iBEnace
Agreement ... wherein it obtained rights ... to displayious
photographs and likelinesses of Complainant Jamésboe
complainant’s representative had also apparenkg@eledged that
the predecessor-in-interest owned the domain name.”

These prior dealings with the complainant showed ttie respondent had
acquired the right to use the domain name andaxassheld by the panel as
showing abona fideoffering of services and hence a right or legitena
interest in the domain name.

A respondent who cannot prove right or legitimatgerest may still win,
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by showing no bad faith in registering and usingdldomain name

Now let us look at a case where the respondemtdfédl establish a right or
legitimate interest in the domain name, but newdets won the entire case
because although the complainant had proved thtetiio elements he could
not prove the third, bad faith. As it is a caseaswning computer games,
you could say that the young respondent Mr. Jorstghe battle but won
the war. The case Mintendo of America Inc. v. Alex Joné#/IPO Case
No. D2000-0998 where the 15-year-old respondentdgidtered the
domain name <legendofzelda.com> and set up a ieeldevoted to the
popular Nintendo game Legend of Zelda. The welositeaed a host of
information about the game that must have beenac@mpelling for its
devotees.

The Panel rejected the young man’s claim thatdhesite he was running
gave him a right or legitimate interest to the dommame, presumably
because it was also being used for links to comiadevatlets, which
cancelled out the notion of a pure non-commereialdite.

But Mr. Jones still won and still today has his &ie. This was so because
the Complainant failed to prove that the domain edwad been registered
and used in bad faith.

The Panel said on this issue:
“The Respondent has made no effort to sell theestildjomain name.

Although the Complainant says that the registratibthhe subject
domain name prevents it from "...reflecting [its] koam a
corresponding domain name", there is no evideraietiie
Respondent has engaged in a pattern of such coasluetjuired by
the Policy.

The evidence does not support a finding that trepBedent seeks to
disrupt the business of the Complainant. In fdet,dpposite appears
to be true.

The evidence is clear that the Respondent hasonghs commercial
gain. Although his website contains links to comeradroutlets, he
states that he derives no personal gain.
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The circumstances in the Policy from which evideottkad faith can
be inferred are not present. Taking the evidenaewalsole, there is no
other basis on which the Administrative Panel cduld bad faith.”

Conclusion on these aspects

It may seem an anodyne one, but the real conclusidhis area is that each
case will depend on its facts and the duty on tippesenting the case is to
ensure that all possible evidence is put forwarshtow, on the part of the
complainant trademark owner, that the registrathefdomain name has no
right or legitimate interest in the domain name,amdthe part of the
registrant, that he does.

Fan sites

Often, respondents try to make out their casei@iits or legitimate interests
by arguing that they were operating a fan siterdppr, non-commercial fan
site can certainly give rise to a right or legitteanterest.

The WIPO Overview makes this point:

“2.5 Can a fan site constitute a right or legitimae interest in the
disputed domain name?

This section only deals with fan sites that arardjeactive and non-
commercial. There are many UDRP cases in whichasgondent claims to
have an active non-commercial fan site but the lpdge@des otherwise.
See Helen Fielding v. Anthony Corbert aka Anthomyl@tt D2000-1000,
Transfer

View 1: An active and clearly non-commercial fan site rhaye rights and
legitimate interests in the domain name that inetutthe complainant’s
trademark. The site should be non-commercial agallgi distinctive from
any official site.

Relevant decisions:

Estate of Gary Jennings and Joyce O. Servis v. Sabmne and Joe Ross
D2001-1042, Denied

White Castle Way, Inc. v. Glyn O. Jacob004-0001, Denied
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View 2: Respondent does not have rights to express g eieen if
positive, on an individual or entity by using a fumingly similar domain
name, as the respondent is misrepresenting itséléimg that individual or
entity. In particular, where the domain name is\td&l to the trademark,
the respondent, in its actions, prevents the trademmolder from exercising
the rights to its mark and managing its presencimennternet.

Relevant decisions:

David Gilmour, David Gilmour Music Limited and Dadi Gilmour Music
Overseas Limited v. Ermanno Cenicol22000-1459, Transfer
Galatasaray Spor Kulubu Dernegi, Galatasaray Pazamla A.S. and
Galatasaray Sportif Sinai Ve Ticari Yatirimlar A.S.. Maksimum lletisim
A.S.D2002-0726, Transfer.”

The argument that some commentators put is tlogl@are entitled to
register domain names in names of their heroeslumsthey are entitled to
establish fan sites as an exercise if free spesmhiéthe celebrities have
trademarks in their own names.

The free speech issue is certainly important isé¢hmases where the domain
name registrant says he was running a fan clublsisethe same argument
used in the ‘sucks cases”, like <wallmartsucks.ca@m¢ is thus a more
popular one in the in the USA.

As we have now seen, it is an important area ielzcéles’ issues, as is
illustrated by théBruce Springsteen Casd o defeat the argument that the
respondent registrant was legitimately using th@ala name to run a fan
site, the Complainant, the trademark owner bringnggclaim, will have to
find evidence of commercial use, e.g. linking the ® commercial sites ,
selling products on it or making an unsoliciteceoffo sell the domain name
for a profit. These facts tend to suggest thardigestrant was not just
running a genuine fan site or a criticism site, Wwas really commercial and
was trading on the celebrity’s name to make money.

Cases where the fan site argument was successful

The operation of the UDRP scheme, however, doesapportunity for the
registrant of a domain name to succeed on the grthat the site is a
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genuine fan site established pursuant to the rigiftee speech on the
internet.

One case where the fan site argument prevailedlafeace, concerned the
band Pearl JanPearl Jam, A General Partnership v. Streaming Digit
Media Dot Com c/o Brian J. Spenc®AF Case: FA023583.

In that case the Panel found that the Complainadtiot proved that the
Respondent had no right or legitimate intereshendomain name. The
Panel relied on facts described by the panel &sisl

“In this case, Respondent is not purporting to @eyl product or
service or to generate any revenues at all. Aaegly the Panel is of
the view that Respondent’s evidence and Complamadmissions
support the conclusion that Respondent is makimgnacommercial
use of the Domain Name ...UDRP panels have rulechandrule in
the future that the operation of a non-commereialdite can
constitute a legitimate non-commercial or fair afa domain name
SeeHalen v. Morgan D2000-1313 (WIPO Dec. 20, 2000); see also
Springsteen v. BurgurD2000-1532 (WIPO Jan. 25, 2001); see also
Smith v. DNS Research, IncNAF Case No:FA 220007 (2004).

There appears to be nothing illegitimate aboutctient of
Respondent’s site. Complainant initially claimbdttRespondent
was offering illegal and unauthorized downloadsaicerts on its
site. However, the evidence submitted by Respadnded not denied
by Complainant, shows that Complainant has pubécihorized
members of the public to make copies of Complaisdive shows
and to trade them online. Complainant has providedther
evidence regarding such allegedly illegal and umaniged
downloads.”

In other words, the site was a genuine fan sitetlaae were no ulterior
motives.

The fan site argument was also successflisitate of Francis Newton
Souza v. ZWYX.org LtdWIPO Case No. D2007-0221 concerning the
Indian artist F N Souza. It should be rememberatidk the panel described
it:
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“Lal is an artist who had a relationship with Sof@aapproximately
10 years; however, the nature and extent of thagioaship is in
dispute. The Respondent provides web servicesREspondent uses
the disputed domain name to operate, on behalébfad.website
featuring Souza’s works and information about isdnd death.”

It appears also that Souza knew of the websitéhaddho objection to it.
The site was also non-commercial. The panel samdngrising the whole
issue:

“The Panel thus concludes that the website atigputed domain
name does not contain any commerce or other conethaativity.

The Panel best characterizes the website as aormomercial fan or
tribute website. It does not appear that the naititeis website has
changed since it was first created.

The question whether fan sites that are clearlya@mmmercial
constitute a right or legitimate interest in thepilited domain name is
one on which there is a split among Panels (seeDNDEcision
Overview, § 2.5). Several Panels have ruled thataiprs of such
websites can have rights and legitimate interestsdomain name
that includes the complainant’s trademark (see, €lgvas USA
Enterprises, LLC, et al. v. Cesar Carbajal, WIPQe&Cido. D2006-
0551; 2001 White Castle Way, Inc. v. Glyn O. JacoPO Case
No. D2004-0001; Estate of Gary Jennings and Joycee@vis v.
Submachine and Joe Ross, WIPO Case No. D2001-Besiktas
Jimnastik Kulubu Dernegi v. Mehmet Tolga Avciogi|PO Case
No. D2003-0035); other Panels have espoused thetkie fan site
operators do not have rights to express their viewsn if positive, on
an individual or entity using an identical or cosifugly similar
domain name because such sites are, in essencepragenting
themselves as being the official site of that irdlial or entity (see,
e.g., David Gilmour, David Gilmour Music Limited dubavid
Gilmour Music Overseas Limited v. Ermanno CenicdfldPO Case
No. D2000-1459; Galatasaray Spor Kulubu Dernegiatasaray
Pazarlama A.S. and Galatasaray Sportif Sinai VarT¥atirimlar
A.S. v. Maksimum lletisim A.S., WIPO Case No. D260226;
Monty and Pat Roberts, Inc. v. Bill Keith, WIPO @&ado. D2000-
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0299: Nintendo of America Inc. v. Alex Jones, WIB@se No.
D2000-0998).

Based on a careful reading of the Policy, this Psides with the
former and believes thgenuine non-commercial fan sites may
indeed give rise to a legitimate interestaragraph 4(c)(iii) of the
Policy provides as an example of how to demonstighes or
legitimate interests in a domain name that thestegit is “making a
legitimate non-commercial or fair use of the donmaame, without
intent for commercial gain to misleadingly diveonsumers or to
tarnish the trademark or service mark at issueis T@mguage makes
it clear that the operator of a non-commercialdaa can take
advantage of this provision unless the operatdh am intent for
commercial gain, is misleadingly diverting consusner tarnishing
the mark. Here, even if consumers might be confased whether
the site is an official site of F.N.Souza or hignfier curator or his
estate, the fact is that there is no showing thetad this is being done
with an “intent for commercial gain”, and thtikee Policy mandates a
finding that the noncommercial fan site operator ka legitimate
interest under Section 4(c)(iii)3 Cf. Ryanair Ltd. v. Michael
Coulston, WIPO Case No. D2006-1194 (in case inmglariticism
cite, concluding that, “if the diversion of trafficas not made
misleadingly with an intention of realizing somenuoercial gain, it
does not fall under the language of the Policyciwhs intended to
address commercial diversions”); Xtraplus Corg-lawless
Computers, WIPO Case No. D2007-0070.4"(emphasieddd

Another case of there having been a legitimateofifee domain name for a
non-commercial fan site and one referred testate of Francis Newton
Souza v. ZWYX.org Ltd(suprg leading to a favourable result for the
registrant of the domain name Hstate of Gary Jennings v. Submarine,
WIPO Case D2001-1042, where it was said:

‘..., Respondent appears to be providing reviewsarfy@ennings’
books; and not advertising. Based on the recoifdréany notice to
Respondent of the dispute, it appears that Respbmaes using the
Domain name in connection with a bona fide offerfiggoods and
services. Respondent has been using the Domain inaznanection
with a web site to share information on the autBary Jennings. The
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Panel finds on this basis that respondent hasitentege interest in the
Domain name.’

That was a genuine fan site with no commercialeatalthough it did have
a link to www.amazon.com. This link, however, dat apparently give any
commercial gain to the Respondent.

Sometimes, as in this case, genuine fan sites baksyof this type as a
service to devotees to enable them to find boolspanducts on their heroes
rather than for the operator of the fan site to enadoney and, if that appears
to be the situation in any given case, panels odrda find in favour of the
registrant of the domain name.

Likewise, in thePat Benatar CasgWhite Castle Way, Inc. v. Jacops
WIPO Case D2004-0001, the fan site argument wasesstul. The panel
said:

“ Respondent’s website provides a wide range afrmétion
concerning Pat Benatar, the recording artist. Thezeclear
disclaimers on the website stating that it is mutagsed by or an
official website of the recording artist. Therens evidence on the
record of this proceeding that Respondent obtaigscammercial
benefit from the website. While he does make amggendation
regarding the Internet retailer which he beliewestock the widest
selection of the recording artist’'s work, theraasevidence that
Respondent receives compensation from the ret&kspondent is
not seeking to disparage the recording artist. Gamgnt was aware
of Respondent’s website and activities for a suttistbperiod, and
requested that his website be linked to its offizgi@bsite before
changing its view and attempting to obtain a tranef the disputed
domain name. The combination of these factors ldagl®anel to
conclude that Respondent is engaging in legitimatecommercial
use of the disputed domain name.”

An attempt was made to rely on that Benatar Caseéo prove a legitimate
fan site inSociété pour I'ceuvre et la mémoire d’Antoine de I@dtxupéry-
Succession Saint Exupéry - D’Agay v. The Holding i@pany

WIPO Case No. D2005-0165. However the analogy wegsted and the fan
site argument failed as a whole. TP&t Benatar Casevas not followed as
in that case the respondent had “the implicit coheéthe Complainant to
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operate his fan website and in which there wasvideace of a commercial
link to recommended CD vendors”. In tBaint Exupery Casehowever,
there was no such consent and there was evideramtivé commercial
dealing through the website. Accordingly, no rightegitimate interest
could be made out.

A further example where the case of the respondesithe had established
a genuine fan site, was accepted, concerned theuaauthor Jorge Luis
Borges:Borges, S.A., Tanio, S.A.U. v. James EnglishIPO Case No.
D2007-0477. It was a somewhat unusual case, whereamplainant,
instead of being the celebrity, was a company thighsame name as the
domain name and the defence of the registrant e had indeed
chosen the celebrity’s name deliberately for hisidm name, but to use it
as a genuine fan site to give tribute to the célebr

The panel said:

“The Respondent claims and provides evidence (dised above, in
the summary of the Respondent’s case) that herhamateur interest
in the author Jorge Luis Borges. For this purptse Respondent
includes evidence of having obtained the disputedain name
recently, having a collection of works by the authnd having
discussed the author’s works with others (eviddayca third party
declaration). The Respondent provided a declarai®m attesting to
these and other things, as well as indicatinghisintention is to use
the disputed domain name for a website relatingecauthor Jorge
Luis Borges. There is no evidence that the Respuratguired the
disputed domain name for commercial gain to mistegy divert
consumers or to tarnish the Complainant’s traderhark

The decision iDavid Gilmour, David Gilmour Music Limited and Das
Gilmour Music Overseas Limited v. Ermanno Cenical/IPO Case No.
D2000-1459 also raised the question of the fan site

In that case, the first point that the panel retiadvas that the domain name
was for sale together with domain names in the savhether celebrities.
The panel also made a finding that “...the Respohicddended using the site
for commercial gain by selling any exclusive merafiae associated with
...” David Gilmour if he could obtain a licence. Thanel then quoted with
approval the observation Madonna’s Casdhat "Use which intentionally
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trades on the fame of another cannot constitub®ad fide’ offering of
goods or services"Madonna Ciccone, p/k/a Madonna v. Dan Parisi and
"Madonna.com'(D2000-0847).

The panel then dealt with the respondent’s arguitienithe had intended
“... to provide a forum for David Gilmour fans, madtwhom, one might
think, would have favourable comment to make altioaifirst Complainant
and his artistic work...” and that the case couldlealt with as a criticism
case, presumably for that reason giving rise igha or legitimate interest.

However, the panel decided against that conclusiothe ground that as in
theMonty Roberts Caséhere was nothing to show in the domain name
itself that it would lead to anything other thae tomplainant’s own site,
which of course it would not.

The panel thus concluded by saying in effect ttthbagh the respondent
was free to use the internet for praise, this didgive it a right or legitimate
interest in the domain name. But the earlier figdimat the respondent had
intended to use the domain name for commercialgeea® must also have
been influential.

Cases where the fan site argument was not succegsfu

How a panel goes about deciding if the claim byRlespondent that he was
using the domain name for a fan site is valid enseom the decision in
Experience Hendrix, L.L.C. v. Denny Hammerton andh& Jimi Hendrix
Fan Club, WIPO Case No. D2000-0364. The Respondent clatimche
was planning to establish a Jimi Hendrix Interrest Elub. He said that he
had already created the club and that he had eefalidns to provide
services on it through the website. He pointedi@adrly to the emails
addresses he was issuing. The Panel, however edettidt these were mere
plans and far short of actually using the domamaé#or a fan club site and
that the email addresses he had issued were \vandyl addresses, the
offering of which was the real reason why he hayistered the domain
name. Thus it was held that he had no right otitegte interest in the
domain name.

Another early fan site case where the fan siteraggu was not successful
wasEdward Van Halen v. Deborah Morgan)VIPO Case No. D2000-1313.
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The Complainant alleged that he owned a commorirademark in
EDWARD VAN HALEN, the Dutch guitarist, keyboardisipngwriter and
producer most famous for being leader and co-fouafithe hard rock
band, Van Halen. He would have been able to makéatargument, on
the basis of other similar cases of prominent nmaisecwho had succeeded
in establishing a common law trademark, but thpaoedent conceded that
he had common law rights in the mark EDWARD VAN HAN, so that
was not the issue.

The respondent then went on to defend the claithewther available
iIssues, namely rights or legitimate interests aamdifhaith.

On rights and legitimate issues, she argued blyatirtue of being a "fan"
of the Complainant and intending to put up a fabsite, she had rights or
legitimate interests in the domain name.

The Respondent’s status as a fan might have peiEifinding of legitimate
interests if she given evidence of offline fanatgiof which the website
was an extension or if the website had been opewdltior a sufficient
period. However, it was held that, under the cirstances, the Respondent
merely has an expectation of developing a legitnnatierest in the domain
name rather than having acquired one already. Alaugly, she had not
established that she was running a fan site an@dneplainant had thus
proved that the Respondent had no right or legtgnrgterest in the domain
name.In other words, these cases will always beldéon the facts and the
facts in that case did not show a genuine farasitthence a legitimate
interest in the domain name.

Nor was the fan site argument successful in anckaought by Julie Brown
(the American comedienne, actreskilje Brown v. Julie Brown
Club,WIPO Case No. D2000-1628, because the evidenceamgnas far as
forming an intention to start a fan club, with nadence of one
“... having any substantial existence”. In contrast piueel said that what
the respondent had to do was:

“... demonstrate positively a legitimate interest taireng them ( the
domain name@sfor instance by providing an established fan carb,
for that matter a site for criticism or satireidtfor him to show that
the new use of the site is substantial and genuatieer than merely a
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colourable continuation of his former stockpilingigity (in which
the domain name like a lot of other celebritiesrdan names were
pointed to celebritywww.1000.con).”

Again, there was just not the evidence that thexe avfan site.

The fan site argument was again held not to beessfal on similar grounds
in Robbie Williams v. Howard TayloMWIPO Case No. D2002-0588
because, as the panel said:

” The Respondent says it intends to set up an ionaffan club using
the Domain Name. However, there is no evidencetbeRespondent
has run his own Robbie Williams fan club eitherliowe-or off line
and he has yet to use the Domain Name for thisgserpHe has not
produced any evidence whatsoever of his prepasatmdo so.
Accordingly, the Respondent has not used or madwudstrable
preparations to use the Domain Name in connectitmasbona fide
offering of goods and services. Nor has the Respainoeen
commonly known by the Domain Name. Nor is he making
legitimate non commercial or fair use of the Domaame. He has
previously pointed it to the commercial site of band Oasis, rivals
of the Complainant. Currently he is pointing iedtGoogle" search
page on which the official commercial site of then@plainant
appears as the first item. The Respondent sayasplans to
substitute his own site in future and it is noalhclear that this use
will be non commercial or fair. Respondent hasdeshonstrated any
rights or legitimate interest in the Domain Name.”

In other words, the evidence just did not comeaugctatch.

Other examples of the fan site argument being tiedean the inadequacy
the respondent’s mere intention to establish orikearfuture, rather than his
showing actual evidence of a fan site being coretlcre as follows.

First, there isloe Cole v. Dave SkippeWIPO Case No. D2003-0843,
where it was held again that the mere assertidratfen site would be
created in the future would not be sufficient amel flact that the respondent
had taken several years, but had not establisleefathsite, showed that the
explanation for registering the domain name wageauine .
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The result was the same iHugh Jackman v. Peter Sun
NAF Case, FA0403000248716, where again all thatélspondent could
show was that he intended to set up a fan sitehdainot done so.

Nor in 2006 was the fan site argument successiuthe same reason,
in Wayne Rooney’s Cas&toneygate 48 Limited and Wayne Mark
Rooney v. Huw MarshaJlWIPO Case No. D2006-0916, concerning
the Everton and then Manchester United footballayi¢ Rooney,
because the respondent had done nothing to pupiattice the
passion he claimed for his hero and which he irgdrid manifest in a
fan site.

A recent decision to the same effect and which yeed a similar result for
Ringo Starr iRichard Starkey v. Mr. BradleyNAF Case No
FA0612000874575 , a .moBt case, where the domain name was
<ringostarr.mobi> and the panel said that there was no evidencé¢hbat
respondent had made any demonstrable preparatiotiseffan site.

George Harrison v. Loveartnet, NAF Case No.: FAO97085, (2001),
another Beatles Case, was a case of a fan sitenbuhat did not give rise
to a right or legitimate interest in the domain eamecause “the domain
names at issue have essentially been held hosyagedpondent to coerce
Complainant to take a position of sponsorship lod @espondent’s)
particular environmental movement ...” The respondheat registered
various versions of George Harrison’s name as domames and then
linked them to his, the respondent’s, environmentbsites. On the
respondent’s own<celebrity-websites.com> home pa&gexplained that: “
[W] e ask that the celebrities . . . read and ustded the most important
study there is on Earth. Rainforests Biodiversity.”

The site also contained a letter addressed to "Dekrbrity" which stated:
“It is our belief when these Eco Celebrities untad the true
ramifications they will help bring this criticalugty to the forefront of

human consciousness as fast as possible. “

The panel summarised the respondent’s activitiesalging:

% |ntended for use on mobile telephones
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“Elsis and LOVEARTH.net are admittedly "trying tetgo the top
people throughout the world" in order to urge thtemead Elsis'
manifesto on the destruction of the rainforestsxchange for the
transfer of their domain names. In this regardisias attempted to
obtain meetings and other forms of assurance fromglainant
regarding support for Respondent's environmentaesin exchange
for the transfer of all of his George Harrison damaames.”

The respondent’s argument was that these werentedd "fans sites” which
have freedom of speech rights.

The panel found that the respondent was “... not nga&ilegitimate
noncommercial or fair use of the disputed domamemwithout
misleadingly diverting consumers to its web sitéaonishing Complainant’s
famous mark. ...(and also that) Respondent’s vauses of Complainant’s
mark as fan sites does not substantiate Resposdeagtits or legitimate
interests. SeMlarino v. Video Images Progd D2000-0598 (WIPO Aug. 2,
2000) (andXasparov v. American Computer Cd-A 94644 (Nat. Arb.
Forum May 30, 2000) (finding no legitimate rightedanterests when
Respondent used Complainant's name as a portaleb site which,
without permission, associated the Complainannasnaorser of
Respondent's causes).”

In other words, the fan site was not good enoughwifis being used for an
Improper purpose.

Another George Harrison case, where the domain nweamse
<egeorgeharrison.com>, produced the same result:
George Harrison v 1WebAddress.coiAF Case: FA0097090 (2001).

A somewhat more difficult case w&sevland Morris a/k/a Stevie Wonder
v. Unofficial Fan Club c/o Web Maste®NNAF Case No: FA0453986 . It is
worth studying because it shows the processesadligamwill have to go
through on some occasions in analysing particakaras. The disputed
domain name was <steviewonder.com>. The contetkteoflecision was that
Stevie Wonder had registered trademarks, but thelPaund that he had
established common law rights as well, becauseatidbken a famous singer
for so long.
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It was then held that what the respondent clairodzkta fan site was not
one. The panel said:

“It is quite clear that the web site itself is o Fan Club. It is, as we
have seen, and as Respondent repeatedly assuoedyuhe gateway
through which erstwhile fans of Stevie Wonder capgy for
information about the Club.The inevitable conclusion therefore is
that the web site at the disputed domain nametiactive as a Fan
Club. This activity occurs elsewhere. Respondermitasizes again
and again that theirs is an unofficial fan clubt, that hardly matters
once one has established that the web site itssalftithe Club. In any
case, as Complainant has pointed out, an Intesagtisi likely to have
been confused before perceiving that the siteesaem unofficial
label.”(emphasis added).

It had to be shown, first, that the fan site waadly non — commercial and
the Panel decided that this had been proved.

But it also had to be shown that the site was #imeatan site and it was here
that the Respondent fell down. That was so bedanseveral years the site
had had no content and only after the disputeestatid it start to carry
perfunctory information about Stevie Wonder.

Commercial use

The fan site argument will also be defeated ifehsrevidence that the
respondent has been using the site for commerngirpbges. An example of
this result isIRR Tolkien Estate Limited v. tolkien.net WIPO Case No.
D2003-0833, where the panel said:

“In light of the inclusion of the links to commeatiwebsites such as
"www.amazon.com" and "www.sell.com" on the Respaorde
website which the Respondent admits generate indontae
Respondent, and as the Respondent has providawstastive
evidence of its demonstrable preparations to astablbona fide non-
commercial fan site, even though the Disputed DarhlEme was
registered almost 5 years ago, the Panel findgahdhe use made by
the Respondent of the Disputed Domain Name habeaw®t in
connection with a bona fide offering of goods avems; and (b) the
Respondent is not making a legitimate non-commkocitair use of
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the Disputed Domain Name, without intent for comerergain to
misleadingly divert consumers or to tarnish the @lamnmant’s
TOLKIEN trademark.”

What can be particularly irritating is where theaplacould have rejected an
argument on interesting grounds but does not dbestguse a later decision
will make it irrelevant. This was the situationdules |. Kendall v. Donald
Mayer Re skipkendall.comWIPO Case No. D2000-0868, another charming
family dispute, where it was not necessary to dethe issue of right or
legitimate interest, because it could be seentlieatomplainant would fail

on bad faith and that the case would be lost ongifttaund.

The site was headed "Skip Kendall — PGA Golf Prd Bradbeat (?) — You
Be The Judge." To paraphrase the decision, teeaittained no advertising
and did not promote or offer the sale of any gamdservices. The text of
the site was limited to the Respondent’s statememsit the loan dispute
that existed between Complainant and his sistemdmch was the reason
why the sister had registered the domain name einaiosthe website. In this
case, the panel could have said something signtfma criticism sites but
did not.

Another failed attempt to establish a fan site argat was irkKevin Spacey
v. Alberta Hot RodsNAF Case No: FA0114437 where it was said that:

“Until December 2000, Respondent used the <keviepaom>
domain name to divert Internet traffic to Resporiderommercial
website, <celebrity1000.com>. After receiving netfrom
Complainant that Respondent’s actions were beiadesiged,
Respondent changed the registration name and lused t
<kevinspacey.com> domain name as an unauthorizesitea The
creation of a fan site after notice of a dispute Ib@en found not to be
a bona fide offering of goods or services purst@iftolicy § 4(c)(i).
See Brown v. Julie Brown Club, D2000-1628 (WIPO .F&h 2000).

Moreover, Respondent’s use of the <kevinspacey.cdomrain hame
for an unauthorized fan site, as an apparent geaiafter previously
using the site to direct Internet traffic to itsmaommercial site,
demonstrates that Respondent is not making faiotigee domain
name within the meaning of Policy  4(c)(ii)). ®&ig Dog Holdings,
Inc. v. Day, FA 93554 (Nat. Arb. Forum Mar. 9, 20@finding no
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legitimate use when the Respondent was divertinguwmers to its
own website by using Complainant’s trademarks);ase MSNBC
Cable, LLC v. Tysys.com, D2000-1204 (WIPO Dec. @)@ (finding
no rights or legitimate interests in the famous NB&Nmark where
Respondent attempted to profit using the Complaisamark by
redirecting Internet traffic to its own website).”

The use of the fan site must be legitimate

Sometimes, the case for a fan site may well be roatiéut it does not
succeed in establishing a right or legitimate me$ém the domain name.
This was the case iinne of Green Gables Licensing Authority, Inc., v.
Internetworks eResolution Case No AF-00109 (2000). On the isfue
right or legitimate interest in the domain name, planel said:

“The Panel finds that Respondent does not havgitnhate interest

in the domain name. ANNE OF GREEN GABLES is a vkelbwn
mark and likely, a famous mark in Canada. Resparngissks to use
the well-known mark as a domain natoattract visitors to a

tourism web sitelevoted to Prince Edward Island, the location ef th
Anne of Green Gables Museum, the birthplace of LMdntgomery,
the creator of the Anne of Green Gables fictionatks, and the site
of the annual festival celebrating L. M. MontgomeRgspondent's
proposed use of the well-known mark owned by Comal#to lure
fans and potential tourists to Respondent's wele $& definitively

not a legitimate useAccordingly, Complainant has met its burden to
prove the second of the three factors.”(emphasgsd®d

Conclusion on this element

We have seen decisions where a right or legitinmiggest has been made
out by a successful argument that the respondestisiag the domain name
for a legitimate fan sitd?earl Jam, Souza, Gary Jennings, Pat Benatar
and Borges.

We have also seen cases where that argument leats §aint Exupery,
David Gilmour, Hendrix, Van Halen, Julie Brown, Rdtie Williams, Joe
Cole, Hugh Jackman, Wayne Rooney, Ringo Starr, GgHarrisonand
Kevin Spacey.
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It might therefore be thought that celebrities walually carry the day,
meaning that registrants of domain names are nialy than not to fail in
trying to establish that they were using the donmaime for a genuine fan
site.

Such a generalization would be erroneous. The amiglusion that can be
drawn is that each case depends on its own fadtthanthe challenge again
Is to marshal the facts and the evidence that grthem, to advance the
respective arguments. Cases can be won and stiv@m on the facts.

Bad faith

The three elements that must be proven before glaomant can succeed
are:

() The domain name is identical or confusingly ikamto a
trademark or service mark in which the Complainéuatge
rights; and

(i) The Respondent has no rights or legitimaterests in
respect of the domain name; and

(i) The domain name has been registered and is besagims
bad faith.

As we have looked at the first two, it is now titndook at the third,
because the celebrity must also prove this element.

As in the case of rights or legitimate interestsinsthe case of bad faith, the
Policy gives us a help in interpreting it. Thatlame by means of

paragraph 4(b) of the Policy, which sets out fatownstances, any one of
which shall be evidence of the registration andafssedomain name in bad
faith, although other circumstances may also bedeln, as the four
circumstances are not exclusive. The four spetcdiecumstances are:

“(i) circumstances indicating that the responded registered or
acquired the domain name primarily for the purpaise
selling, renting, or otherwise transferring the @éammame
registration to the complainant who is the ownethef
trademark or service mark or to a competitor of tha
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complainant, for valuable consideration in excdst®
respondent’s documented out-of-pocket costs dyreethted
to the domain name; or

(i) the respondent has registered the domain naraeder to
prevent the owner of the trademark or service rirank
reflecting the mark in a corresponding domain name,
provided that Respondent has engaged in a pattsuch
conduct; or

(i) the respondent has registered the domainenpnmarily for
the purpose of disrupting the business of a congogtr

(iv) by using the domain name, respondent has inteniiyona
attempted to attract, for commercial gain, inteurssrs to
respondent’s website or other on-line locationckaating a
likelihood of confusion with the complainant’'s maak to
the source, sponsorship, affiliation, or endorsdméthe
respondent’s website or location or of a producewice
on the site or location.”

So a complainant may prove facts that bring the gathin any of the sub-
paragraphs of paragraph 4(b) of the Policy or ne&y an any other facts
that show general bad faith in the registration asel of the domain name.

The celebrity, like all other complainants in UDRI®ceedings, also has to
show both that the domain name in question wastegd in bad faith and
that it is being used in bad faith.

There have been cases where the celebrity hasabéto prove bad faith
and cases where the celebrity has failed. The easee the celebrity has
succeeded have usually been cases where it cadbeeat that the
respondent has registered the name because obitsnence and because it
will ensnare the interest of internet users whotban be directed to
websites for the benefit of the respondent by bygigoods or services that
will be on offer on that web site. The combinatadrfacts like linking the
domain name to a pornography site or a non-pormpbgraite that
nevertheless is obviously a commercial one, oftetire domain name for
sale, or not having a plausible explanation forsteging the name has often
lead to a finding of registration and use of thendon name in bad faith. It
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also tends to make that result more likely wherréspondent gives an
explanation that does not have the air of verisinde about itMadonna’s
Casehad quite a few of these elements.

In theMadonna’'sCasethe Panel said:

“The pleadings in this case are consistent withpBedent's having
adopted <madonna.com> for the specific purposeadirig off the
name and reputation of the Complainant, and Respurths offered
no alternative explanation for his adoption of tia@ne despite his
otherwise detailed and complete submissions. Relgmmas not
explained why <madonna.com> was worth $20,000rtodri why that
name was thought to be valuable as an attractioa $exually explicit
web site. Respondent notes that the complainaamfifgting herself as
Madonna, has appeared in Penthouse and has puabdisisex" book.
The statement that "madonna” is a word in the Ehdinguage, by
itself, is no more of a defense than would be thnglar statement made
in reference to the word "coke". Respondent hagwven attempted to
tie in his web site to any dictionary definitionmdonna. The only
plausible explanation for Respondent’s actions appt® be an
intentional effort to trade upon the fame of Compdat's name and
mark for commercial gain. That purpose is a violawf the Policy, as
well as U.S. Trademark Law.”

The Panel also said that putting a disclaimer enatbsite was not a
defence. However, as will be seen in many of tlsegaa disclaimer may be
effective but its effectiveness will depend on vehieris situated, the degree
of notice it gives to the viewer and whether insgtahbce it makes it clear that
the website is not associated with the trademankeowr whether it simply
creates more confusion as to whether it is or isa@ssociated.

Madonna'’s Caselso made the interesting point that, for prepenposes,
acquisition of a domain name was the same as eegigtit and concluded
that:

‘We therefore conclude that bad faith acquisitiatisfies the
requirement of bad faith registration under thadyal

In the course of dealing with that argument, thegbdrew an interesting
distinction betweerMadonn’sa Caseand the previouSting Case



141 -141 -

In the Sting Caseas was noted eatrlier, the Panel clearly had daagbto
whether the ICANN Policy and hence the disputeluti®m scheme applied
to individuals at all. It did not expressly decitie case on that ground
however, because it felt more strongly that the flamt had not shown that
the domain name had been registered and used ifaitiad

Here again the panel had resort to asking itsedftiadr it was plausible that
the Respondent had registered the domain namerioe season other than
to trade off the fame of the celebrity in questidbhe word ‘sting’ was a
generic and common word and it was therefore diéei$d say that there
were other reasons why the word ‘sting’ had beerseh as the domain
name. That was so because there were other meanfitigssword ‘sting’
than the meaning that invoked the name of the fansmger.

Thus, in theSting Casat could be said that the registrant was not trgain
the celebrity’s name. But iMladonna’s Caset was different, for it was
hard to see a legitimate reason for choosing theeraf theuber celebrity
Madonna.

The Panel in Madonna concluded:

“In the Sting decision there was evidence thaiRbspondent had made
bona fide use of the name Sting prior to obtaitihdomain name
registration and there was no indication that he seeking to trade on
the good will of the well-known singer. Here, theseo similar
evidence of prior use by Respondent and the evaldamonstrates a
deliberate intent to trade on the good will of céanpant. Where no
plausible explanation has been provided for adgmidomain name
that corresponds to the name of a famous enterjaitier Panels have
found a violation of the Policy. Sdelia Fiona Roberts v. Russell
Boyd Case No. D2000-0210 (WIPO May 29, 200@¢jen Folsade
Adu p/k/a Sade v.Quantum Computer Services Gase No. D2000-
0794 (WIPO September 26, 2000).”

The need for evidence
Whether bad faith can be shown will depend on dréiqular facts of the

case and as in the other elements that must bedgbrew in the case of bad
faith the evidence must come up to scratch. Masgs#ail because the
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complainant has not appreciated the importancead@ng the necessary
evidence, has wrongly assumed that the panelisblithhely go along with
unsupported assertions of bad faith or, in otheesabecause the evidence
Is simply not there, despite the best attemptoofatainants to present what
they have.

There is another underlying principle to remembdrying to prove UDRP
cases. That is that bad faith has necessarilyraf aBmpropriety or
immorality about it and for that reason it is wise a complainant to try to
prove or suggest that notion rather than assumeiresent or assert it.

In other words, it is not enough to show thatrdspondent was guilty of a
breach of the complainant’s trademark, for to du toes not require proof
of bad faith; the UDRP requires proof of the aduhtil element of bad faith
and it must be proved.

The importance of this requirement was noteHdmward Van Halen v.
Deborah Morgan,WIPO Case No. D2000-1313 where the claim failed for
the complainant was unable to prove bad faithettirgy the context in

which this issue is to be resolved, the panelisbsethe reason why there is
a specific requirement in the Policy for a findimigoad faith. The panelist
put it this way:

“The Policy is, thus, not designed to combat traginmfringement
on the Internet or even questionable cases of sghatting, but
rather, abusive, bad faith cybersquatting.”

Having done that, the panellist then went througtheof the specified
criteria, but concluded there was no evidence gfadrithem and no
evidence of general bad faith, for the respondedtriot tried to sell the
domain name or use it for a commercial purpose.pémellist therefore
concluded:

“...the Panel cannot infer bad faith without otheidewnce. If
Respondent were to make use (of a website) inutivee and seek
commercial gain by creating confusion, then Conmalat might at
that time have a better case, but that is notitcarastance presented
here. Se&lintendo Inc. v. Alex Jong®/IPO Case No. D2000-0998.
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Simply put, the evidence here is insufficient tstify a finding of bad
faith. Instead, Respondent claims that she hasieede use the
domain name for a legitimate fan site and, if giis through on
that intention, it would not constitute the kindadfusive, bad faith
cybersquatting that the Policy is designed to preve

As things stood at the time the decision was beiade, there was no
evidence of bad faith.

By way of contrast, in thelorse Whisperer’ case Monty and Pat Roberts,
Inc. v. Bill Keith, WIPO Case No. D2000-0299, it was held that the
Respondent had used the domain name in bad fanthPanel said on this
issue:

“In the instant case, Respondent is using the domame
"montyroberts.net" to attract Internet users tovebsite by creating a
likelihood of confusion with Complainant’s mark.stdoing so for
direct or indirect commercial gain. Whether or soth gains are
ultimately used for charitable purposes does rtet #his conclusion.
Upon examination of Respondent’s "montyroberts,fatérnet users
would become aware that the website is not spodspre
Complainant. However, commercial benefit may wedlrae to
Respondent if the products it offers for sale (diyeand indirectly)
are purchased by those visiting its website, amangercial harm may
well be suffered by Complainant if Internet usdraradon their efforts
to reach its website. Respondent will have achiegdmercial gain
by creating confusion regarding the website locatibComplainant
and its services — diverting Internet users towws website as a
source of products and services.

The Panel determines that Respondent acted indithdrf registering
and using the disputed domain name. Complainanthgs
established the third and final element necessarg finding that the
Respondent has engaged in abusive domain nam&agégis”

An easy case on bad faith wHse Wiggles Touring Pty Ltd v. Thompson
Media Pty Ltd,WIPO Case No. D2000-0124: the Wiggles company had
registered trademarks over The Wiggles and HengyOttopus and the
Respondent had registered<thewiggles.com> and yemctopus.com>:
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So the panel decided that the domain names wenéadketo those
trademarks and then went on to find that the Redgaairhad no rights or
legitimate interests in the domain names as thaeege was that it had
registered them with the intention of selling thénileed, the head of the
Respondent had said he made his living from sellmmain names, so it
was an easy case. It was then held that the sarsestaowed bad faith and
the Wiggles were successful.

Cases where bad faith has been established

Some cases of bad faith are easy to prove. Whaoenain name reflecting
the name of a celebrity has been linked to a poapity site, especially a
commercial one, it would be hard to see how thidataot be evidence of
bad faith, either under the criteria set out inagaaph 4 (b) of the Policy or
under general notions of bad faith. There are tberenany cases that have
been decided to that effect.

For example, irA & F Trademark, Inc., Abercrombie & Fitch Storednc.,
Abercrombie & Fitch Trading Co., Inc. v. Party NighlInc., WIPO Case
No. D2003-0172, it was held that linking the domaames to pornography
sites denied there being any right or legitimatersst in the domain names
and that the same facts showed bad faith in re¢i@trand use

Similarly, inBarry Diller v. INTERNETCO CORR WIPO Case No.
D2000-1734 there was a finding of bad faith. Thenpainant, Barry

Diller, is a well-known businessperson in the fik@levision, and interactive
technology industries. The panel found that:

“...the Respondent is making a patent commerciabfisiee disputed
domain name, ie, the Respondent is using a welvknmame in the
media industry to attract clients to its pay-pexwipornography
websites. This violates the bad faith provisiothaf Policy at para 4
b(iv)...".

This was also the caselr Roger Libby v. Tunga Tuzlaci and/or Tumay
Aseng WIPO Case No. D2001-1342, concerning the sexathstr Dr Roger
Libby whose domain name was linked to a hard coraggraphy site. It
was held to be in bad faith because the infereau&lde drawn that the
respondent was probably going to sell the domamenar just use it to
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attract the complainant’s sex therapy clients & the respondent’s,
pornography site.

Business people succeeding in showing bad faith

It will be recalled that when we were looking atrcoon law trademarks,
the point was made that business people had dtfficushowing a common
law trademark in their own name. They also havicdity in proving that
the respondent who registered the domain hameeindime of the
prominent business person, registered and usedéd faith.

Such cases can, however, succeed on proper evidedam the inferences
to be drawn from the evidence.

On such case that succeeded on inferences dramrttievidence was the
Barry Diller Casewe have just looked at. Another wRlsilip Berber v.

Karl Flanagan and KP EnterprisesWIPO Case No. D2000 066. In that
case, the Respondent registered the Domain NamdPBERBER.com
and linked it to a website which contained a phaplp of the Complainant
and a press article about his success.

The Respondent claimed that the site “...has beestizarted in good faith,
having been put up for information purposes onlghwontent that is
already in the public domain;..”

That was doubted by the panel, as it said:

“The Complainant points out that in the past theg®adent's sites
had only a live link to a site selling web sitesl @ontained language
suggesting that the domain names in his posses&mnobtainable
by interested parties. This would suggest thaRbgpondent was in
the business of domain name dealing. The Respoddestnot deny
this in his email communication to WIPO. Furtherappears to have
registered the names of two other well known wegadltish
businessmen. Accordingly, the Respondent appedravie registered
and used the domain name in bad faith in accordartheparagraphs
4 (b) (i) and (ii) of the rules.”

Another cases where the decision largely went taréences about the
respondent’s intentions drawn from the evidences Joa Cole v. Dave
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Skipper, WIPO Case No. D2003-0843. It was said that bexthes
respondent has registered a domain name, for eeamghie name of a
famous footballer and was giving implausible explaons on his intention,
this enabled the panellist to conclude that “...tespdndent has registered
and used the Domain Name for the reasons identifitdn the scope of
paragraph 4(b)(i) of the UDRP Policy and/or witk thtention of selling the
Domain Name to a person for use in a manner destitbparagraph
4(b)(iv) of the UDRP Policy.”

The importance of this decision is to be founthiewillingness of the
panelist to draw inferences from the known facts.

Another case where the decision went largely oerarfces drawn from the
facts wadDavid Gilmour, David Gilmour Music Limited and Dadi

Gilmour Music Overseas Limited v. Ermanno CenicoMdIPO Case No.
D2000-1459 .The facts were th#te respondent registered the name with
the intention of establishing a fan site to palyute to David Gilmour, one
the founders of Pink Floyd and getting an exclusisence to sell
merchandise, but had not yet done either of thHusg$. That was not
enough to save him and the Panel found that theaoloname was
registered and used in bad faith.

The panel said:

“Here there is no dispute that the Respondent lafeve name and
reputation of David Gilmour as a recording artistl anusician long
before he registered the disputed domain namepdhel finds that
the Respondent registered the disputed domain maoreer to trade
off that reputation by creating a false associatietween that domain
name and the Complainant’s trademark, so as tacatt the
Respondent’s site Internet users (being David Giinfans) seeking
the first Complainant or his authorized site. Tla@é&? finds this to be
bad faith registration.

There has been no active use of the domain nametprihis dispute
except to offer it for sale (but) ...(i))naction ha=eh determined as
being within the concept of ‘use’ for the purpo$é¢he Policy...In
light of the Respondent’s choice of domain namé kitowledge (as
the panel has found) of the Complainants’ markrapdtation in the
music industry and the Respondent’s expressedtioteto use the
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domain name to sell any exclusive David Gilmour Rivik Floyd
merchandise if he can obtain a licence to do sopé#nel finds the
Respondent is using the domain name (albeit pdgsiveorder to
advance his aim of obtaining any such exclusivechrandise,
knowing that the domain name represents the gobdfitihe
Complainants and that, while the Respondent renmbagegistrant of
the disputed domain name, the Complainants mapéeed into
dealing with the Respondent so as to maximize thggaortunities to
market any of their exclusive merchandise on theriret. The panel
finds such use to be use in bad faith.”

Likewise, there was a finding of bad faith in tkendra Todd Case.
Kendra Todd v. Real Estate Radio c/o Leo Mill&tAF Case No:
FA0783428. The panel said:

“Additionally, the Panel finds that Respondent ségjied the disputed
domain name in an attempt to use the disputed donzane against
Complainant through a likelihood of confusion astte source and
affiliation of Complainant with the disputed domaame. Such use
of the <kendratodd.com> domain name constitutesdotd
registration and use under Policy { 4(a)(iii). &&perience Hendrix,
L.L.C. v. Hammerton D2000-0364 (WIPO Aug. 4, 20()ding bad
faith because “registration and use of the [<jimih@x.com>] domain
name by Respondent do not predate the Complainasg’sind rights
in the name and mark but rather appears [sic] tanbattempt to usurp
Complainant’s rights therein”); see also Gilmoutenicolla, D2000-
1459 (WIPO Dec. 15, 2000) (finding bad faith regigon of the
<davidgilmour.com> domain name where the responkiesi of the
complainant’s fame long before the registratiothef domain name
and registered the name in order to “trade off teptitation by
creating a false association between that domamerand the
Complainant’s trademark”).’

The Panel finds that Policy  4(a)(iii) has beersgad.”

Other cases based on inferences

Often, an experienced arbitrator can very quicklsess by inference from
the conduct of the respondent that there was btig és there was held to
be under sub-paragraph (i)%®rena Williams and Venus Williams v.
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Eileen White Byrne and AllgolfconsultancyWIPO Case No. D 2000-1673
where the respondent gave a very spurious exptamdr registering the
names of Venus and Serena Williams, namely thatvstsegoing to set up a
sports website, but that she would sell the namevfer $1 million. That
was clearly bad faith registration and use andag 80 held.

The inability to find a rational and legitimate éxipation for registering the
domain name, leading to an inference of bad fasme through again in the
decision inTrue Blue Productions, Inc. v. Chris HoffmanWIPO Case No.
D2004-0930 where the domain name was <fatactress.eadter the
television show, starring Kirstie Alley. The respent had directed it to his
website where his views on pornography, abortiasllyWood moviesanter
alia were promoted. The panel was able to say:

“It simply defies reason to think that the Respaortdapon learning of
Ms. Alley’s new television series, and appreciatimg resulting
widespread recognition which the mark “FAT ACTRES®uld
quickly attain, had absolutely no intention of npigeopriating some
of that recognition for his own ends -- specifigalk a means of
substantially increasing the number of visitorbiowebsites than he
would otherwise attract. Unsuspectingly, those taaital visitors,
upon being re-directed to the Respondent’s websield be exposed
to the Respondent’s viewpoint on various issuesuding, e.g.,
abortion, pornography, birth control, planned p#read, and
Hollywood movies -- none of which has any appacemnection to
Ms. Alley or her television series. The inevitablewer confusion
resulting from the re-direction clearly injures Bemplainant by
damaging its reputation. If the Respondent haduct stention of
opportunistically exploiting the Complainant’s macdkincrease his
own audience, then why would he have registeredidputed
domain name in the first place? This Panel seegher plausible
explanation.”

Another case where bad faith was concluded by Wayference rather than
direct evidence idaap Stam v. Oliver CoheWIPO Case No. D 2000 —
1061.

This case concerned the Dutch and Manchester Ufnitgdaller Jaap Stam
and shows how bad faith may be proved by inferé&mea the conduct of
the Respondent. The panellist said:
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“The Respondent has stated that he innocentlytexgi$ the said
domain name, but besides that assertion the Respbhds not
provided any explanation as to how or why he cltbisedomain
name. This Administrative Panel does not accepRimpondent’s
submission that the Complainant is known only "byiaiscule
number of esoteric people following sports in fgrecountries".
Alternatively if this is the case, the selectio @ombination of the
unusual (and in the English language -meaninglges)s <jaap> and
<stam> by the Respondent as a domain name, widmyut
explanation, leads this Administrative Panel tabthe view that the
Respondent appears to fall into that category.”

Sometimes the adverse inference can come from ¢hne fact that the
celebrity is so well known that the respondent minsthe absence of
circumstances to rebut the inference, have regdtire domain name to
benefit himself and trade on the name of the ci#leldrhat was the case in
Richard Starkey v. Mr. BradleyNAF Case No FA0612000874575 , where
the panel said :

“In the view of the majority of the Panel, theraisinference that the
Respondent registered and used the disputed doraaia in bad
faith. The inference comes from his admitted kremlgle of the
worldwide fame of Ringo Starr and the fact thatémstered this
name so soon after .mobi registrations were pexthitt

It was also said:

“The majority of the Panel agrees with the casesidiy the
Complainant, particularly thElizabeth Taylor, suprand theStevie
Wondercase, i.eStevland Morrisa/k/a Stevie Wonder v. Unofficial
Fan Cluh FA 453986 (Nat. Arb. Forum June 22, 2005)hése
cases show that the mere fact of registration daanous name is in
itself evidence of bad faith.{emphasis added).

Findings of bad faith under the specific criteria & paragraph 4 (b)

Some cases are decided specifically on the basiseobr more of the
criteria set out in paragraph 4 (b) of the Poling aome aspect of them.
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Sub-paragraph (i)
Intention to sell

The relevant provision in the Policy is:

“(i) circumstances indicating that the respondet registered or
acquired the domain name primarily for the purpafse
selling, renting, or otherwise transferring the dammame
registration to the complainant who is the ownethef
trademark or service mark or to a competitor of tha
complainant, for valuable consideration in excddb®
respondent’s documented out-of-pocket costs dyreethted
to the domain name;...”

It will be seen that to prove bad faith under tigvision, there must be
evidence of “valuable consideration”. But it h&eb held that “valuable
consideration” is not only money, but other besedis well.

One such finding of bad faith on this basis watheicase we have already
noted,Joe Cole v. Dave SkippeWIPO Case No. D2003-0843. The early

decision inCho Yong Pil v. ImageLand, IncWIPO Case No. D2000-0229,
concerning the Korean pop singer Cho Yong Pil, teas similar effect. The
Panel said:

“In the present case, there is evidence of an bff¢he Respondent
to sell the domain name to the Complainant in emghdor the
endorsement from the Complainant for the Resporglbasiness.
Such endorsement is likely to exceed the Respotsdeutof-pocket
expenses. Thus, the Panel determines that the Résmias using the
domain name in bad faith.”

To a similar effect waMr. Severiano Ballesteros Sota, Fairway, S.A. and
Amen Corner, S.A.v. Patrick WaldrqnVIPO Case No. D2001-0351,
where the respondent’s solicitors, somewhat unwjisemight be thought,
said they would sell the domain name:
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"4 complimentary tickets for the Seve Ballestesdvery year that
the Seve Ballesteros Trophy takes place or sonmeaher gesture
whether monetary or otherwise" .

It was said that this demand showed that the respurhad always intended
to sell the domain name and accordingly it was heloe evidence of bad
faith under sub-paragraph 4(b) (i).

Thus, it is not only a finding of an intention tellghe domain name for
money that will justify a finding of bad faith; affer to accept some other
substantial benefit in return for the domain nanag tme regarded as
evidence of bad faith.

A prominent case in this field to the same effeasMPL

Communications, Limited and MPL Communications, Ing
LOVEARTH.net, NAF Case: FA0097086, decided on June 1, 2001 and
concerning Paul MacCartney. The panel held thaag bad faith under
paragraph 4(b)(i) of the Policy if, instead of sagkmoney, the Respondent
sought, as he did, an undertaking that MacCartaeyréad his
environmental manifesto. It was recognised thatdtsorts of demands
could be more valuable to a Respondent than reaéynd he Panel said:

“While paragraph 4(b)(i) of the Policy requiresttaaespondent
register or acquire a domain name for the purpbselbng, renting
or otherwise transferring it for "valuable consieleyn" in excess of
the document out-of-pocket costs of registratibre,Policy does not
limit this consideration strictly to monetary formThis Panel
believes that consideration can take on many diéet forms, only
one of which is monetary, with the test being whethhe
consideration demanded by a respondent has valugnab particular
respondent beyond the direct out-of-pocket costthtd respondent
of registering the domain nameSeeMetallica v. SchneideFA
95636 (Nat. Arb. Forum Oct. 18, 2000) where thegbaeld, with
respect to a respondent registering a celebrityaitomame and then
offering to transfer it in exchange for variousi@ies taken by the
respondent: "The Respondent also registered amtthealomain
name in order to extract valuable concessions ftmrComplainant.
...Policy 1 4(b)(i) was broadly construed as tovmte relief when the
infringing domain name holder seeks transfer ofdbmain name for
something valuable other than money. The RespardiEmed to
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transfer the domain name in exchange for a meatitigthe
Complainant, phone calls from the Complainant, amdhterview
with the Complainant. Given the Complainant's fathese
encounters with the Complainant would be of gredter -- certainly
a value in excess of the minimal costs associatgdregistering and
maintaining the domain name 'metallica.org'."(enghadded).

The Panel in that case also found that there wadaid under paragraph
4(b)(i), (i) and (iii) of the Policy.

Another example of a Respondent trying to extrantes benefit other than
money is the case relied onMPL Communications, Limited and MPL
Communications, Inc. v LOVEARTH.nefhamelyMetallica v. Josh
Schneide NAF Case NoFA0095636 that had been decided in 2000. It was
not a difficult case as there was a registerecetraatk and the Respondent
had linked it to a commercial website. So there avfinding against it of

bad faith under each of the three headings undagpph 4(b), but most
interestingly under paragraph 4(b)(i), because:

“...The Respondent offered to transfer the domainenanexchange
for a meeting with the Complainant, phone calls frothe
Complainant, and an interview with the Complainar®iven the
Complainant’s fame, these encounters with the Camaht would be
of great value—certainly a value in excess of tih@mal costs
associated with registering and maintaining thealomame
"metallica.org". Thus, the Panel concludes thatRhspondent has
met the requirements of Policy { 4.b(i).”

Where the allegation is that the respondent offémredlomain name for sale
or was prepared to sell it, complainants should/aey of including in their
evidence only part of the correspondence betwezpdities and not the
whole correspondencdédie Marlene Dietrich Collection GmbH V. Johan
Duplesis Du Plesi®VIPO Case N0.D2007-1306.

Sub paragraph (i)

Denial of corresponding trademark

The relevant provision of the Policy is:
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(i)  “the respondent has registered the domain namedar to
prevent the owner of the trademark or service rirank
reflecting the mark in a corresponding domain name,
provided that Respondent has engaged in a pattsuch
conduct.”

One such case where the decision turned on mseglt wasSteviand

Morris a/k/a Stevie Wonder v. Unofficial Fan Club/a Web MasterNAF
Case No: FA0453986 (2005) that we have alreadydd@it under the issues
of common law trademarks and “rights or legitimaterests”. The disputed
domain name was <steviewonder.com>. The contetkteoflecision was that
Steveie Wonder had registered trademarks, butdahelPound that he had
established common law rights as well, becauseatidbken a famous singer
for so long. It was then held that what the respondlaimed to be a fan site
was not one, as a matter of fact.

It was then held that there had been bad faithuseceaf the registration of
the domain name. As the panel put it:

“In the present case, the Panel finds that theggation (a breach of
sub paragraph (ii) ) is proved conclusively. ltrige that Complainant
has established a very full site to promote his/diets at
<www.steviewonder.net> betveryone knows that a ‘.com’ site is to
be preferredand it is where an Internet user looking for infatian
about the singer would look first, so Respondemgstration of
<steviewonder.com> has been a barrier to Complainan

That proposition should give rise to some debdtikeoagh it is certainly
supported by other panellists.

Sub-paragraph (iii)
Disrupting the business of a competitor
The relevant provision of the Policy is:

(i)  “the respondent has registered the domain nameaphym
for the purpose of disrupting the business of apstitor. “
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This requirement is given a wide operation in deais. A recalcitrant
registrant may well have registered a domain naitietive intention of
misleading consumers and diverting internet tradfi@ay from a competitor
and to the registrant’s own web site. In such cases be said that the
registrant’s intention is to disrupt the busineka oompetitor, namely the
trademark owner.

Not surprisingly, there are as many variationshenfacts as there are
individual cases and it must be emphasised agatretrery effort should be
made to adduce evidence to show that the onlyanter that can be drawn
from the conduct of the respondent is that he ohedrto disrupt the business
of the complainant.

Such cases can succeed but they can also faila €ase that failed under
this heading sed-rederick M. Nicholas, Administrator, The Sam Fraig
Estate v. Magidson Fine Art, In&VIPO Case D2000-0673 that we
discussed above and which will arise for considanaagain. It will be
recalled that the respondent gallery was usingltimain name
<samfrancis.com> to sell paintings by Mr.Francise Tase failed on the
issue of bad faith as, according to the majortigré was no evidence that
the respondent registered and used the domain foairtiee purpose of
profiting from the Complainant’s service mark, titagngaged in a pattern
of conduct, or was seeking to prevent the userméik by a competitor. Nor
was there anything on the gallery’s web site suyggan affiliation
between the respondent and Mr. Francis’ estatéhsncespondent made no
claim of trademark rights in either "samfrancis.amany other variation
of the words "Sam Francis".

Sub-paragraph 4(b) (iv)
Creating confusion
The relevant provision of the Policy is:

“(iv) by using the domain name, respondent hasitidgeally
attempted to attract, for commercial gain, inteurssrs to
respondent’s website or other on-line locationckaating a
likelihood of confusion with the complainant’'s maak to the
source, sponsorship, affiliation, or endorsemernhef
respondent’s website or location or of a produdewice on the
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site or location.”

Many contests in defended UDRP cases revolve arnether the facts of
the case bring it within this provision. The arguntnis often whether or not

it can be concluded on the facts that the registkas trying to mislead
people into believing in effect that the goods aadvices being promoted on
his website were endorsed by the trademark owrmapl@anant. There are
many examples of where the conclusion is that stashthe intention and
that, indeed, it was the result. But there areonirse, cases where the
conclusion is to the contrary.

For example, in th®an Marino Case(suprg there was a finding of bad
faith under 4 (iv) because, as the panellist said:

“The Domain Name resolves to a website at www.daimoaom
which is automatically linked to a site administeesd operated by
Respondents, www.multicenter.com, which providearsety of
sports, entertainment, trivia and other speciafjams and includes
links to vendors of Dan Marino related productsug,HRespondents
intentionally attempt to attract visitors to wwwinlaarino.com for
commerce. Dan Marino is not connected with thesel@es, nor does
he have a relationship of any kind with Respondd®¢spondents are
attracting users by creating a likelihood of cordasas to the source,
sponsorship, affiliation or endorsement of theibsite, its products
or its services.”

Another example isAnne of Green Gable Licensing Auth., Inc. v.
Internetworks AF-0109 (eResolution Case, June 12, 2000) wihenme twas
a finding bad faith where Respondent had useddh®ath name
<anneofgreengables.com> to link users to a weklilstecontained
information about the Anne of Green Gables literaoyks, motion pictures
and the author, L. M. Montgomery. It was said by planel that:

“Respondent has admitted that it is aware of Comaid's
registrations for the well-known mark ANNE OF GREEMBLES.
Respondent also admits that its purpose in regigtéine domain
name was to attract Internet users to its webngite are seeking
tourism information about Prince Edward Island, @anadian locale
that is intimately associated with the Anne of Gr&ables literary
works, motion pictures, television programs andahandising.
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Indeed, the home page of Respondent's web sitdiiked "Anne of
Green Gables" and contains information about theefaf Green
Gables literary works, motion pictures and L. M.mitgomery, the
author of the literary work4\ visitor to the web site may very well
believe that the owner of the mark ANNE OF GREEN BAES is
affiliated with or has sponsored or endorsed Res@ent's web site
In sum, Respondent's knowledge of Complainant'skmelwn mark
ANNE OF GREEN GABLES, Respondent's use of that naaria
domain name to drive traffic to Respondent's tonmgeb site devoted
to Prince Edward Island tourism, and the importasfadbe mark to
the tourism information services contained on Redpat's web site
are compelling evidence of Respondent's bad fAithordingly, the
Panel finds that Complainant has met its burdgardee that
Respondent registered and is using the domain mabe faith.”

A recent case to the same effectGene Kelly Image Trust v. BWI Domain
Manager, WIPO Case No. D2008-0342 where the domain nartteeimame
of the famous dancer and actor led to a website sponsored links “the
majority of which relate to movies or Gene KellfHis was held to
constitute bad faith registration and use.

No study of celebrities would be complete withobeTSimpsons; the
domain name&thesimpsonsmovie.cenwas transferred as an application of
sub-paragraph 4(b) (iv) ihwentieth Century Fox Film Corp. v.
KeithMalley.com;WIPO Case N0.D2007-0760.

The test to be applied

What is the test to be applied? One answer was givBociété pour
I'ceuvre et la mémoire d’Antoine de Saint Exupéry-Qeession Saint
Exupéry - D’Agay v.The Holding CompanyVIPO Case No. D2005-0165.
The panel put it this way:
“The question that remains is whetla@r average Internet user is
likely to get the impression of sponsorship or &étion in the
presence of a disclaimer (which may have been addigdafter the
Complainant notified the Respondent). In the Pangéw, that
likelihood exists. The “Respondent has intentignattempted to
attract, for commercial gain, Internet users tof®eslent’s website or
other on-line location, by creating a likelihoodooinfusion with the
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complainant’s mark as to the source, sponsorsffipaton, or
endorsement of Respondent’s web site” (ParagrapfiiviY). That
constitutes bad faith registration and use undePiblicy.

Put differently, the Respondent is using a vakdjistered trademark
(the Respondent’s arguments that the name of fanecsased
persons should not be protected as trademarksarelavant in this
context) in a commercial context, i.e., with theemt to generate
commissions on sales of books and other memoraiaitiaerning
Antoine de Saint-Exupéry. That does not constibaiiea fide use.” (
emphasis added).

It is interesting to look at its application to tt&se of a sportsperson:
Michael James Owen v. MSM Commercial Servic#¢lPO Case No.
D2006-0155. The panel said:

“The Panel does not find it proven that the Respahtias engaged in
a pattern of registering domain names in orderévgnt the owner of
the trade mark from reflecting the mark in corragfing domain
names.

However, as a result of the worldwide fame of Melh@wen, the
Panel finds it inconceivable that Respondent shoatchave been
aware of Michael Owen when registering the domaimes at issue
and therefore the Respondent could not have besmare that the
registration of the disputed domain names wouldrnigé upon the
Complainants’ rights.

The website resolving to the domain names at isagaedirected to a
website entitled “The Michael Owen Football Pagdiiah advertised
a number of sports related websites offering prtxifar sale. The
registration and use of the disputed domain namesdppears to be
an attempt to attract for commercial gain, Inteussrs to
Respondent’s website, by creating a likelihoodarffasion with the
Complainants’ mark. This is evidence of bad faégistration and use
pursuant to the Policy, paragraph 4(b)(iii).

Accordingly, the Panel finds that the Respondestrkgistered and
used the Domain Names in bad faith.”
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Other successes on bad faith

In Experience Hendrix, L.L.C. v. Denny Hammerton arfithe Jimi

Hendrix Fan Club, WIPO Case No. D2000-0364, Hendrix’s estate won on
bad faith as on the other issues, because of thgoRdent’s standing as a
serial celebrity cybersquatter who, moreover, Héeled to sell the domain
name and others.

So we see again some of the various elementsdhatinfluenced panels to
make findings of bad faith come together in the caxee.To take one of the
facts, evidence of the Respondent’s being a seffhder, is helpful in
establishing bad faith, but it is not essential arRespondent may be found
to have acted in bad faith even in those casesenherobviously a one-off
transgression. That was the situatiofRiohard Juzwin v. Glen Stephens
StampsNAF Case No: FA0O0097690. (2001).

It will be recalled that in this case a stamp delasal registered his rival
stamp dealer’'s name as a domain name and linkedhis own site, so that
customers of his rival did not even get to thelisviiont cyberdoor. | had
had a similar case where a real estate agent inégyuad done a similar
thing, but claiming that the rival’'s name was aey@name and that he was
therefore entitled to do it. On the facts of thade, that was not a conclusion
| could come to.

In theRichard Juzwin Casgthere was no such argument open to the party
who registered the domain name, as <richardjuzemxwas clearly the
man’s own name, not a generic expression. In thissemstances the panel
decided that such conduct, which is really pilfgrymour competitor’s clients
who are looking on the internet for him and not ywas bad faith.

The panel’s decision gave a good summary of thdenbed faith issue and
the sort of conduct that will establish it. It i®shwhile setting it out in full:

“Respondent and Complainant are both in the sameazed field.
Respondent is using the <richardjuzwin.com> domaime to resolve
to its own website, thus preventing users from @ciimg
Complainant's business. These circumstances pretroieg evidence
of bad faith registration and use pursuant to KdJid(b)(iii). SeeSR
Motorsports v. Rotary PerformandeA 95859 (Nat. Arb. Forum Jan.
4, 2001) (finding it "obvious" that the domain naweere registered
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for the primary purpose of disrupting the compestbusiness when
the parties are part of the same, highly specidliid); see also
Southern Exposure v. Southern Exposure, F&.94864 (Nat. Arb.
Forum July 18, 2000) (finding that Respondent tegesl the domain
name in question to disrupt the business of theflaimant, a
competitor of the Respondent).

Furthermore, Complainant asserts that Respondesd'sf the
<richardjuzwin.com> domain name has already causatlsion and
is likely to continue to do so as to whether Conmalat sponsors,
endorses or is otherwise affiliated with Respondem¢bsite. Such an
intentional attempt, for commercial gain, to caosefusion
constitutes bad faith under Policy  4(b)(iv). &#ntigene, Inc. v.
Genetest Lah D2000-1100 (WIPO Nov. 30, 2000) (finding badHai
where Respondent's use of the domain name attissasolve to a
website where similar services are offered to h@eusers is likely to
confuse the user into believing that Complainamhéssource of or is
sponsoring the services offered at the site); BseN®t2phone Inc. v.
Netcall SAGI.D2000-0666 (WIPO Sept. 26, 2000) (finding
constructive notice as a result of Complainantdaespread
promotional efforts coupled with diversion from Caliaanant’s site to
Respondents for competing commercial gain is gefitcevidence of
bad faith registration and use).

And finally, Respondent provided an incorrect addr®r the owner's
contact information to (the registrar) Network Smlas, Inc. when
Respondent registered the <richardjuzwin.com> domame.
Providing false or misleading information is funtle¥idence of bad
faith registration. See, e.¢dome Director, Inc. v. HomeDirector
D2000-0111, (WIPO Apr. 11, 2000) (finding that pichag false or
misleading information in connection with the regiton of the
domain name is evidence of bad faith).

Accordingly, the Panel finds that Policy { 4(a)(has been satisfied.”

Note that in a proper case the panel will do sombipg and arguing as it
draws inferences from the conduct of the partiesiamarticular to see if
the conduct of the respondent was consistent Wwehritention he declared
in the proceedings.
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An example of this was the case of Wayne RooieyEtlverton and then
Manchester United footballeBtoneygate 48 Limited and Wayne Mark
Rooney v. Huw MarshaJIWIPO Case No. D2006-0916. The panel was
faced with the situation where the trademark wgsstered after the domain
name. After a long examination of the evidence pitueel concluded:

“The Panel finds that when the Respondent registére Domain
Name he knew that the Second Complainant was likehecome a
very hot property indeed and saw a benefit in tegisg the Domain
Name with a view to creating a site and derivirgpenmercial benefit
via that site. A high proportion of visitors toiéeswith the URL
“www.waynerooney.com” would believe it to be théi@al website
of the Complainants (in precisely the same way peaple would
expect “www.evertonfc.com” to be the official wetesof Everton
Football Club) and would be visiting it for thatw®n. On reaching
the site they might or might not appreciate tha ot an official site,
but by then the deception will have occurred. lisalgkely the site is
offering (directly or indirectly) Wayne Rooney mhandise, there is a
high chance that visitors will consider purchasingf they see other
links that interest them, they will click on thdses and thereby
generate click revenue for the Respondent, theatqreof the site.

The Panel finds that registration of the Domain Mamith that intent

in the circumstances of this case constitutes aild fegistration and
use. The fact that, as things have turned outRégpondent has never
actually got around to using the Domain Name isheeihere nor
there.

This finding stems in part from the Panel’s indhito accept as
plausible the Respondent’s claim that his fanwadeald be non-
commercial and because the fan sites which thedRelgmt himself
has cited as examples (“www.waynerooneyonline.cand
“www.davidbeckham.ws”) are indeed commercial fapssi

Accordingly, the Panel finds for the Complainantenthe third
element of the Policy.”

This is really a decision that says that if it te@nshown that a respondent
registered a domain name before the trademark eggstered and if the
panel can find that the respondent knew that irfuhee the domain name
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was something he would be able to trade on comaircihat may well
give rise to a finding of bad faith registratiordause.

Bad faith also proved ifolkien’s Case(supra) where the panel said:

“On the evidence, the Panel accepts that the Rdspbhas used and
Is using the Disputed Domain Name to intentionattgmpt to attract,
for commercial gain, Internet users to its websitereating a
likelihood of confusion with the Complainant’s dimttive TOLKIEN
mark and has therefore registered and used thei@gomain
Name in bad faith (paragraph 4(b)(iv) of the Polidg the Panel’'s
opinion, for the purposes of this paragraph 4(b)ivthe Policy, it
does not matter that the Complainant may also bemevisitors to
the Respondent’s site purchasing its licensed mtsdwy following
the links provided on the site. The fact remairag the Respondent
has also benefited financially (as it has admiteed) the Panel finds
that the Respondent has created a likelihood dlusmm as to the
source, sponsorship, affiliation or endorsemeritsaite.”

More recently, bad faith in the general sense grdtian within one of the
defined criteria under paragraph 4(b) of the Poh@g found irDie
Marlene Dietrich Collection GmbH V. Johan Duples[Bu PlesisWIPO
Case N0.D2007-1306; it was said that when a domemme in the name of
such a famous person as Marlene Dietrich was s¥gidtthe panel could
conclude that “ the Respondent registered the Dofdaime with the
intention of exploiting, in one shape or form, twdwill associated with
the Complainant’s widely known trademark...”.

Cases where bad faith has not been proven

Not all cases have gone in favour of the celelmityhe issue of bad faith,
however.

For example, iWhite Castle Way, Inc. v. Jacop¥/IPO Case D2004-0001
(2004),the Pat Benator Caseat was said:

“Respondent’s website provides a wide range ofrmédion
concerning Pat Benatar, the recording artist. Thezeclear
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disclaimers on the website stating that it is matagsed by or an
official website of the recording artist. Therenis evidence on the
record of this proceeding that Respondent obtaigscammercial
benefit from the website. While he does make amsgendation
regarding the Internet retailer which he beliewestbck the widest
selection of the recording artist’'s work, ther@asevidence that
Respondent receives compensation from the ret&kspondent is
not seeking to disparage the recording artist. Gamgnt was aware
of Respondent’s website and activities for a sutistbperiod, and
requested that his website be linked to its offisiabsite before
changing its view and attempting to obtain a transf the disputed
domain name. The combination of these factors lda&l®anel to
conclude that Respondent is engaging in legitimatecommercial
use of the disputed domain name.”

That extract contains a host of indicia which, wkedten together, justify a
finding that the respondent was not acting with ahthe immorality or
malevolent intention that we have also seen hasg faresent in one form or
another before there can be a finding of bad faitjistration and use.

To a similar effect was the majority decisiorFrederick M. Nicholas,
Administrator, The Sam Francis Estate v. Madisonrfd Art, Inc WIPO
Case D2000-0673. You will recall that this was oh&éose cases where
there was a split decision, which often gives tismteresting reading,
especially in this case, where the dissenting opimias given by the
presiding panellist.

It will be recalled that the Respondent registéheddomain name
<samfrancis.com> and used it for a website whidth snly Sam Francis
paintings, but from an art gallery that made iirpthat it was a commercial
gallery that was selling paintings by Francis, withclaiming that it was
Sam Francis’ own website.

The Panel found that the name ‘has acquired disteress and secondary
meaning as a common law trademark and service wiagk associated with
works of art.” Thus, the complainant was succegsfilound One.

However, the respondent gallery that had registdredlomain name won
Round Two. This was so because the Panel foundhdespondent
gallery had a right or legitimate interest in tlmhin name because.
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although it had intentionally sought to attract@emers by using the SAM
FRANCIS name in the websit@vw.samfrancis.comnhe also made it clear
that it was “a commercial art gallery selling Sararteis works. There

(was), therefore, no misleading assertion that $pponsored or authorized by
the artist. Similarly, the use does not tarnishrédpitation of the artist, since
it is presumably his paintings that are offereddale here”.

The majority therefore decided in favour of thepasdent on that issue and
of course if the respondent wins on any of theghssues, it must succeed
overall.

The dissenting panellist however said that, onrterpretation of the
evidence, the gallery owner had:

‘...Intentionally attracted consumers by creatingithpression that
the website www.samfrancis.com is sponsored oroaizéd by the
artist.’

Accordingly, in the view of the dissenting pand]lihe respondent by that
conduct had negated the claim that he had a riglegdimate interest in the
domain name. He would therefore have also scoresh@®dwo to the
complainant.

On the votes of the entire three person panekdhglainant had lost at this
stage, as he had not succeeded with a majorityegbanel finding in his
favour on the second ground and there was theraforeeed to proceed to
the third issue.

But the Panel did go on to consider the issue dffaagh. On that issue the
majority said:

“The majority of the Panel’s analysis, on the isstiany bad faith
registration and use, must take into considerahahRespondent
offers artwork by the late Sam Francis for sale at
www.samfrancis.com. There is no allegation or ssgge that
anything other than Mr. Francis’ art is availabi¢he site. There is
nothing on the site suggesting an affiliation betw&espondent and
Mr. Francis’ estate. Respondent makes no claimagiimark rights in
either "samfrancis.com" or any other variationhsd tords "Sam
Francis".
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On these facts, the majority of the Panel doesontlude that
Respondent has registered and used the Domain Mawae faith
under Policy paragraph 4(a)(iii). To use an agisame as an
informational reference in the context of otherwegtimately
offering that artist’s genuine work for sale to fineblic may well
constitute a fair use under applicable trademank However,
determination of the issue of whether Respondeagstration and
use of the domain "samfrancis.com" is to be deearkdr use is more
properly, we believe, for the courts, to decide @bt contemplated
as an issue to be determined under the ICANN PalncyRules. As
noted above, if this is a fair use, then Respondentd have a
legitimate interest in the Domain Name and woultdbedeemed to
have registered or be using the name in bad faith.

The majority of the Panel does not believe, theggfthat this forum
Is the appropriate one for resolving the instagpdie,nor do we
believe that the Complainant has met its burdenpobof on these
facts.” (emphasis added).

It is clear that this was a decision that the clafmegistration and use in bad
faith had not been made out. Accordingly, the caimaint had also lost on
Round Three and was thoroughly out.

The dissenting presiding panellist decided thatethveas bad faith, although
his vote could not carry the day. He said:

‘My analysis of bad faith focuses on Policy pargfra(b)(iy*".In my
analysis above of rights or legitimate interestgpuld have
concluded that, because the Domain Name is id¢mdiche SAM
FRANCIS marks, Respondent has intentionally atdécbnsumers
by creating the impression that the website wwwifsamis.com is
sponsored or authorized by the artist. Thereftwe gtements of
paragraph 4(b)(iv) have been met.

| would find that Complainant has shown the exisésaf the
elements in the Policy paragraph 4(b)(iv).’

37j.e.whether the gallery owner had acted in a raditeg way.
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In the counterfoil to th&am Francis Case&he later case dfhomas
Blackshear v. Christ-Centered Mall, IncWIPO Case No. D2002-0736, the
panel found that the domain name in that case bad kegistered and used
in bad faith because

“In evaluating the facts in this case, where Redpahdoes offer the
works of other artists at its site, the Panel cote$ that Respondent,
fully aware of the notoriety of Complainant's narnas intentionally
attracted consumers to Respondent's web sitedquutchase of those
works (as distinct from Complainant's works, whiRdsspondent also
hopes to sell) by creating the false impressionttiey are sponsored
or endorsed by Complainant.

Thus, the Panel finds that the elements of Paragtép(iv) of the
Policy apply in this case and that Respondent égistered and is
using the disputed domain name in bad faith.”

Some observers would say that the dissenting vietlweéSam Francis Case
Is the more generally accepted approach in UDRBsc&or example, when
the panel irEstate of Shakur v. Shakur Info Pag&AF-0346 (eResolution
Sept. 28, 2000) found bad faith in registering emdim name in the artist’s
name and not much else, other than the fact teaRé@spondent’'s email
address was at a site that sold bootlegged ShdBsyiCmade an adverse
finding on bad faith against the Respondent anddelmong other grounds
on the following:

“(iii) the false representation inherent in the tested domain name
that its owner is officially associated with thamaainant;...”

In other words, the Panel’s view was that the iogilon in putting up the
domain name and the incipient website was thaa# thie website of Shakur
or his estate, an implication that justified a firglof bad faith.

Indeed, one can say that when the evidence comisagpatch and is
persuasive on the balance of probabilities, thaleegesult is that the panel
finds bad faith. For example, as you will rechlicole Kidman v. John
Zuccarini, d/b/a Cupcake PartyVIPO Case No. D2000-1415 concerned the
domain names <nicholekidman.com> and <nicolekidrmdercom> and the
Respondent was the well-known cybersquatter Jolmatini. This was a

bad case as the Respondent had linked <nicolekiaua@icom> to a
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salacious website and apparently both domain némeseries of pop —up
sites resulting in the internet user being ‘mous®eied’. The Panel found
that Ms Kidman had common law trademark rightseéorfame and that the
Respondent had no right or legitimate intereshendomain names. On the
issue of bad faith that the Panel then had to dengi said:

“Zuccarini’s registration and use of the domain eamin bad
faith. As noted above, the only explanation of Argu’s
actions is that he intended to divert the intetradfic of
persons intending to find websites legitimatelyoagsed with
Kidman, and that he appears to have done so ta fraoh fees
paid by advertisers. This in and of itself can shuad faith. See
Policy T 4(b)(iv) (it is evidence of bad faith thdby using the
domain name, [the respondent] ha[s] intentionatigrapted to
attract, for commercial gain, Internet users tg fbr her] web
site or other on-line location, by creating a likebd of
confusion with the complainant’'s mark as to therseu
sponsorship, affiliation, or endorsement of [thependent’s]
web site or location or of a product or servicdtbe
respondent’s] web site or location.").

In addition, the many arbitral and judicial decrsaendered
against Zuccarini show that his behavior is padrobverall
pattern of misuse of famous marks for illegitimpteposes.
His practice of profiting from the good name oferthis
evidence of his bad faith registration and usdefdomain
names <nicholekidman.com> and <nicolekidmannudexcom

We therefore find that Zuccarini has registered asetl the
domain names in bad faith.”

Moreover, inNick Cannon v. Modern Limited - Cayman Web
DevelopmentWIPO Case No.D2005-0757, the panel had no troudienig
that the Respondent had no right or legitimater@stein the domain name
and that it had registered and used it in bad fattause, as the Panel put it,

“The evidence shows in this present case thata@h@ad name in
dispute does not direct Internet users to a fanfgitthe Complainant
but to a website of totally unrelated links to athweeb pages,
including links to pornographic websites, as trasi®l observed in its
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verification. The Panel finds that these activitiesaddition to the
pattern of “cybersquatting” on hundreds of domames confusingly
similar to the names of other famous persons antpaaies,
demonstrate use of the domain name in disputedrfditi.”

Another one of Mr. Zuccerini’'s cases with a simiesult wasAbercrombie
& Fitch Stores, Inc. and A & F Trademark, Inc. v.ahn Zuccarini d/b/a/
Cupcake PatralCase No. D2000-1004 (WIPO Nov.1, 2000) where the
celebrity outfitter easily succeeded on all grounds

Still another example of bad faith having been proin a defended case
wasBernardka Pulko v. Greg FrazierWIPO Case No. D2006-0099, the
case of the Slovenian lady motorbike rider. Thegbaaid:

“The domain name <benkapulko.com> is used for coroiglegain,
namely to sell different products or advertisemeotsnected with
motorcycling. This reflects Respondent’s attemgttoact users to its
website by improperly associating itself with Coaipbnt’s mark and
name and misleadingly suggesting an affiliatiorhwir sponsorship
by, Complainant.”

Finding of no bad faith

Sometimes the panel will decide the case by makifigding against there
having been bad faith because it cannot deci@e it, were, as the conflict
in evidence is so great and the UDRP process duidemd itself to
hearings, cross examination of witnesses and ptioeesses that would in a
court enable more definite findings of fact.

That was the position iBob Avila v. B&B Productions WIPO Case No.
D2004-0013, the case of another celebrity horsedravhere the conflicts

in evidence were so great that the panel concltitidhe case had not been
made out.

“The Complainant is a horse trainer and showmatinoérican
Quarter Horses. He has successfully competed imt€udorse
Association, National Reigning Horse Associatiod alational
Reined Cow Horse Association events. The Complainas also
marketed and sold books and video tapes demomgfiais
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techniques in training and showing American Quatdarses. He has
also commercially sponsored products used in tihgehiadustry.”

The allegation was that the respondent had gonepaattnership with the
complainant on the domain name and website, bsitths denied by the
complainant. There were too many conflicts in thielence for the panel to
decide the issue of bad faith.

The panel might also make a finding of no bad faaking been made out
because the Complainant was merely making assgiat not proving the
case and, in the course of that, putting too mdéhlurden on the panel
itself to make out the Complainant’s case for it.

This was so in the case of the Czech pornogra@mnSstvie Saint irSilvie
Tom¢alova a.k.a. Sylvia Saint v. Juan Campd¥IPO Case No. D2006-
0379 where the result was a finding of no bad farttd where the claim
consequently failed.

Of course in some cases, the evidence is unsdatsfabut it leads the panel
to conclude that there probabiasbad faith, rather than that the case for
bad faith was not made out. That was so in GEsiablishment v.
FutbolMasters Ltd., FW, FM, Steve LeightoWIPO Case No. D2007-
0439 concerning the footballer Pele, where the psaid:

“By the same reasoning (as the panel had usegeictiregy the
argument that the respondent had a right or legtenmterest in the
domain name) the Panel is not prepared to acceiéispondent’s
denials as to bad faith with regard to registrafiod use of the
Domain Names. Forensically, the Panel asks: whyngubhat would
appear to be an inaccurate record as to the pugfdke registrations
if it is not to conceal a mala fide intent in respef the Domain
Names?

It seems strange that a body such as the Respomdeah is said to
be involved in United Nations Development and Peaaitatives,
should behave in this way, but the correspondere Pele and the
lack of persuasive evidence or further explanaftiom the
Respondent leave the Panel with no scope for drer atterpretation.
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The Panel finds that the Respondent registereBomeain Namesor
a purpose which the Respondent is not prepareddofecm and
which in all probability was to attract/divert Imbet users for
commercial gain along the lines of paragraph 4(b¥f the
Policy.”(emphasis added).

In other words, the panel will look at all of thencluct of the respondent ,

even during the proceedings and draw inferences fbat the respondent
has done and said and even from its silence anthase considerations to
decide that there was bad faith registration amd us

Again, this shows the importance of presentingihgt case possible by way
of evidence and submissions.

A further good illustration of how a panel will woits way to a finding of
no bad faith use and registratiorBsrges, S.A., Tanio, S.A.U. v. James
English, WIPO Case No. D2007-0477, a case we have alrea#tgdbat in
the context of rights and legitimate interests.

The complainant was in trade, in fact as a manufactand had a trademark
on the name BORGES, but the respondent registheeddmain name in the
name, he thought, of the famous writer of the saamae and did not know
of the complainant, an explanation which the pasekpted. This was the
foundation of a finding that bad faith had not bekown.

The views of the panel on bad faith were expreasellows:

“Firstly, a finding of bad faith registration andairequires at least
evidence that the Respondent knew of the Complaoraits mark.
The Respondent has plausibly denied having suctikdge of the
Complainant. The word element of the Complainamizsk is
apparently subject to substantial third party ltss.not only identical
to the surname of a worldwide known writer, but aently also to
other trademarks, all of which suggests that thedvpart of the
Complainant’s trademark is not as distinctive as@omplainant
would claim.

In other words, the more generic the word part wademark, in
many cases the less distinctive it will be in therket, and the more
difficult it will be to impute knowledge to the Rasndent. In these
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circumstances, even if the Respondent had actsegyched (before
registering the disputed domain name) for priontsgn the term
“Borges” - e.g. by typing that term into a searalgiae - it does not
appear that he should have identified the Compfdias having
distinct or exclusive rights in that term.”

No other ground could be found against the respardenegate right or
legitimate interest and nothing to show bad fab .the complainant lost.

An earlier case where the Complainant failed tovgroad faith was the
Albert Einstein Case The Hebrew University of Jerusalem v. Alberta Hot
RoddVIPO Case No. D2002-0616.

On this issue, the panel said:

“Complainant relies on paragraph 4(b)(ii) of thdi®g claiming
Respondent registered the disputed domain namelar to prevent
the owner of the trademark or service mark frortenting the mark
in a corresponding domain name, and that Respomdsrengaged in
a pattern of such conduct.

There is no doubt Respondent has previously baardfby several
Panels to have engaged in conduct of that kindicserit to constitute
a pattern. However, there is no evidence RespordehComplainant
in mind when registering the disputed domain nanee.ait was
unaware Complainant claimed trademark rights imtédrae ALBERT
EINSTEIN.

It is not sufficient, to establish bad faith untles paragraph, simply
to show that the registration of a domain name ssaody prevents
someone else from registering the exact same domaane. Although
it is not necessary that a Respondent be shownaw khe identity of
the trademark owner, it must at least be shownRleapondent was
aware that the domain name was identical or comfjisisimilar to a
mark.

Here there was no reason for Respondent to bdlewe¢he name
ALBERT EINSTEIN was or was claimed to be a traddmahe
Panel therefore finds Respondent has not been stwhave
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registered the disputed domain name in order togotethe owner of
the mark from registering the corresponding donmame. ...
Complainant also relies on paragraph 4(b)(iv) efBolicy, claiming
Respondent intentionally attempted to attractctammercial gain,
Internet users to Respondent’s web site or othdinerlocation, by
creating a likelihood of confusion with Complainanhark as to the
source, sponsorship, affiliation, or endorsemenhefweb site and
the activities therein. Such a claim was uphel8tephanie Seymour,
Celine Dion, Julie BrownandMichael Andretti,all cases of living
celebrities whose names had become distinctivieesf oods or
services before Respondent registered the domaesa issue.

Here the Panel has accepted that Respondent wasnaninat
Complainant claimed trademark rights in the nam&BRT
EINSTEIN. Accordingly, although Respondent intenatly
attempted to attract Internauts, for commerciahg@ his website, it
did not attempt to do so by creating confusion witinademark, since
it had no reason to suppose that the name ALBERISEEIN was a
trademark. To the contrary, it had every reasdreteve that Dr.
Einstein did not engage during his lifetime in coenoe and did not
therefore have trademark rights in his name atithe of his death.”

Sometimes the evidence is just not there, &#eerl Jam, A General
Partnership v. Streaming Digital Media Dot Com cRrian J. Spencer
NAF Case: FA0235831. On bad faith the Panel said:

“There is no evidence that any of the circumstamecgsragraph 4(b)
of the Policy apply to Respondent’ and hence ndexnge of bad
faith.”

Pearl Jam had more success in obtaining domainshamtiee following
casesPearl Jam, A General Partnership v Phoebe’s Fantd¥ayhouse
and n/a c/o John HewelINAF Case No: 22645Bearl Jam, A General
Partnership v Adot LP c/o Robert DunlapyAF Case No: 23295%earl
Jam, A General Partnership v Francesco CataladAF Case No: 236583
; andPearl Jam, A General Partnership v Vertical Axigpd. c/o Domain
Administrator, NAF Case No 593325

Bad faith by inaction: Telstra v. Nuclear Mushrooms
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It is not always necessary to prove positive atte@respondent going to
show bad faith. That is so because celebrity dages also been able to
establish the requirement of bad faith by inactiader the principle
espoused iffelstra v. Nuclear Marshmallows.

Thus it was said iMichael J. Feinstein v. PAWS Video Productions
WIPO Case No. D2000-0880 that “...the Respondentepasb content on
the corresponding website prior to receiving notitéhis dispute and that
such failure to post content constitutes "inactionerTelstra This

inaction considered together with the refusal adgoedent to communicate
with Complainant and with the creation of a firemalblock Complainant’s
monitoring of content constitute a separate basi§iriding bad faith.”

The same view was expressed in Soqiédr I'Oeuvre et la Mémoire
d’Antoine de Saint Exupéry — Succession Saint Exapé D’Agay V.
Perlegos PropertiesVIPO Case No. D2005-1085.

Falling at the last hurdle

Accordingly, although celebrity cases have beeressful and as part of
that success have involved findings of bad faittheregistration and use of
the domain name, they sometimes, like other céskeslown on an inability
to prove bad faith even although the earlier tvemants have been proven.

One such case Bdward Van Halen v. Deborah Morgan)VIPO Case No.
D2000-1313, concerning the co-founder of the haot band, Van Halen.
When it got to the issue of bad faith the panel Haat it:

“... cannot infer bad faith without other evidendeRespondent
were to make use in the future and seek commegaialby creating
confusion, then Complainant might at that time haetter case, but
that is not the circumstance presented hereN#gendo Inc. v. Alex
Jones,Case No. D2000-0998 (WIPO, Nov. 17, 2000).

There was no breach of any of the specific testsarPolicy and no
suggestion of general bad faith. There was no atietisale and no
commercial elements.
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Simply put, the evidence here is insufficient tstify a finding of bad
faith. Instead, Respondent claims that she hasieede use the
domain name for a legitimate fan site and, if giis through on
that intention, it would not constitute the kindadfusive, bad faith
cybersquatting that the Policy is designed to preve

Another case wasstate of Gary Jennings v. Submachin@/IPO Case No:
D2001-1042, where it was said on the earlier isgugyht or legitimate
interest that:

“Based upon a review of Respondent’s web site, &adgnt appears
to be providing reviews of Gary Jennings’ books] ant advertising.
Based on the record, before any notice to Respomddine dispute, it
appears that Respondent was using the Domain maoc@nection
with a bona fide offering of goods and servicespgoadent has been
using the Domain name in connection with a webtsitghare
information on the author Gary Jennings. The Pané$ on this basis
that respondent has a legitimate interest in the&o name.”

This was a genuine fan site with no commercial @ontalthough it did have
a link towww.amazon.com although apparently not for commercial gain to
the Respondent, but just so the reader could $ee views and buy the
books, with no advantage to the registrant. Shi@sdmplainant had not
proved this, the second element, it failed.

But the panel went on to consider bad faith anddoiinat there had not been
bad faith. On the issue of bad faith the panel 8atlalthough the
respondent also had other celebrity domain name¢t)he Panel is not
persuaded that Respondent has engaged in a pafttexgistering domain
names in order to prevent the owner of the tradkmaservice mark from
reflecting the mark in a corresponding domain nasieequired by the
Policy pursuant to subparagraph (ii) above.” Mosxpthe respondent had
made no effort to sell the domain name, it didaygtear that Respondent
sought to disrupt Complainants’ business and aghdbe domain name
was linked to a commercial outlet, “...based on Widence presented,
Respondent has not sought commercial gain.” Sddtdhad not been
made out.

Improper use of a fan site may amount to bad faith
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We have already looked Kevin Spacey v. Alberta Hot Rod8AF Case
No: FA0114437 under other elements and this iscase where the case
was made complete with an adverse finding on bi#tal fehe panel said:

“ Complainant argues that both of Respondent’s afdse
kevinspacey.com> domain name--first diverting In&trtraffic to
celebrity1000.com> and then connecting the domamento an
unauthorized fan website--constitute an opportunatempt to trade
off Complainant’s fame. Complainant contends BRespondent’s
initial use of the domain name, before notificatadrComplainant’s
objections, is bad faith under Policy  4(b)(iviaese Internet users
were misleadingly diverted to the <celebrityl00@heodomain nhame
that had banner advertisements from which Respamualefited. We
agree.”

In the otheiSpacey Case, Kevin Spacey v John ZuccahF Case No:
FA0096937, the domain name at issue was <kevinspaoy so there was
a spelling difference. On the issue of bad faltlat tvas again found to be
established, for:

“Respondent is a well known cybersquatter and bdmitted that he
registered...thousands of other domain names bedtaexgare
confusingly similar to others’ famous marks andspeal hames...in
an effort to divert Internet traffic to his sites.For example, he has
registered obvious misspellings of celebrities r@msach as
gwenythpaltrow.com, rikymartin.com, and britineyapgecom." See
Shields v. Zuccarini and Cupcake Pafr@® F. Supp.2d 634, 640
(E.D. Pa. 2000).”

The Respondent also did not use the website fegitirhate purposes but
for carrying pop up ads for which he was paid. I8oé¢ was no legitimate
interest in the domain name and the same consiolesagave rise to the
conclusion that there had been bad faith in thestregion and use of the
domain name.

To a similar effect was the decision@eorge Harrison v LOVEARTH.net
NAF Case No.FA0097085, where the decision on bitld feas that the
domain names had been registered and used in itladlthough there had
been a desultory argument that the domain naméeiag used for a fan
site. The panel said:
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“Respondent has shown bad faith by offering togf@nmost of the
domain names involving Complainant, and then wilhing some of
them. ... because Respondent has intentionally ateship attract,
for commercial gain, Internet users to Respondewmtls site or other
on-line location, by creating a likelihood of cosion with
Complainant’s mark as to the source, sponsorsfiipaton, or
endorsement of the website and the activities therdecause the
registration of the multiple domain names simi@Cobmplainant’s
trademark establishes a pattern of conduct prewgitiie owner of the
trademark or service mark from reflecting the mark corresponding
domain name...(and)..."fan sites," such as Respond@nsto
maintain, do cause confusion as to their souranspship,
affiliation, or endorsement vis-a-vis the celehrfyrther, the nexus
between Respondent’s domain name sales business and
environmental pursuits is close enough to satlsfycdommercial gain
provision of Paragraph 4(b)(iv) of the Policy. Seevs for Jesus v.
Brodsky 993 F.Supp 282, 309 (D.N.J. 1998) (holding tbdie
considered commercial, it is not necessary for lsite to make a
profit).”

Another failure of the grounds of bad faith althbuge Complainant has
succeeded on the previous two issuesMaik Warner 2001 v Mike
Larson NAF: FA0095746. The case failed on bad faith altfloit had
succeeded on all other grounds including the daubifing on a politician
having common law rights even without any evideoiceonetary
commitment to the name or earning money throughneeroe involving the
name. It failed on the ground that there was nofail as “While the use of
a candidate’s name or campaign as a domain narhattrélct internet users,
the attraction is arguably for political, not conmaial gain.”

It was a similar process Mintendo of America Inc. v. Alex Joneg/IPO
Case No. D2000-0998; in other words, the compldisaoceeded on the
first two elements but lost on the third elemeiat] lfaith and hence lost the
entire proceedings.

This decision is particularly interesting as thewses a robust finding that the
respondent who had registered the domain namedadht or legitimate
interest in doing so and no valid claim that he wemsing a fan site, yet this
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was followed by a finding that he had not regisdiese used the domain
name in bad faith. It was , for the young respohdenery narrow escape.

The Respondent had registered <legendofzelda.cam>fan site for fans of
the popular Nintendo game. He agreed that the donane was identical
to the trademark, but he claimed he had a righdgitimate interest in the
domain name and he denied that he had registeneskdrit in bad faith.
The panel rejected his claim that he had a riglegitimate interest in the
domain name for reasons that we have already Beasvever, when it came
to the issue of bad faith, he was successful; #melfound that he had not
been guilty of bad faith. On that it issue it said

However the Panel went on and decided that the Gongmt had not
proved bad faith. The panel went through everyaaieconsideration and
concluded that evidence showing bad faith was simpt there. The panel
said:

“The Respondent has made no effort to sell theestildjomain name.

Although the Complainant says that the registratibthhe subject
domain name prevents it from "...reflecting [its] koam a
corresponding domain name", there is no evidenraiettie
Respondent has engaged in a pattern of such coasluetjuired by
the Policy.

The evidence does not support a finding that trepBedent seeks to
disrupt the business of the Complainant. In fdet,dpposite appears
to be true.

The evidence is clear that the Respondent hasonghs commercial
gain. Although his website contains links to comeradroutlets, he
states that he derives no personal gain.

The circumstances in the Policy from which evideottbad faith can
be inferred are not present. Taking the eviden@ewlsole, there is no
other basis on which the Administrative Panel cdind bad faith.”

So, the respondent still won after all and the wi&bis still operating today.
It is worth looking at; seeww.legendofzelda.com
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The other consideration emerging from the caseframd looking at the
website, although not strictly relevant to our adagations, is how the
complainant could have thought that any harm wasgb#one to it by the
efforts of this band of young devotees who seemdthve nothing at heart
but the welfare and advancement of the complaiaadtits computer game.

Conclusion on this issue

It is perhaps healthy to see decisions on the isEbad faith going both
ways, as it shows the impartiality of the system above all the importance
of evidence, which can result in the decision gang way or the other.

Celebrities as Respondents

Of course celebrities can sometimes be Respond®ttspmplainants. But
the only one | know of was unsuccessful. Kisrgan Stanley v. Meow
NAF: FA0604000671304. In that case the full naméhefRespondent was
Meow (“Respondent”), Baroness Penelope Cat of NlgGB, Ashbed Barn,
Boraston Track, Tenbury Wells, Worcestershire WRILE, GB. The
domain name at issue was <mymorganstanleyplatimm®clt is an
amusing decision and one which is authority forgh@position that a
domain name may not be registered in the namecaf a

Another odd situation is where the domain nambeascelebrity or it is said
to be, but where the celebrity is not the complaingne respondent had
clearly never heard of the complainant and the damgnt had probably
never heard of the celebrity. That was the ca&onges, S.A., Tanio,
S.A.U. v. James EnglishVIPO Case No. D2007-0477, to which reference
has already been made. The disputed domain namehoages.com>,
registered to invoke the name of the author, baicthim was brought by the
Borges company. The respondent claimed to be affdre writer Borges.
The domain name was directed to a site presumadigtained by the
registrant with links, some of which were to sidesling with the writer. It
was held that that the registrant had a right gititeate interest in the
domain name, as the site was used only as a ttiterary site and could
not have been in competition with the complainaptsducts.

Conclusion
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Perhaps a fitting conclusion about celebrities ttwett domain names might
be said to be the remarks of a very experiencesllrMr Peter
Michaelson ilMPL Communications, Limited and MPL Communications,
Inc. v LOVEARTH.netNAF Case No: FA0O097086:

“A celebrity, having rights resulting through retgaion and/or
common law, is entitled to the exclusive contrall @xploitation of
his (her) mark in connection with the goods andises with which
that celebrity is associated and provides (eitivecty or, e.g., via
license) under that mark.”

Neil Brown
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