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The	Panel	is	not	aware	of	any	pending	or	decided	legal	proceedings	which	relate	to	the	disputed	domain	name.

The	Complainant	is	the	holder	of	numerous	registrations	and/or	applications	for	trademarks,	comprising	the	keyword	“pirelli”,
including	the	International	trademark	registration	720495	for	the	word	mark	“pirelli’,	registered	on	May	7,	1999	in	classes	1,	2,
7,	8,	9,	10,	11,	12,	16,	17,	19,	20,	21,	22,	23,	24,	25,	26,	27,	28	and	34.	The	Complainant	is	also	the	holder	of	and	actively	uses
the	domain	name	“pirelli.com”,	created	on	January	11,	1995.

The	Complainant,	Pirelli	&	C.	S.p.A.	is	a	joint	stock	company	incorporated	under	the	laws	of	Italy.	The	Complainant	is	the	holder
of	numerous	registrations	and/or	applications	for	trademarks,	comprising	the	keyword	“pirelli”.	These	trademarks	include	the
International	trademark	registration	720495	for	the	word	mark	“pirelli’,	registered	on	May	7,	1999	in	classes	1,	2,	7,	8,	9,	10,	11,
12,	16,	17,	19,	20,	21,	22,	23,	24,	25,	26,	27,	28	and	34.

The	Complainant	uses	these	trademarks	inter	alia	in	relation	to	its	tyre	business,	for	which	Complainant	and	its	PIRELLI
trademarks	are	well-known.	

The	disputed	domain	name	“pirellinet.com”	is	registered	by	the	Respondent,	using	a	proxy	service	and	was	created	on	March
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27,	2001.	The	disputed	domain	name	is	used	to	resolve	to	a	website	containing	sponsored	links	to	third	parties´	websites	and
includes	an	offer	to	sell	the	domain	name.

No	administratively	compliant	Response	has	been	filed.

The	Complainant	has,	to	the	satisfaction	of	the	Panel,	shown	the	Domain	Name	is	identical	or	confusingly	similar	to	a	trademark
or	service	mark	in	which	the	Complainant	has	rights	(within	the	meaning	of	paragraph	4(a)(i)of	the	Policy).

The	Complainant	has,	to	the	satisfaction	of	the	Panel,	shown	the	Respondent	to	have	no	rights	or	legitimate	interests	in	respect
of	the	Domain	Name	(within	the	meaning	of	paragraph	4(a)(ii)of	the	Policy).

The	Complainant	has,	to	the	satisfaction	of	the	Panel,	shown	the	Domain	Name	has	been	registered	and	is	being	used	in	bad
faith	(within	the	meaning	of	paragraph	4(a)(iii)of	the	Policy).

The	Panel	is	satisfied	that	all	procedural	requirements	under	UDRP	were	met	and	there	is	no	other	reason	why	it	would	be
inappropriate	to	provide	a	decision.

Paragraph	15	of	the	Rules	provides	that	the	Panel	is	to	decide	the	complaint	on	the	basis	of	the	statements	and	documents
submitted	in	accordance	with	the	Policy,	the	Rules	and	any	rules	and	principles	of	law	that	it	deems	applicable.

The	onus	is	on	the	Complainant	to	make	out	its	case	and	it	is	apparent,	both	from	the	terms	of	the	Policy	and	the	decisions	of
past	UDRP	panels,	that	the	Complainant	must	show	that	all	three	elements	set	out	in	Paragraph	4	(a)	of	the	Policy	have	been
established	before	any	order	can	be	made	to	transfer	a	domain	name.	As	the	proceedings	are	civil,	the	standard	of	proof	is	the
balance	of	probabilities.

Thus	for	the	Complainant	to	succeed	it	must	prove,	within	the	meaning	of	Paragraph	4(a)	of	the	Policy	and	on	the	balance	of
probabilities	that:

1.	The	domain	name	is	identical	or	confusingly	similar	to	a	trademark	or	service	mark	in	which	the	Complainant	has	rights;	and
2.	The	Respondent	has	no	rights	or	legitimate	interests	in	respect	of	the	domain	name;	and
3.	The	domain	name	has	been	registered	and	is	being	used	in	bad	faith.

The	Panel	has	therefore	dealt	with	each	of	these	requirements	in	turn.	

Confusing	similarity	of	the	Domain	Name	with	existing	rights
The	Complainant	must	first	establish	that	there	is	a	trademark	or	service	mark	in	which	it	has	rights.	Since	Complainant	is	the
holder	of	the	widely	and	well-known	Pirelli	trademark,	that	is	used	in	connection	with	its	tyre	business,	it	is	clearly	established
that	there	is	a	trademark	in	which	Complainant	has	rights.	

The	Panel	considers	the	disputed	domain	name	<pirellinet.com>	to	be	composed	of	a	name	identical	to	the	Pirelli	trademark
and	the	non-distinctive	generic	term	“net”,	which	often	is	used	in	an	Internet	context	or	to	designate	a	network.	The	Panel	is	of
the	opinion	that	the	mere	addition	of	non-distinctive	text	to	a	Complainant’s	trademark	constitutes	confusing	similarity,	as	set	out
in	paragraph	4(a)(i)	of	the	Policy	(See	Lime	Wire	LLC	v.	David	Da	Silva/Contactprivacy.com,	WIPO	Case	N°	D2007-1168,
where	the	domain	name	<downloadlimewirenow.com>	was	held	to	be	confusingly	similar	to	the	LIME	WIRE	trademark,
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especially	with	addition	of	the	word	“download”	because	users	typically	download	Complainant’s	software;	International
Business	Machines	Corporation	v.	Scott	banner,	WIPO	Case	N°	D2008-0965,	where	the	domain	name	<ibmdownload.com>
was	held	to	be	confusingly	similar	to	the	IBM	trademark	because	many	Internet	users	would	assume	that	the	Domain	Name
identifies	a	website	from	which	they	can	download	software	supplied	by	the	Complainant;	Nintendo	v.	Beijin,	WIPO	Case	N°
D2001-1070,	where	the	addition	of	the	words	‘mail’,	‘post’,	‘fan’	and	‘top50’	to	the	word	‘POKÉMON’	in	the	disputed	domain
names	was	held	to	be	of	minimal	impact	on	what	the	visitor	of	the	website	focuses	on,	namely	the	word	‘POKÉMON’;	Nintendo
v.	Gray	West	International,	WIPO	Case	N°	D2000-1219,	where	it	was	held	that	the	addition	of	the	word	‘games’	in	the	domain
name	does	nothing	to	reduce	its	confusing	similarity	with	Nintendo’s	POKÉMON	marks);	Dr.	Ing.	h.c.	F.	Porsche	AG	v.	Kentech,
Inc.	a.k.a.	Helios	Lab	a.k.a.	Orion	Web	a.k.a.	Titan	Net	a.k.a.	Panda	Ventures	a.k.a.	Spiral	Matrix	and	Domain	Purchase,
NOLDC,	Inc.,	WIPO	Case	No.	D2005-0890,	where	the	domain	name	<Porsche-repair-parts.com>	was	held	to	be	confusingly
similar	to	the	trademark	PORSCHE).

The	addition	of	the	non-distinctive	term	“net”	does	nothing	to	reduce	the	confusing	similarity	of	the	disputed	Domain	Name	with
Complainant´s	widely	and	well-known	trademark,	especially	given	the	fact	that	the	term	“net”	may	give	the	impression	of	an
official	“network”	associated	to	the	trademark	and	hence	Complainant’s	business.	Therefore,	the	Panel	considers	the	disputed
Domain	Name	to	be	confusingly	similar	with	Complainants	PIRELLI	trademark.

Accordingly,	the	Complainant	has	made	out	the	first	of	the	three	elements	that	it	must	establish.

No	legitimate	rights

Under	paragraph	4(a)(ii)	of	the	Policy,	the	Complainant	has	the	burden	of	establishing	that	Respondent	has	no	rights	or
legitimate	interests	in	respect	of	the	domain	names.

It	is	established	case	law	that	it	is	sufficient	for	the	Complainant	to	make	a	prima	facie	showing	that	Respondent	has	no	right	or
legitimate	interest	in	the	Domain	Name	in	order	to	shift	the	burden	of	proof	to	the	Respondent.	(See:	Champion	Innovations,	Ltd.
V.	Udo	Dussling	(45FHH),	WIPO	case	No.	D2005-1094	(championinnovation.com);	Croatia	Airlines	d.d.	v.	Modern	Empire
Internet	Ltd.,	WIPO	case	No.	D2003-0455	(croatiaairlines.com);	Belupo	d.d.	v.	WACHEM	d.o.o.,	WIPO	case	No.	2004-0110
(belupo.com).)

The	Panel	notes	that	the	Respondent	has	not	been	commonly	known	by	the	domain	name	and	that	the	Respondent	has	not
acquired	trademark	or	service	mark	rights.	Respondent’s	use	and	registration	of	the	disputed	domain	name	was	not	authorized
by	the	Complainant.	There	are	no	indications	that	a	connection	between	Complainant	and	Respondent	existed.	

Moreover,	the	Panel	is	of	the	opinion	that	the	Respondent	is	not	making	a	legitimate	non-commercial	or	fair	use	of	the	Domain
Name.	In	fact,	the	Respondent	has	been	using	the	domain	name	to	sponsored	links.	This	indicates	that	the	Respondent	has
been	using	Complainant’s	well-known	trademark	for	commercial	gain.	Such	use	is	not	a	bona	fide	use.	See	e.g.,
NAF/FA190644	(nicklausgolf.com	-	“Respondent’s	use	of	a	domain	name	confusingly	similar	to	Complainant’s	mark(s)	to	divert
Internet	users	to	websites	unrelated	to	Complainant’s	business	does	not	represent	a	bona	fide	offering	of	goods	or	services
under	Policy	4(c)(i)	or	a	legitimate	noncommercial	or	fair	use	under	Policy	4(c)(iii)”);	NAF/FA93554	(bigdog.com	–	finding	no
legitimate	use	when	Respondent	was	diverting	consumers	to	its	own	web	site	by	using	Complainant’s	trademark(s));
WIPO/D2000-1204	(msnbc.org	–	finding	no	rights	or	legitimate	interest	in	the	famous	MSNBC	mark	where	respondent
attempted	to	profit	using	Complainant’s	mark	by	redirecting	Internet	traffic	to	its	own	website);	NAF/FA96356
(broadcom2000.com	-	finding	no	rights	or	legitimate	interests	because	the	Respondent	is	not	commonly	known	by	the	disputed
domain	name	or	using	the	domain	name	in	connection	with	a	legitimate	or	fair	use);	NAF/FA96209	(galluppll.com	-	finding	that
the	Respondent	does	not	have	rights	in	a	domain	name	when	the	Respondent	is	not	known	by	the	mark);	NAF/FA740335
(cigaraficionada.com	-	finding	that	the	Respondent	was	not	commonly	known	by	the	“cigaraficionada.com”	domain	name);
NAF/FA881234	(stlawu.com	-	concluding	that	the	Respondent	has	no	rights	or	legitimate	interests	in	a	disputed	domain	name
where	there	is	no	evidence	in	the	record	indicating	that	the	Respondent	is	commonly	known	by	the	disputed	domain	name);
WIPO/D2000-0020	(saint-gobain.net	–	finding	no	rights	or	legitimate	interest	where	the	Respondent	was	not	commonly	known
by	the	mark	and	never	applied	for	a	license	or	permission	from	the	Complainant	to	use	the	trademarked	name);	WIPO/D2000-



0403	(charlesjourdan.com	–	finding	no	rights	or	legitimate	interests	where	(1)	the	Respondent	is	not	a	licensee	of	the
Complainant;	(2)	the	Complainant’s	prior	rights	in	the	domain	name	precede	the	Respondent’s	registration;	(3)	the	Respondent
is	not	commonly	known	by	the	domain	name	in	question).

In	lack	of	any	Response	from	the	Respondent,	or	any	other	information	indicating	the	contrary,	the	Panel	therefore	concludes
that	the	Respondent	has	no	rights	or	legitimate	interests	in	respect	of	the	Disputed	Domain	Name.

Bad	faith

The	disputed	domain	name	has	been	registered	and	is	being	used	in	bad	faith	considering,	from	one	side	that	the	“true”
registrant	hid	behind	a	privacy	shield.	Domains	By	Proxy	is	a	privacy	or	proxy	registration	service	operated	by	Domains	By
Proxy,	LLC,	an	affiliate	of	the	registrar	GoDaddy.com,	LLC.	According	to	the	Panel,	the	manner	in	which	such	a	service	is	used
may	constitute	a	factor	indicating	bad	faith.	See	WIPO	Overview	of	WIPO	Panel	Views	on	Selected	UDRP	Questions,
paragraph	3.9.

Furthermore,	a	review	of	the	web	site	to	which	“pirellinet.com”	resolves	makes	it	clear	that	the	domain	name	has	been
registered	and	was	being	used	by	the	Respondent	with	a	view	of	commercial	gain.

The	registration	and	the	use	in	bad	faith	of	the	domain	name	"pirellinet.com"	is	clearly	evident	from	the	fact	that	the	domain
name	is	confusingly	similar	to	the	PIRELLI	trademark	of	the	Complainant.	This	evidences	a	clear	intent	to	trade	upon	the
reputation	and	good	will	associated	with	PIRELLI	marks.	The	domain	name	"pirellinet.com",	confusingly	similar	to	PIRELLI
Marks,	is	deliberately	used	to	attract,	for	commercial	gain,	Internet	users	to	the	web	site(s)	it	resolves,	by	creating	a	likelihood	of
confusion	with	PIRELLI’s	marks	and	products	to	the	source,	sponsorship,	affiliation	or	endorsement	of	such	domain	name	or	of
a	product	or	service	on	such	web	site.	

Taking	into	account	the	vast	and	widespread	advertising	campaigns	carried	out	by	PIRELLI	for	the	promotion	of	products	and
services	covered	by	its	brands,	it	is	unlikely	that	the	registration	of	the	domain	name	in	question	may	be	attributed	to	mere
chance	and	not,	as	is,	with	a	full	awareness	and	intent	to	exploit	the	reputation	and	good	will	of	the	Complainant	and	PIRELLI
Marks.	See	decision	CAC	Case	N.	05367	(Giorgio	Armani	s.p.a.	v.	Antares	S.p.A.,	Germano	Armani).

It	is	clear	that	the	Respondents	had	relevant	notice	about	the	existence	of	PIRELLI	Marks,	since:	a)	they	registered	a	domain
name	corresponding	with	the	dominant	and	distinctive	part	of	the	well-known	PIRELLI	Marks;	and	b)	the	web	site	to	which	the
domain	name	resolves	shows	sponsored	links,	some	of	which	refer	to	the	Complainant	and	others	to	competitors	of	the
Complainant.	

In	the	light	of	the	foregoing,	it	is	considered	that	the	registration	of	the	domain	name	“pirellinet.com”	has	been	carried	out	with
the	purpose	of	exploiting	PIRELLI’s	reputation	and	good	will	and	drawing	on	such	domain	name	users	for	commercial	gain.	
See	decisions	of	the	Czech	Arbitration	Court:	Case	N.	04316	(Prada	SA	v.	Maurizio	Lussetti);	Case	N.	05650	(Salumificio
Fratelli	Beretta	S.p.A.	v.	Nico	Maria	Cavallo),	Case	N.	05572	(KG	Industries	LLC	v.	KG	Industries,	Gary	Powell	KG	Industries);
Case	N.	05572	(Zott	GmbH	&	Co.	KG	v.	Victor	Somov).

Accepted	
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